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Opi ni on by Bucher, Adm nistrative Tradenmark Judge:

Advanced Cardi ovascul ar Systens, Inc. has appeal ed
fromthe refusal of the Trademark Exami ning Attorney to
register RX GEM NI for “nedical catheters”® in Internationa
Cl ass 10.

Regi stration has been refused pursuant to Section 2(d)

of the Trademark Act, 15 U. S.C. 1052(d), on the ground that

1 Application Serial Nunmber 75/568,548 was filed on Cctober
13, 1998. The application was based upon an allegation of a bona
fide intention to use the mark in commerce. The designation “RX

has been disclaimed apart fromthe mark as shown.
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applicant’s mark so resenbles the mark GEM NI for “cardi ac
pacers,” also in International Cass 10, that, as used on
applicant’s identified goods, it is likely to cause
confusion, to cause m stake or to deceive.

The appeal has been fully briefed but applicant did
not request an oral hearing before the Board.

Upon careful consideration of this record and the
argunents of the attorneys, we believe that confusion is
likely, and so we affirmthe refusal of registration.

Qur determ nation under Section 2(d) is based upon an
anal ysis of all of the probative facts in evidence that are
relevant to the factors bearing on the issue of likelihood

of confusion. In re E. I. du Pont de Nenmours & Co., 476

F.2d 1357, 177 USPQ 563 (CCPA 1973). In any Ilikelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the simlarities between

the goods. Federated Foods, Inc. v. Fort Howard Paper Co.,

544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

We turn first to the simlarity or dissimlarity of
the marks in their entireties as to appearance, sound,
connotati on and commercial inpression. Applicant
essentially contends that the Trademark Exam ning Attorney

erred by dissecting the marks. Applicant contends that
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when considered in their entireties, the two marks are not
confusingly simlar; that the marks RX GEM NI and GEM N
are different in sound, appearance, neani ng, and overal
comercial inpression, and that the termGEMN is entitled
to only a narrow scope of protection because the termis
commonly used in the nedical field.

Applicant’s mark RX GEM NI and regi strant’s mark
GEM NI have obvious simlarities in sound, appearance and
nmeani ng, applicant’s mark only addi ng the descriptive or
even generic designation “RX, "2 which has been properly
disclaimed. 1In this case, this difference cannot serve to
di stinguish the marks. While we conpare the marks in their
entireties, our primary reviewing court has held that in
articulating reasons for reaching a conclusion on the
question of likelihood of confusion, there is nothing
inproper in stating that, for rational reasons, nore or
| ess wei ght has been given to a particular feature or
portion of a mark. That is, one feature of a mark nay have

nore significance than another. See Sweats Fashi ons Inc.

v. Pannill Knitting Co., 833 F.2d 1560, 4 USPQ2d 1793, 1798

2 There is no di sagreenment between applicant and the

Trademark Examning Attorney that the term“RX’ (or “R¢”) in this

context means “a prescription for nmedicine or a nedical
appliance.” See e.g., The Anerican Heritage Dictionary of the

Engl i sh Language, el ectronic version (3% ed. 1992).

- 3 -
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(Fed. Gr. 1987), and In re National Data Corporation, 753

F.2d 1056, 224 USPQ 749, 752 (Fed. G r. 1985).

Moreover, under actual nmarket conditions, consuners
generally do not have the |uxury of making side-by-side
conparisons. The proper test in determning |ikelihood of
confusion is not a side-by-side conparison of the marks,
but rather, the decision nust be based on the simlarity of
t he general overall conmercial inpressions engendered by

the involved marks. See Puma- Sportschuhfabri ken Rudol f

Dassler KGv. Roller Derby Skate Corporation, 206 USPQ 255

(TTAB 1980) .

As to the strength of registrant’s nark, there is no
evidence in this case that the termGEM N is anything
ot her than arbitrary when applied to nedical devices and
products. GEMN is a word that has | ong evoked a
constellation in the Northern Hem sphere or a sign of the
zodiac.® W take judicial notice of the fact that in the
m d- 1960’ s, NASA assigned this nane to a series of |aunch
vehi cl es used in the space program* Since that tine, the

term GEM NI has becone suggestive of space-age devices.

3

The Anerican Heritage Dictionary of the English Language
(1975).

4 The Random House Dictionary of the English Language (3" ed.
1983).
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Whet her arbitrary or suggestive as applied to registrant’s
goods, we do not find it to be an inherently weak mark.
Accordingly, this common termplays a major role in formng
the overall commercial inpression of both marks, and we
find that the commercial inpressions created by the marks

i nvol ved herein are substantially the sanme. See The Wl a

Corporation v. California Concept Corporation, 558 F.2d

1019, 194 USPQ 419 (CCPA 1977); and Gruen Industries, Inc.

v. Ray Curran & Co., 152 USPQ 778 (TTAB 1967).

As to the du Pont factor dealing with the nunber and
nature of simlar marks in use on simlar goods, applicant
has pointed to a nunber of third-party registrations as
proof that the word “Gemini” is “diluted” and “weak” anong
goods in International Cass 10, and hence that the cited
regi stration should be given a very narrow scope of
protection. However, we do not find applicant’s subm ssion
of third-party applications and registrations to be
persuasi ve of such a conclusion. Third-party registrations
are given little weight in determ ning |ikelihood of
confusion as they are not evidence of use of the nmarks
shown therein and they are not proof that consuners are
famliar wth themso as to be accustoned to the existence

of simlar marks in the nmarketplace. See Helene Curtis
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| ndustries Inc. v. Suave Shoe Corp. 13 USPQ2d 1618 ( TTAB

1989). Moreover, upon review ng the dozen registered marks
(nmade a part of the record by applicant) containing the
word GEM NI in sone form it is noted that five are owned
by the same party for punps for infusing nedical solutions
into patients. Qher nmarks containing the word GEM Nl are
regi stered for a variety of nedical supplies, devices and
services, such as fiber optic devices, prosthetic devices,

| aboratory chem cals, caneras, consultation services,
heari ng aids and nedical gloves. Thus, it is clear that
when expl oring the channels of trade of specific nedical
products and/or services in naking a deternmination as to

i kel i hood of confusion, the U S. Patent and Trademark
Ofice (entirely consistent wwth the position espoused by
applicant) does not follow a “per se” rule that all nedical
devices are related. To the contrary, even when eval uati ng
an arbitrary or suggestive mark such as GEM NI, the
hospital community cannot be treated as a honbgeneous

whol e.® Arguably, each of the goods in International C ass

5 Hew ett- Packard Co. v. Human Performance Measurenents,
Inc., 23 USPQd 1390, 1395 (TTAB 1991), quoting Astra
Phar naceuti cal Products, Inc. v. Beckman Instrunents, Inc.., 718

F.2d 1201, 220 USPQ 786, 791 (1° Cir. 1983): “The ‘hospita
conmmunity’ is not a honogeneous whol e, but is conposed of
separate departnents with diverse purchasing requirenents, which
in effect, constitute different markets for the parties
respective products.”

-6 -



Serial Nunber 75/568, 548

10 enuner ated above would go to different specialists and
departnents within hospitals or other nedical facilities.

Moreover, while the U S. Patent and Trademark O fice
strives for consistency, each case nmust be decided on its
own facts and record. O course, we do not have before us
any information fromthe third-party registration or
application files. Finally, we note that pending, third-
party trademark applications are of virtually no
evidentiary value on this point.

Wth that background, we turn next to the simlarity
or dissimlarity and nature of the goods as described in
the application and the cited registration. Applicant
argues throughout the prosecution of this application that
the respective products “...are sold and nmarketed through
different channels of trade to nutually exclusive and
sophi sticated nedical professionals.”® By contrast, the
Trademar k Exam ni ng Attorney argues as foll ows:

... The goods of the applicant and the
registrant are highly related as they are
both used in correcting ail ments of the
heart. Medical professionals who treat
“CAD’ (coronary artery di sease) are nost
i kely cardiol ogists or cardio-thoracic
surgeons who have specialized in di seases
and illnesses related to the heart. The

exam ning attorney previously attached
evi dence indicating that a cardiol ogi st may

6 Applicant’s response of Novenber 10, 1999, p. 3.

-7 -
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perform both the cardi ac angi opl asty and the
pacemaker insertion, illustrating that the
same end user may encounter both the goods
of applicant and the registrant.
(Trademark Exam ning Attorney’s brief, unnunbered pp. 6-7)

I nterestingly, anmong the eight current federal
regi strations of specialized nedical devices (placed into
the record by the Tradenmark Exam ning Attorney) where the
same mark was applied to both nedical catheters and cardi ac
pacers, was the mark GUI DANT, owned by Cui dant Cor poration
t he hol di ng conmpany of which applicant is a wholly-owned
subsidiary. Hence, while it may well be true, as applicant
argues, that the specialized sales force working for
appl i cant (Advanced Cardi ovascul ar Systens, Inc.) does not
mar ket cardi ac pacers, the record suggests that applicant’s
own parent corporation (Guidant Corporation) applies its
house mark to both types of goods.

Mor eover, to argue, as applicant does, that nedical
prof essionals who treat cardiac arrhythma are not the samne
nmedi cal professionals who would be treating coronary artery
di sease i s supported neither by logic nor by the evidence
placed in the record by the Trademark Exam ning Attorney.
Cardi ac pacers, or pacenmakers, are designed to deal with
heart arrhythm as, and we can agree with applicant that

irregular heart rates or arrhythm as grow out of a

- 8 -
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mal function in the heart’s electrical system Also, we
understand that coronary artery disease is tied to problens
with the proper circulation of blood through the coronary
arteries. However, the record confirms that a single
cardi ac patient suffering fromdi seases and il |l nesses
related to the heart may well suffer fromboth “electrical”
and “plunbing” problems. Simlarly, heart specialists do
not work exclusively on one genre of heart problemor the
other. Hence, both devices or instrunents will be used by
physi ci ans who are heart specialists, and this general
category of nedical doctors includes, but is not limted to
speci al i sts known as cardi ol ogi sts or cardio-thoracic
surgeons, as argued by the Trademark Exami ning Attorney.
Furt hernore, because applicant’s catheters as
identified in the application are in no way limted to
procedures such as angi ography or angi oplasty, we have to
assune these goods include all kinds of nedical catheters,
i ncl uding those catheters used for the introduction of
pacemaker |leads. 1In such a case, we nust presune that the
sane nedi cal professional, during a single procedure, could
wel | use one or nore of applicant’s catheters in
conjunction with the inplantation of one of registrant’s

pacemakers.
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Accordingly, based on the entire record before us, we
find that applicant’s nedical catheters are closely related
to registrant’s cardi ac pacers.

As to the specific channels of trade of these
respective goods, if indeed the sanme heart speciali st
operating in a |large nmedical center may be the end user of
both of these nedical devices or instrunments, then we nust
assunme the established, |ikely-to-continue trade channels
for these respective products are identical

Turning to the du Pont factor focusing on the
condi tions under which and buyers to whom sal es are nade,
obvi ously, neither of these products could be considered to
be “inpul se” purchases. W agree with applicant that this
factor (i.e., that we are dealing wth careful
sophi sti cated purchasers) does favor applicant in the
i nstant case. However, as pointed out by the Trademark
Exam ni ng Attorney, when marks are quite simlar, even
sophi sticated consuners can be confused. Even the nost
sophi sticated of purchasers, autonmatically tending to

di scount the source-indicating significance of the term

“RX" (or “R¢”), may well assune that RX GEM N is sinply a

variant of registrant’s GEM NI nmarks, used to identify

anot her of registrant’s cardiac products. That is,

- 10 -
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purchasers are likely to assune that applicant’s goods cone
fromthe sanme source as registrant’s goods or are in sone
way sponsored by or associated with registrant. See In r

| nperial Jade M ning, Inc., 193 USPQ 725 (TTAB 1976).

Accordingly, given that GEM NI and RX GEM N for
cl osely-rel ated nedi cal devices or instrunents have as
their sol e source-indicating conmponent the identical term
GCEM NI, we find that the extent of potential confusion is

substantial, even for sophisticated purchasers.

Decision: The refusal to register is affirmed.



