THIS DISPOSITION
5/ 18/ 01 IS NOT CITABLE AS PRECEDENT Paper No. 9
OF THE T.T.A.B. GDH/ gdh

UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re HL USA, Inc.
Serial No. 75/564, 084
Eric K Karich, Esq. for HL USA, Inc.

David A. Stine, Trademark Exam ning Attorney, Law Ofice 114
(Margaret Le, Managi ng Attorney).

Bef ore Hohein, Walters and Chapnan, Adm nistrative Trademark
Judges.

Qpi ni on by Hohein, Adm nistrative Trademark Judge:

HL USA, Inc. has filed an application to register the
mark "CHI LI WORKS" and design, as reproduced bel ow,

for "bicycle parts, nanely, suspension forks."EI

‘' Ser. No. 75/564,084, filed on October 2, 1998, which is based on an
all egation of a bona fide intention to use the mark in commerce. The
application states that: "The mark consists in part of a stylized
representation of a chili pepper."”
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Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U.S.C. 8§1052(d), on the ground that
applicant's mark, when applied to its goods, so resenbles the
mark "HOT CHILI," which is registered for "human powered cycl es,
nanely, bicycles and structural parts therefor,"E]as to be likely
to cause confusion, mstake or deception.

Applicant has appealed. Briefs have been filed, but an
oral hearing was not requested. W affirmthe refusal to
regi ster.

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a |likelihood
of confusion. Inre E. I. du Pont de Nenmours & Co., 476 F.2d
1357, 177 USPQ 563, 568 (CCPA 1973). However, as indicated in
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098,
192 USPQ 24, 29 (CCPA 1976), "in any likelihood of confusion
anal ysis[,] two key considerations are the simlarity of the
goods and the simlarity of the mar ks. " B Here, inasnuch as
applicant's goods are identical in part to registrant's goods,

i nasmuch as a suspension fork is a bicycle structural part, and
are otherwise closely related to registrant's bicycles, the
respecti ve goods woul d be sold through the sanme channels of trade

to the identical classes of purchasers. The principal focus of

z Reg. No. 2,034, 148, issued on January 28, 1997, which sets forth a
date of first use anywhere of April 30, 1994 and a date of first use
in commerce of Septenber 15, 1994.

° The court, in particular, pointed out that: "The fundanental inquiry
mandat ed by 82(d) goes to the cumulative effect of differences in the
essential characteristics of the goods and differences in the marks."
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our inquiry, therefore, is on the simlarities and
dissimlarities in the marks at issue when considered in their
entireties. Mreover, as pointed out in Century 21 Real Estate
Corp. v. Century Life of America, 970 F.2d 874, 23 USPQRd 1698,
1701 (Fed. Cir. 1992), cert. denied, 506 U.S. 1034 (1994),
"[w hen marks woul d appear on virtually identical goods ... , the
degree of simlarity [of the marks] necessary to support a
conclusion of |ikely confusion declines.™

Applicant argues that the fact that two marks share the
sanme term does not necessarily mean that the nmarks create a
simlar comrercial inpression. In particular, applicant asserts
that the fact that the marks at issue herein contain the conmon
word "CHILI" does not suffice to engender a simlar commerci al
i npressi on because "they use the termentirely differently.”
According to applicant:

HOT CHI LI focuses on the term HOI, with all
of the connotations that arise fromthe term
HOT, including the slang neaning of "full of
or characterized by any very strong feelings,
or by intense activity, speed, excitenent,
ent husiasm ... sexual desire ...."

Webst ers® New Worl d Dictionary.

CHI LI WORKS, however, focussed [sic] on
the term"works" which is suggestive of the
term "skunk works,"” which is defined by the
Anerican Heritage® Dictionary of the English
Language as "a small, |oosely structured
corporate research and devel opnent unit or
subsidiary forned to foster innovation."

Transl ated by the target consuner, HOT
CHI LI suggests that the products are
generally "intense" and "exciting," while
CHI LI WORKS suggests that the products cone
froma high technol ogy R&D departnment that
makes cutting edge products. Notw thstanding
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[the] Exami ner's conclusory statenents to the

contrary, applicant's mark does not create a

comercial inpression that is simlar to the

[mark of the] prior registration.

Appl i cant al so contends that "despite the inclusion of
the word CHILI in both marks," the marks are distinguishable in
sound and appearance. Specifically, applicant notes that, both
when pronounced and when viewed in a side-by-side conparison,EI
the respective marks "include different secondary terns and the
word orders are inverted." Because, according to applicant,

"these differences are substantial,"” applicant urges that
confusion is not likely.

We agree, however, with the Exam ning Attorney that,
when considered in their entireties, the respective marks are
"quite simlar in overall comrercial inpression" due to the
shared presence of the term CH LI, which clearly appears to be
arbitrary as used in connection with bicycles and such structural
parts thereof as suspension forks. As the Exam ning Attorney
persuasively notes in his brief:

Wil e the respective marks nmust be consi dered

intheir entireties ..., it is neverthel ess
proper to recogni ze that one feature of a

* Such a conparison, as the Examining Attorney correctly points out in
his brief, is not the proper test to be used in determ ning the issue
of likelihood of confusion inasnuch as it is not the ordinary way that
custoners will be exposed to the marks. Instead, it is the simlarity
of the general overall commercial inpression engendered by the marks
whi ch nmust determne, due to the fallibility of menory and the

concom tant |ack of perfect recall, whether confusion as to source or
sponsorship is likely. The proper enphasis is accordingly on the
recol l ection of the average purchaser, who nornmally retains a genera
rather than a specific inpression of marks. See, e.q., Envirotech
Corp. v. Solaron Corp., 211 USPQ 724, 733 (TTAB 1981); Sealed Air
Corp. v. Scott Paper Co., 190 USPQ 106, 108 (TTAB 1975); and G andpa
Pi dgeon's of M ssouri, Inc. v. Borgsmller, 477 F.2d 586, 177 USPQ
573, 574 (CCPA 1973).
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mark may be nore significant in creating a
commercial inpression. Geater weight is
given to that dom nant feature in determning
whet her there is a likelihood of confusion.
In re National Data Corp., [753 F.2d 1056, ]
224 USPQ 749 (Fed. G r. 1985); Tektronix,

Inc. v. Daktronics, Inc., 534 F.2d 915, 189
USPQ 693 ( CCPA 1976).

Appl i cation of these standards to the
i nstant case clearly indicates that the
identical, and conpletely arbitrary, term
"CHILI" is the obvious dom nant feature of
both marks. In applicant's mark, the entity
designation "Wrks" is clearly subordinate in
size, location and overall presentation to
the "CHILI" brand mark. The "Chili"
significance is reinforced by the graphica
presentation of a chili pepper. The
remai ni ng design el enent conprises a nere
background for the wording and presents no
obj ecti ve basis upon which the respective
mar ks may be di sti ngui shed.

Simlarly, the overall conmmercial

i npression created by the registered nmark is

dom nated by the identical term... "CHLI."

The addition of the adjective ... "HOI" has

little real inpact on the overall comerci al

i npression created by the regi stered mark,

which clearly creates the overall inpression

of a variety of the "CH LI" brand.

We accordingly concur with the Exam ning Attorney's
conclusion that "prospective purchasers are likely to assune,
incorrectly, that applicant's 'CH LI WORKS [and design] brand
bi cycl e conponents[, nanely, suspension forks,] are designed for
use in connection with registrant's 'HOTI CH LI' bicycles or that
registrant's '"HOT CHI LI' bicycles and [structural] conponents are
a variety or nodel of the goods produced by the [sanme source as
applicant's] 'CH LI WORKS [and design brand bicycle suspension
forks]". Moreover, even assunm ng that custoners for bicycles and

their structural parts, such as suspension forks, notice and
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remenber the differences in sound and appearance between the

respective marks, it is still the case that the arbitrary term

"CH LI" so dom nates each mark that, for exanple, consuners

famliar with registrant's "HOT CH LI" mark for bicycles and

structural parts therefor could reasonably assune, upon

encountering applicant's "CH LI WORKS" and design mark for

bi cycl e suspensi on forks, that applicant's goods constitute a new

or additional |ine of conponents fromregi strant which are

specially designed for use with registrant's "HOI CH LI "

bi cycles. Confusion as to origin or affiliation is therefore

likely to occur fromthe contenporaneous use of respective marks

in connection with identical and otherw se closely rel ated goods.
Neverthel ess, as a final consideration, applicant

contends that confusion is unlikely because purchasers of

bi cycl es and speci alized conponent parts thereof, such as

suspensi on forks, are know edgeabl e and sophi sticated consuners

who "are famliar with the industry and the various

manuf acturers” of the goods at issue. Essentially, applicant

i nsists that such goods are not "a general consumer product,

whi ch is purchased by consuners on the spur of the nonent with

little forethought,” but are instead relatively expensive
products which are selected with a great degree of care.
However, as the Exam ning Attorney notes, applicant's
assertions are not only unsupported by any evidence, but in any
event "bicycles are a relatively basic and unsophisticated item

whi ch may be conmmonly purchased and used by many peopl e | acking

particul ar expertise in the field of cycling.”" Moreover, even
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assum ng that at |east sone buyers of bicycles and their
structural parts are highly sophisticated and discrim nating
consuners, we observe that the fact that consumers nay exercise
care or thought in choosing the respective products "does not
necessarily preclude their m staking one trademark for another”
or that they otherwise are entirely i mune fromconfusion as to
source or sponsorship. Wncharger Corp. v. Rinco, Inc., 297 F.2d
261, 132 USPQ 289, 292 (CCPA 1962). See also In re Deconbe, 9
UsP2d 1812, 1814-15 (TTAB 1988); and In re Pellerin M nor

Corp., 221 USPQ 558, 560 (TTAB 1983). Here, the overal

commerci al inpression engendered by applicant's "CH LI WORKS" and
design mark and registrant's "HOT CH LI" mark is so simlar, due
to the shared presence of the arbitrary and dom nant term

"CHI LI," that the contenporaneous use thereof in conjunction with
bi cycl e suspensi on forks, on the one hand, and bicycles and their
structural parts (which would include suspension forks), on the
other, is likely to cause confusion, even anong know edgeabl e and
di scrim nati ng consunmers of such goods.

Deci sion: The refusal under Section 2(d) is affirmed.
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