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UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re Reed Business Information Limted
Serial No. 75/558, 110

Stanley C. Macel, 111 of Connolly Bove Lodge & Hutz LLP for
Reed Business Information Limted.
John Dwyer, Tradenmark Exam ning Attorney, Law Ofice 103
(M chael Ham I ton, Managi ng Attorney).
Bef ore G ssel, Chapman and Rogers, Adm nistrative Trademark
Judges.
Qpi ni on by Chapman, Adm nistrative Tradenmark Judge:

Reed Business Information Limted (an English [imted
conpany) has filed an application to register the mark ATI
on the Principal Register for goods and services

identified, as anended, as foll ows:

International C ass 9

“mul ti media software recorded on CD
ROMs relating to the air [transport]

i ndustry featuring information and
statistics on air lines and air |line
performance, manufacturers of airplane
conponents, jobs in the air transport

i ndustry, finance in the air transport
i ndustry, airports, and flight routes;
el ectroni c publications recorded on CD
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ROMs, nanely, books, nmgazi nes,
newspapers, newsletters, business
reports, all relating to the air
transport industry and featuring
information and statistics on air |ines
and air line performnce, manufacturers
of airplane conponents, jobs in the air
transport industry, finance in the air
transport industry, airports, and
flight routes”;

I nternati onal C ass 35

“advertising agency services, nanely,
pronoting the services of the air
transportation industry through the
di stribution of printed, audio and

vi sual pronotional materials, and by
renderi ng sal es pronotion advice;
busi ness information relating to air
transportation”; and

I nternati onal Cl ass 39

“air travel information services;
provi ding an on-line conputer databa
inthe field of air transportation.”
Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U. S.C. 81052(d), in view of
three prior registered marks owned by two different
entities--(1) ATI for “cargo and chartered air

transportation” in International Cass 39, currently owned

t hrough assignnment, by Air Transport International LLC (a

! Application Serial No. 75/558,110, filed September 25, 1998.
The application is based on applicant’s assertion of a bona fide
intention to use the mark in comrerce. In response to an inquiry
fromthe Exanmining Attorney, applicant stated that the letters
ATl stand for “Air Transport Intelligence”; and that the letters
have no significance in the relevant air transport industry other
than as applicant’s trademark and service mark.
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limted liability conpany of Nevada, |ocated in Arkansas)a

and (2) the two nmarks shown bel ow

[ [

977,  cHl.

an
both for “touring and travel agency services” in
International Cl ass 39, both currently owned by the
original registrant, AmericanTours International Inc. (a
California corporation).

In the first Ofice action, the Exam ning Attorney had
also cited two additional marks--(1) the mark ATl for
“el ectroni c navigation and operation system for vehicles,
nanely instrunent, distribution and control panel and wre
harness therefore [sic]” in International Cass 9,
currently owned by the original registrant, Advanced
Technol ogy, Inc. (an Indiana corporation)q and (2) the mark

shown bel ow

2 Regi stration No. 2,112,289, issued Novenber 11, 1997. The
claimed date of first use is January 1, 1988.

3 Regi stration No. 1,359,726, issued Septenber 10, 1985, Section
8 accepted, Section 15 acknowl edged. The clained date of first
use i s August 15, 1977. The registration includes the follow ng
statenent: “The mark consists of the letters “ATl’ in stylized
format.”

* Registration No. 1,359,727, issued Septenber 10, 1985, Section
8 accepted, Section 15 acknow edged. The clained date of first
use i s August 15, 1977. The registration includes the foll ow ng
statenent: “The mark consists of the letters ‘ATlI’ and a

sil houette design sonewhat simlar to that of the United States.”
5 Regi stration No. 2,052,372, issued April 15, 1997. The cl ai nmed
date of first use is 1990.
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Arizona Technology ncubalor

for “busi ness managenent consultation rendered to new

t echnol ogy- based busi nesses” in International C ass 35,
currently owned by the original registrant, Arizona
Technol ogy | ncubator, aka ATl (an Arizona corporation).EI
The Exami ning Attorney withdrew t hese two cited

regi strations follow ng applicant’s response to the first
O fice action.

The Exam ning Attorney contends that applicant’s mark,
if and when used in connection with its International C ass
39 services, would so resenble all three of the previously
registered marks in International Cass 39 as to be likely
to cause confusion, mstake or deception.

Applicant has appealed the final refusal to register.
Bri efs have been filed, but an oral hearing was not

request ed.

® Registration No. 1,791,850, issued Septenber 7, 1993, Section 8
accepted, Section 15 acknow edged. The clainmed date of first use
is January 1, 1992. The words “Arizona Technol ogy | ncubator” are
di sclained. The registration includes the follow ng statenent:
“The lining is a feature of the mark and does not indicate
color.”
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First, we clarify that in his brief the Exam ning
Attorney specifically references applicant’s International
Class 39 services (“air travel information services;
providing an on-line conputer database in the field of air
transportation”); and he states that “[t]he sole issue on
appeal is whether applicant’s mark, when used on or in
connection with the identified services, so resenbles the
mar ks in Registration Nos. 2112289, 1359726 and 1359727, as
to be likely to cause confusion, to cause mstake, or to
deceive. Trademark Act 82(d).” Al though the application
al so includes goods in International Cass 9 and services
in International Cass 35, it is clear fromthe Exam ning
Attorney’'s brief that the refusal to register applies only
to applicant’s International C ass 39 services. Thus, that
Is the only issue before this Board.

Second, we address an evidentiary matter,
specifically, the Exam ning Attorney’s statement in his
brief (footnote 3) that applicant submtted the conplete
USPTO files of the three cited registrations “in an attenpt
tolimt the scope of the registrants’ identified services”
and the Exam ning Attorney’ s assertion (in the sane
footnote) that the “Board nust disregard the exhibits
submtted by the applicant.” It is true, as argued by the

Exam ning Attorney, that in determi ning the question of
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registrability, the Board is constrained to consider the
goods and/or services as identified in the registration(s),
wi thout restrictions or Iimtations not reflected therein.
See Octocom Systens Inc. v. Houston Conputer Services Inc.,
918 F.2d 937, 16 USPQ2d 1783 (Fed. Cr. 1990). However, we
do not agree that we nust disregard the entire file
histories for all purposes. W have considered themonly
as di scussed herein.

W reverse the refusal to register. 1In reaching this
concl usi on, we have followed the guidance of the court in
Inre E |I. du Pont de Nenmours & Co., 476 F.2d 1357, 177
USPQ 563 ( CCPA 1973).

Turning first to the refusal to regi ster based on the
two stylized design marks owned by AmericanTours
International Inc., for “touring and travel agency
services,” we consider the two cited marks and applicant’s
mark in their entireties as to appearance, sound,
connotation and commercial inpression. Because these two
cited registered marks are (i) a stylized letter mark and
(ii) a stylized letter mark with a design, as conpared to
applicant’s typed letter mark, the degree of stylization

affects the overall visual inpact of the involved marks.EI

" The Examining Attorney argued both that this case involves
letter marks, and, at the same tine, that the design mark
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The Court of Appeals for the Federal Circuit addressed
this type of situation in In re Electrolyte Laboratories
Inc., 913 F.2d 930, 16 USPQ2d 1239, 1240 (Fed. G r. 1990)
as foll ows:

There is no general rule as to whether

| etters or design will domnate in
conposite marks; nor is the dom nance
of letters or design dispositive of the
issue. No elenent of a mark is ignored
sinply because it is | ess dom nant, or
woul d not have trademark significance
if used al one.

...[T] he spoken or vocalizable el enent
of a design mark, taken wi thout the
design, need not of itself serve to

di stingui sh the goods. The nature of
stylized letter marks is that they
partake of both visual and oral

i ndicia, and both nust be weighed in
the context in which they occur.

...[Elven if the letter portion of a
design mark could be vocalized, that
was not dispositive of whether there
woul d be likelihood of confusion. A
design is viewed, not spoken, and a
stylized letter design can not be
treated sinply as a word narKk.

As stated by McCarthy at 3 J. Thomas MCart hy,

McCarthy on Trademarks and Unfair Conpetition, 823:33 (4th

ed. 2000):

For simlar design or |etter marks,
simlarity of appearance is usually
controlling, for such marks are

consists of a word and a design with the word being the portion
nmore likely utilized by consuners in requesting the services. In
this case, the involved marks are letter narks, not word nmarks.
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i ncapabl e of bei ng pronounced or of
conveyi ng any inherent neaning, as do
word marks. For such marks, the
stylized lettering may be sufficient to
prevent a likelihood of confusion.
(Citations omtted)

Registrant’s nmarks are (i) a highly stylized
presentation of the letters ATl and (ii) a very different
highly stylized conbination of the letters ATl and a design
of the United States; whereas applicant’s mark is sinply a
typed drawing of the letters ATI. W agree with applicant
that these marks, when considered in their entireties, are
different in appearance and create different commerci al
i npr essi ons.

We consider next the simlarity or the dissimlarity
of the services, as described in the application and these
two cited registrations, and the simlarity or
dissimlarity of the trade channels and purchasers. The
Exam ning Attorney asserts that services need not be
identical or even directly conpetitive to support a finding
of likelihood of confusion; that the Ofice nust consider
the services as identified in the involved application and
regi strations; that because there is no limtation in
applicant’s identification of services (“air travel

i nformation services; providing an on-line conputer

database in the field of air transportation”), applicant’s



Ser. No. 75/558110

services could include providing information on touring and
travel agency information; that while applicant’s database
information is limted to “providing an on-1line conputer
dat abase,” this registrant’s services are not so limted,
and that applicant’s services are related to this cited
registrant’s services, resulting in a likelihood of
confusion by consunmers as to the source of these services.
The respective identifications of services show that
this cited registrant is a travel agency, whereas applicant
provi des and pronotes news and information about the air
transport industry. The fact that the registrant travel
agency provides its clients with flight schedules (as well
as rail schedul es and ot her neans of transportation) does
not establish that travel agency services and providing air
travel information in the field of air transportation via
an on-line conputer database are related. 1In fact, in
overcomng a registration cited against both of its then-
pendi ng applications, this registrant successfully argued
that travel agency services are totally different from and
nove in different channels of trade to totally different
cl asses of purchasers than “aircraft brokerage services,”

“repair and mai ntenance of aircraft for others,” “leasing
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and chartering of aircraft,” and “educational services,
nanely, pil ot training.”EI
The Exam ning Attorney’s subm ssion of several third-
party registrations to show that the sane entity has
registered a single mark for both travel agency services as
well as air travel information services is not persuasive
of a different conclusion. Sone of the third-party
regi strations do not actually include both types of
services, but rather are for services identified as “travel

agency services, nanely,...” (see, e.g., Registration Nos.
2,285,378 and 2,290,193). Moreover, nost of the third-
party registrations either issued to airlines, such as
Nort hwest Airlines and Thai Airways, and are essentially
house marks, or issued to on-line travel agencies, such as
TheTrip.com Inc. and Laughi ng Buddha Travels, Ltd. W
agree with applicant that this evidence does not equate an

on-line service which distributes informati on about the air

transportation business with travel agencies.

8 Registration No. 1,176,492, issued Novermber 3, 1981, to Air
Transport, Inc. for the nark shown bel ow

‘ifm?mmav

This registration was cancel |l ed under Section 8 of the Trademark
Act in 1988.

10
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In this case, applicant’s services, as identified, are
limted to the air transportation industry. |In addition,
appl i cant has provided information brochures and
adverti senments about its own services as requested by the
Exam ning Attorney, all of which clearly show that
applicant provides information about the air transport
i ndustry, including, for exanple, statistics on airlines
and airline performance, manufacturers of airplane
conponents, jobs in the air transport industry, and
financing in the industry. See Canadi an |Inperial Bank of
Commerce, National Association v. Wlls Fargo Bank, 811
F.2d 1490, 1 USPQ2d 1813 (Fed. Cir. 1987).

Based on the dissimlarities of the appearance and
commerci al inpressions of the marks, and the unrel ated
nature of travel agency services and air transport
i nformation services, we cannot find on this record that
|'i kel i hood of confusion has been shown.

Turning next to the cited registered mark ATI
(Registration No. 2,112,289) for “cargo and chartered air
transportation,” clearly this nmark and applicant’s mark are
identical letter marks.

Wth regard to these services vis-a-vis applicant’s
services, the Exam ning Attorney contends that applicant’s

identification of services is unlimted as to the nature of

11
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the air travel information and thus it could include cargo
and chartered air transportation information; that neither
party’s channels of trade are specifically limted; and
that al though applicant’s database is |imted to being
offered only “on-line,” the registrant’s services are not
limted and thus could be offered on-line. Fromthis, the
Exam ni ng Attorney concludes that these services are
rel at ed.

Looki ng, as we nust, at the services as identified, we
cannot find on this record that the these services are
closely related, especially in |ight of applicant’s
evi dence indicating precisely what it does, which is offer
intelligence or information about the air transport
busi ness, whereas this cited registrant offers cargo and
chartered air transportation. A purchaser seeking to
charter airplanes for either passengers or freight is not
necessarily the sane as the purchaser seeking to obtain
information (via a conputer on-|ine database) about the air
transport industry. To the extent such purchasers may
overlap, they will exercise reasonable care in purchasing
either the chartered plane service or the infornmation about
the air transport industry. The fact that a party may
offer its services (or goods) for sale on-line does not

automatically nake all goods and services offered on-1line

12
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related in the context of the du Pont factors. Moreover,
as applicant points out, both the travel agency and the
cargo charter airline have co-existed for over ten years
apparently w thout confusion caused by the marks.

Based on the dissimlarities of cargo and air charter
services and air transport information services, as well as
the conditions of sale and the care of purchasers, we
cannot find on this record that |ikelihood of confusion has
been shown.

W point out that we have reached this decision
involving three cited registrations based on the ex parte
record herein. W express no view on what the Board m ght
find in the context of an inter partes proceeding with a
di fferent record.

Decision: The refusal to register under Section 2(d)

is reversed.
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