THIS DISPOSITION
03/09/01 IS NOT CITABLE AS PRECEDENT Paper GBI?V éﬁ
OF THE T.T.A.B. 9

UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re The Provi dent Bank
Serial No. 75/544,6 371

M chael A. Marrero of U ner & Berne LLP for The Provi dent Bank.

M chael W Baird, Trademark Exam ning Attorney, Law Ofice 109
(Ronal d R Sussman, Managi ng Attorney).

Bef ore Hohei n, Chapman and Wendel, Adm nistrative Tradenmark
Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

The Provident Bank has filed an application to register
the mark "PCFS FI NANCI AL SERVI CES" for "financial services;
nanely, direct lending to consuners, buying and selling consuner
loans fromthird parties and the follow ng services associ at ed
therewith: portfolio |ending, |oan processing and servicing, and
| oan funding."l':I

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U.S.C. 8§1052(d), on the ground that

applicant's mark, when applied to its services, so resenbles the

' Ser. No. 75/544,371, filed on March 11, 1999, which alleges a date of
first use anywhere of April 27, 1998 and a date of first use in
commerce of May 5, 1998. The words "FI NANCI AL SERVI CES" are

di scl ai ned
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mark "P PACI FI C COAST FI NANCI AL SECURI TI ES PCFS MEMBER NASD- SI PC'

and design, which is registered in the form shown bel ow

for "brokerage services for investors in the field of
securities,"EI as to be likely to cause confusion, m stake or
decepti on.

Applicant has appealed. Briefs have been filed, but an
oral hearing was not requested. W reverse the refusal to
regi ster.

Turning first to consideration of the respective
services, it is well settled that goods or services need not be
i dentical or even conpetitive in nature in order to support a
finding of likelihood of confusion. Instead, it is sufficient
that the goods or services are related in sonme nmanner and/or that
the circunstances surrounding their marketing are such that they
woul d be likely to be encountered by the same persons under
situations that would give rise, because of the marks enpl oyed in
connection therewith, to the m staken belief that they originate
fromor are in sone way associated with the sanme entity or

provider. See, e.qg., Mnsanto Co. v. Enviro-Chem Corp., 199 USPQ

z Reg. No. 1,867,198, issued on Decenber 13, 1994, which sets forth
dates of first use of August 1, 1993. The terns "NMEMBER NASD- S| PC'
and " FlI NANCI AL SECURI TI ES" are di scl ai ned.
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590, 595-96 (TTAB 1978) and In re International Tel ephone &
Tel egraph Corp., 197 USPQ 910, 911 (TTAB 1978).

In support of his position that applicant's and
registrant's services are so closely related that, if marketed
under the sane or simlar marks, confusion as to the source or
sponsorshi p of such services would be |ikely, the Exam ning
Attorney has made of record copies of 11 use-based third-party

regi strations of marks which are registered for "consuner

| endi ng, " "consuner |oans,"” "lending and | oan sal es" or "nortgage
| endi ng" services, on the one hand, and "securities brokerage" or
"investnment securities brokerage" services, on the other.

Al t hough admittedly not evidence that the different marks shown
therein are in use or that the public is famliar with them the
third-party registrations neverthel ess have sone probative val ue
to the extent that they serve to suggest that the services |isted
therein are of the kinds which may emanate from a single source.
See, e.qg., Inre Albert Trostel & Sons Co., 29 USPQ2d 1783, 1785-
86 (TTAB 1993) and In re Mucky Duck Mustard Co. Inc., 6 USPQRd
1467, 1470 at n. 6 (TTAB 1988).

In addition, the Exam ning Attorney has supported his
position with copi es of several excerpts froma search of the
"NEXI S" dat abase, the nost pertinent of which are reproduced
bel ow (enphasi s added):

"BankAt | anti c has boosted its direct

consuner and smal | business | oans,

residential lending, trade finance, ... l|oan

syndi cations and debit card distribution. At

the sane tinme, through its affiliates, it has
ventured into ... securities brokerage and
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commercial leasing." -- Mam Herald, July
22, 1999; and

"[ The] conbi ned conmpany wll ... offer
nuner ous product |ines including banking,
consuner lending." -- Denver Business
Journal, May 29, 1998.

The Exam ning Attorney has "al so included a nunber of printouts
of web pages, denonstrating that many securities brokerages offer
| endi ng services, and that many banks which offer |ending
services al so provide securities brokerage services." |ncluded
therewith is a printout fromapplicant's web site, which states
in particular that "Provident Bank sells and services consumner
and snmal | business deposits, |oans and investnent products”
(enmphasi s added).

W agree with the Exam ning Attorney that such evidence
is sufficient to establish that applicant's consuner |ending
services and registrant's securities brokerage services are so
closely related in a conmercial sense that, if offered under the
sanme or simlar marks, confusion as to the origin or affiliation
thereof would be likely to occur. Applicant, while arguing in
its main brief that the respective services "are not inexpensive

and are of the type purchased by sophisticated purchasers,” does
not take issue with the Exam ning Attorney's contention that such
services are closely related for purposes of assessing whet her
there is a likelihood of confusion. |In fact, as the Exam ning
Attorney points out, applicant has even conceded in its response
to the initial office action that, albeit under a different mark,

it "already offers services simlar to the services offered by

regi strant under Registrant's registered mark."
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Turning, therefore, to consideration of the marks at
i ssue, the Exam ning Attorney argues that confusion is likely
because applicant "has appropriated a significant portion of the
registrant's mark and nerely added generic wording of little or
no trademark significance."EI Specifically, while acknow edgi ng
that marks nust be considered in their entireties, the Exam ning
Attorney nmaintains that disclainmed matter "is typically |ess
significant or less domnant"” and that therefore:

The dom nant feature of Applicant's
mark is the acronym PCFS. This sanme acronym
appears in the registered mark. Applicant
argues that the Exam ning Attorney inproperly
determ ned that this acronymis [the]
dom nant feature of the registered mark, as
it appears in arelatively small font as
conpared to the rest of the mark, and
conprises a small fraction of the wording
present in the entire mark.

The Exam ning Attorney agrees that the
acronym as it appears in the registrant's
mark, is understated and conprises but a
smal | portion of the total wording. However,
it is by no neans insignificant. As
Applicant has noted, the acronym PCFS [in
registrant's mark] is clearly derived from
the registrant's nane, Pacific Coast
Fi nancial Securities. .... The registrant
is using the registered mark to educate the
rel evant consum ng public, indicating that

° Wiile, as the Examining Attorney notes, applicant also contends that
the acronym "PCFS" is relatively weak, and is entitled to only a
narrow scope of protection, because of the existence of several third-
party registrations applicant has nade of record for marks which
contain simlar acronyns, we concur with the Exam ning Attorney that,
"[a]t best, the evidence submtted by Applicant denonstrates that
simlar acronyns may coexist on the Register"” (enphasis in original).
However, as the Exam ning Attorney further points out, "[i]n no way
does the evidence denonstrate that the acronym PCFS is 'weak' or in
use by third parties." See, e.q., National Aeronautics and Space
Adm ni stration v. Record Chem cal Co. Inc., 185 USPQ 563, 567 (TTAB
1975). Accordingly, the third-party registrations presented by
applicant do not nerit a finding that the nmarks at issue herein are
not likely to cause confusion
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the acronym PCFS i s synonynous with [the]

rest of the wording in the mark. Through its
use of the acronym the registrant indicates
an unanbi guous intention to use the termas a
source identifier. Wile admttedly a snal
portion of the overall registered mark, the

over al |

comerci al inpression of the

registered mark is to equate PCFS with
PACI FI C COAST FI NANCI AL SECURI TI ES. The
acronymis therefore an inportant part of the
regi stered nmark.

Conversely, Applicant's mark nakes no
such effort to define the acronym |nstead,
it is coupled with generic wording of little
or no trademark significance. Wen
confronted with the two marks, a potenti al
consuner is likely to believe the foll ow ng:
1) PCFS stands for "Pacific Coast Financi al
Securities (correct); and 2) PCFS FlI NANCI AL
SERVI CES are financial services offered by
PCFS, or Pacific Coast Financial Securities
(incorrect).

In view thereof,

and inasnuch as "both Applicant's nmark and the

registrant's mark contain the acronym PCFS and have the sane

comerci al inpression

t he Exam ning Attorney concl udes that

confusion is likely.

Applicant, on the other hand, insists that, when

considered in their entireties, the respective nmarks engender

different commercial inpressions. |In particular, applicant

contends that:

[ T]he prior mark is not sinply PCFS but

r at her

P PACI FI C COAST FI NANCI AL SECURI TI ES

PCFS MEMBER NASD- SI PC and design. .... PCFS
is but a small part of the registrant's mark

and not hing nore than an abbreviation of the

regi strant's corporate nane, Pacific Coast

Fi nanci al Securities, Inc. Thus, PCFS is not
the dom nant portion of the entire mark.

Furthernore, the registrant uses a |l arge

upper

case "P" in connection with its mark
The "P" portion of the registrant's

mark finds no counterpoint in appellant's
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mar k. The exam ning attorney appears to have
ignored this large "P'" and its visual

prom nence in the acconpanyi ng desi gn when
considering the Iikelihood of confusion

bet ween the regi stered mark and PCFS

FI NANCI AL SERVI CES.

The exam ning attorney had no evidence
... that the registrant has been known by the
desi gnation "PCFS" instead of "Pacific Coast
Fi nanci al Securities,” or that "PCFS' creates
a commercial inpression separate and apart
fromthe features of the mark P PACI FI C COAST
FI NANCI AL SECURI TI ES PCFS MEMBER NASE- SI PC
and design. Instead, the exam ning attorney
has m ssed the point that appellant's mark
and the prior mark are to be conpared in
their entireties.

In short, both the letter "P," ... as

visual |y depicted, and the words PACI FIC

COAST FI NANCI AL SECURI TI ES, shoul d be treated

as the dom nant features of the registrant's

mark. The exam ning attorney therefore

shoul d have given those features greater

force and effect than the abbreviation "PCFS"

when judging the |ikelihood of confusion

bet ween appellant's mark and the registered

mar k.

Initially, it should be noted that this appeal does not
present a situation in which the marks at issue are essentially
arbitrary arrangenents of letters and would be so regarded by
purchasers as such. See, e.qg., ECI Division of E-Systens, Inc.
v. Environnental Conmunications Inc., 207 USPQ 443, 450-51 (TTAB
1980); Autac Inc. v. Viking Industries, Inc., 199 USPQ 367, 368
(TTAB 1978); and Aerojet-Ceneral Corp. v. Conputer Learning &
Systens Corp., 170 USPQ 358, 362 (TTAB 1971). The facts of this
appeal, instead, seem nore anal ogous to those cases in which the
| etter conbinations featured in the particul ar marks woul d nopst
| i kely be viewed as acronyns for the corporate nanmes from which

such marks were derived rather than an arbitrarily arranged
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series of letters. See, e.qg., Hewett-Packard Co. v. Hunan
Perf ormance Measurenent Inc., 23 USPQ2d 1390, 1396 (TTAB 1991);
SSP Industries v. Solid State Products, Inc., 184 USPQ 628, 633
(TTAB 1974); and Sales Analysis Institute, Inc. v. Sales
Training, Inc., 181 USPQ 341, 346 (TTAB 1973).

Wth the foregoing in mnd, we are constrained to agree
wi th applicant that, when the respective marks are considered in
their entireties, including any disclained matter, applicant's
mar k does not so resenble registrant's mark that confusion is
likely. Cearly, in terns of connotation, the letters "PCFS" in
registrant's nmark, to the extent that they may be noticed by
purchasers and potential consunmers of registrant's securities
br oker age services, are an acronym for the nane "PACH FI C COAST
FI NANCI AL SECURI TI ES" in such mark. However, as to applicant's
mark, while it is apparent fromthe copyright notice appearing on
t he specinens of use in the application and the references in the
printout of record fromapplicant's web site that the letters
"PCFS" in applicant's mark conprise an acronym or abbreviation
for its "Provident Consuner Financial Services," there concededly
is nothing in the mark itself which would so indicate such fact
to custoners for applicant's consuner | oan services. Thus,
custoners woul d not necessarily be aware of the derivation of the
letters "PCFS" in applicant's mark and such letters admttedly
coul d be regarded as standing for the name "Pacific Coast
Fi nanci al Securities"” to consunmers famliar with registrant's

mar k.
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However, despite this possibility of a shared identity
in connotation, the respective nmarks overall are substantially
different in sound and appearance, particularly since the acronym
"PCFS" in registrant's mark is in such tiny lettering, like the
ot her words in the design or seal surrounding the prom nent
letter "P," as to be relegated to an al nost inperceptible term
especially in relation to the nuch larger display of the words
"PACI FI C COAST FI NANCI AL SECURITIES." In light thereof, we
di sagree with the Exam ning Attorney's assertion that the acronym
"PCFS," which is plainly derived fromthe name fornmed by the
dom nant words "PACI FI C COAST FI NANCI AL SECURITIES, " "is by no
means insignificant,” particularly since the Exanm ning Attorney
"agrees that the acronym as it appears in the registrant's nark,
i s understated and conprises but a snmall portion of the total
wor di ng. "

In short, we find that any possible identity in
connotation inparted by the "PCFS" acronymin the respective
marks i s sinply outwei ghed by the substantial differences in
sound and appearance |lent to the marks by the other elenents
thereof. Custoners for registrant's securities brokerage
services would nost |ikely pronounce and viewits mark as if it
were "P PACI FI C COAST FI NANCI AL SECURI TI ES, " since such ternmns,
along with the seal design surrounding the promnent letter "P,"
are the dom nant source-signifying elenents of registrant's nmark
Custoners would regard the subordinate term"PCFS" in
registrant's mark, if it were noticed at all, as just an acronym

for the prom nently displayed nanme "PACI FI C COAST FI NANCI AL
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SECURI TIES." By contrast, custoners for applicant's consuner

| oan services would tend to see the letters "PCFS' as the source-

i ndi cative el enent of applicant's "PCFS FI NANCI AL SERVI CES" nar k.
Overal |, and further considering that consuner | oan

services and securities brokerage services are relatively

sophi sticated financial transactions which generally are not

i mpul sively purchased but rather are typically bought, given the

anounts of noney being placed at risk, with at | east sonme degree

of care if not a high level of discrimnation, we find on this

record that contenporaneous use by applicant of the mark "PCFS

FI NANCI AL SERVI CES" is not likely to cause confusion with

registrant's use of the mark "P PACI FI C COAST FI NANCI AL

SECURI TI ES PCFS MEMBER NASD- SPI C' and desi gn marKk.

Deci sion: The refusal under Section 2(d) is reversed.
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