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In re Nice N Easy G ocery Shoppes, Inc.
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Laurence P. Trapani of Trapani & Molldremfor Nice N Easy
Grocery Shoppes, Inc.
Craig D. Taylor, Mnaging Attorney, Law Ofice 111.
Before Ci ssel, Seeherman and Hanak, Adm nistrative
Trademar k Judges.
Qpi nion by Cissel, Adm nistrative Trademark Judge:

On May 29, 1998, applicant filed the above-identified
application to register the mark “MAMA M A S CLASSI C Pl ZZA’
on the Principal Register for “restaurant services,” in
Class 42. The application was based on applicant’s claim
of use of the mark since February 9, 1998, and use of it in
interstate commerce since April 1, 1998.

The Exami ning Attorney refused registration under

Section 2(d) of the Lanham Act on the ground that

applicant’s mark, when used in connection wth restaurant
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services, so resenbles four registered trademarks that
confusion is likely. Each registration is owed by a
different entity. The four cited registered narks are

shown bel ow.

for "restaurant services'd "MAMA MA " for "Italian

bread"a

for "cheese, nanely ricotta, nozzarella and grated Parnesan

! Registration No. 1,321,346, issued on the Principal Register to
Mana M a! Pasta, an Illinois corporation, on February 19, 1985.
Conbi ned affidavit under Sections 8 and 15 of the Lanham Act
accepted and acknow edged.

2 Regi stration No. 1,376,575, issued on the Principal Register to
My Bread and Baki ng Co. on Decenber 24, 1985. Conbined affidavit
under Sections 8 and 15 of the Lanham Act accepted and

acknow edged.
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cheeses"*[] and

for "pizza."EI

In addition to the refusal to regi ster under Section
2(d) of the Lanham Act, the Examining Attorney required a
di sclaimer of the term"CLASSIC Pl ZZA’ apart fromthe mark
as shown.

Responsive to the first Ofice Action, applicant
amended the recitation of services to state them as
“restaurant carry-out services” and proffered the requested
disclaimer. Applicant also argued that there is no
| i kel i hood of confusion with any of the regi stered nmarks
cited as bars to registration under Section 2(d) of the
Act. CitingInre E I. du Pont de Nemours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973), applicant argued that a key
factor in determ ning whether there is a |ikelihood of

confusi on between marks is the nunmber and nature of siml ar

3 Registration No. 1,393,405, issued on the Principal Register to
Eastern States Marketing Inc. on May 13, 1986. Conbi ned affidavit
under Sections 8 and 15 of the Lanham Act accepted and

acknow edged.

4 Regi stration No. 1,625, 073, issued on the Principal Register
to Pasqual e Food Conpany, Inc. on Novenber 27, 1990. Affidavit
under Section 8 of the Lanham Act accepted.
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marks in use on simlar goods, and that in the case at

hand, w despread use of “MAMA M A’ or its equival ent by
third-party food and restaurant businesses, conbined with
di fferences between applicant’s mark and the cited

regi stered marks and the goods and services with which they
are used, conbine to create situations wherein confusion is
not |ikely.

Subm tted in support of applicant’s argunents was a
copy of a common | aw busi ness nane search report. The
report lists over 300 conpany nanes, 220 of which contain
either “MAVA M A" or “MAMVA M A’ for various restaurants,
grocers and ot her businesses providing food products. Also
submtted were the results of a search of a conputerized
advertising directory database. That search reveal ed nore
t han 90 busi ness nanes containing the wording “MAMA M A,”
nost of which were used in connection with restaurants,
pi zza and pizzerias. Applicant pointed out that this
search showed that in the Chicago area, eight business
names i ncorporate “MAMA M A, " only one of which appears to
belong to the owner of the cited registered mark “NMAVA M Al
PASTA” and design, (Registration No. 1,321, 346).

Applicant contended that this evidence of w despread
third-party use of “MAMA M A’ by food-rel ated businesses is

conpet ent evidence to suggest that purchasers of these
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goods and services have been conditioned to | ook to the

ot her elenments of such marks as a neans of distinguishing

t he source of the goods or services with which they are
used. Applicant cited In re Broadway Chicken Inc., 38
USPQ2d 1559 (TTAB 1996), wherein the refusal to register
“BROADVWAY CHI CKEN’ based on two registrations, one for
“BROADWAY Pl ZZA’ and the other for “BROADWAY BAR & Pl ZZA,”
was reversed by the Board in view of evidence of w despread
third-party use of the term “BROADWAY” in connection with
food establishments. Applicant argued that in the case at
hand, substantial third-party use of “MAMA MA” in the food
field and differences between applicant’s mark and the
cited registered marks, as well as differences between the
goods and services with which these narks are used, nandate
a finding that confusion is not |ikely.

The Exam ning Attorney was not persuaded by
applicant’s argunents, and the refusal to register under
Section 2(d) of the Lanham Act was nmade final in the second
O fice Action.

Applicant tinmely filed a Notice of Appeal and a
Request For Reconsideration, attached to which were copies
of the cited registrations. 1In them “MAMA MA’ or its
equivalent is translated as “My Mther,” “My Monmma,” *“Dear

Me” or “My Goodness.” Applicant argued that these



Ser No. 75/492,944

connotations are laudatory in nature, suggesting that the
goods are as good those which a nother would nmake, or are
so good that they warrant an exclamation. Applicant again
drew di stinctions between its mark and each of the cited
regi stered marks, as well as distinctions between the goods
and services with which these marks are used.

The Board instituted the appeal, but suspended action
on it and remanded the application to the Exam ning
Attorney for consideration of the Request for
Reconsi deration. He was not persuaded to wi thdraw the
refusal, so action on the appeal was resuned. Applicant
then submtted its brief on appeal, the Exam ning Attorney
submtted his appeal brief, and applicant filed a brief in
reply. Applicant did not request an oral hearing before
t he Board.

Based on careful consideration of the record before us
in this appeal as well as the argunents of applicant and
t he Exam ning Attorney, we reverse the refusals to
register. In view of the evidence of substantial use by
third parties of “MAMA M A,” differences between
applicant’s mark and the cited regi stered marks and
di stinctions anong the goods and services which are
specified in the application and the registrations,

respectively, we find that confusion is not |ikely.
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The sinple fact that all four of the cited registered
mar ks, each of which consists of or incorporates “MAVA M A’
or its equivalent, have been registered to four different
entities is an indication that this termis weak in source-
identifying significance in the field of food products and
services. Just as distinctions between these four marks
and the goods or services with which they are used
permtted i ssuance of these registrations w thout running
af oul of Section 2(d) of the Act, simlar distinctions
allow registration of applicant’s nark.

The mark in Registration No. 1,625,073, as noted
above, conbines “Mama-M a’'s Kitchen” with an illustration
of a woman. The goods listed in the registration are
“pizza.” This mark, considered in its entirety, is
different in appearance, pronunciation and connotation from
the mark applicant seeks to register, “MAMA MA' S CLASSI C
Pl ZZA.” The conmerci al inpressions generated by these
marks are different. G ven the weakness of “MAMA M A’ in
connection wth food products and services that the record
est abl i shes, the design conponents and the word “Kitchen”
inthis registered mark distinguish it fromapplicant’s
mar k, whi ch has no design and i ncorporates the term

“CLASSI C PI ZZA,” but not “Kitchen.”
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The mark in cited Registration No. 1,393,405 conbi nes
“MAVMA M A" wth a design showing a womran with a spoon in
her hand, feeding her child froma bow, franed by a vine
or |eaf design. The goods are listed in the registration
as ricotta, nozzarella and Parnesan cheeses. Again, in
view of the denonstrated weakness of the conmon el enent in
both applicant’s mark and this registered mark, “MAVA MA,”~
the differences in comercial inpression between the nmarks
intheir entireties and between the goods set forth in the
registration and the services identified in the application
are sufficient to make confusion unlikely.

“MAVMA M A” by itself is the mark in Registration No.
1,376,575, and the goods are identified therein as “ltalian
bread.” In view of the above-referenced weakness of *MAMA
M A" in connection with food and food services, the
conbi nation of the differences in the marks and the
goods/services in the cited registration and applicant’s
application are sufficient to preclude confusion.

The mark in Registration No. 1,321, 346 conbi nes “Manma
Ma!” on one line, “Pasta” on the line below, and a
rectangul ar design featuring diagonal parallel lines within
a rectangular frame. The services are listed in the
registration as “restaurant services.” Although

applicant’s services, as identified in the amended
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application, are enconpassed within the recitation of
services in this registration, this registered mark
presents “Mama M a!” in the context of an exclanmatory
expression, rather than in the possessive form *“MAMA
MAS (MY MOTHER' S) in which it appears as part of
applicant’s mark. In view of the substantial third-party
use of “MAMA M A, " the differences in the marks,
particularly in terns of connotation, are sufficient to
make confusion unlikely.

In summary, in view of the evidence of substanti al
third-party use of nanes and marks in the food field
consisting of or incorporating “MAMA M A " the differences
bet ween applicant’s mark and the regi stered marks and
differences in the goods and services set forth in the
application and the registrations |ead us to the concl usion
that confusion is not likely.

Deci sion: The refusal to register under Section 2(d)

t he Lanham Act is reversed.



