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Bef ore Simms, Chapman and Bucher, Adm nistrative Trademark
Judges.

Qpi ni on by Bucher, Adm nistrative Trademark Judge:

An application has been filed by |Innoventor
Engineering, Inc. to register the mark | NNOVENTOR
ENG NEERI NG for use in connection with services which were
subsequently identified as the “custom manufacture of
el ectrical and nechani cal equipnment for others,” in

International Cass 40, and for the “design and anal ysis of
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el ectrical and nechani cal equipnment for others,” in
I nternational C ass 42.|':|

Regi strati on has been refused under Section 2(d) of
the Trademark Act, 15 U.S.C. 81052(d), on the ground that
applicant’s mark, when applied to the identified services,

so resenbl es the mark | NNOVENTI ON and desi gn, shown bel ow,

IMNO\Q/EMTION

for “providing product design services for others,” also in
I nternational C ass 42,E]as to be likely to cause confusion,
or to cause m stake, or to deceive.

When the refusal was made final, applicant filed this
appeal . Applicant and the Trademark Exam ning Attorney
have each filed a main brief. Applicant did not request an
oral hearing.

W affirmthe refusal to register in part and reverse
the refusal to register in part.

Qur determ nation under Section 2(d) is based upon an
anal ysis of all of the probative facts in evidence that are

relevant to the factors bearing on the issue of I|ikelihood

! Serial No. 75/476,534 filed on April 29, 1998. The
application is based upon an asserted date of first use of
Decenber 1994 and date of first use in comerce of January 1996
as to the services in both cl asses.

2 Reg. No. 1,235,486 issued on April 19, 1983; 88 affidavit
accepted and 815 affidavit acknow edged.



Serial No. 75/476,534

of confusion. See Inre E._

du Pont de Nenours and Co.,

476 F.2d 1357, 177 USPQ 563 (CCPA 1973). Upon careful
consi deration of the evidence of record pertaining to these
factors, we find as follows.

We turn first to the issue of whether applicant’s
mar k, | NNOVENTOR ENGA NEERI NG, and the cited registered
mar k, |1 NNOVENTI ON and design, when viewed in their
entireties, are simlar in terns of appearance, sound,
connotation and commercial inpression. The test is not
whet her the marks can be distingui shed when subjected to a
si de- by-si de conpari son, but rather whether the marks are
sufficiently simlar in terns of their overall conmmerci al
i npressions that confusion as to the source of the services
of fered under the respective marks is likely to result.
The focus is on the recollection of the average purchaser,
who normal ly retains a general rather than a specific

i npression of trademarks. See Sealed Air Corp. v. Scott

Paper Co., 190 USPQ 106 (TTAB 1975).

As applicant argues, the marks at issue nust be
considered in their entireties. However, it is well
settled that one feature of a mark may be nore significant
than another, and it is not inproper to give nore weight to

this dom nant feature in determning the comerci al



Serial No. 75/476,534

impression created by the mark. See In re National Data

Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. Cir. 1985).

In this case, we find that the dom nant feature of
applicant’s mark is the coined word I NNOVENTOR. Simlarly,
the dom nant source-indicating matter in the registered
mark is the coined word I NNOVENTION. While not explored in
depth by the Trademark Exami ning Attorney or the applicant,
applicant’s mark seens to be a conbination of the first two
syl l abl es of the root word “innovate” plus the final two
syl l ables of the word “inventor.” Simlarly, registrant’s
mar ks woul d appear to be a conbination of the first two
syl l ables of the root word “innovate” plus the final two
syl l ables of the word “invention.” The other wording in
applicant’s mark, i.e., ENG NEERI NG, conprises generic
matter that has been disclainmed by applicant.

Appl i cant argues that the word | NNOVENTOR, when
conbi ned with the word ENG NEERI NG, creates the conmerci al
i npression of an engi neering business that invents
i nnovative products, as contrasted wth the word
| NNOVENTI ON al one, whi ch applicant argues does not connote
engi neering capabilities. The Board disagrees. This
generic designation for an engineering firmcontributes
very little to the comrercial inpression created by

applicant’s mark. Accordingly, any dissimlarity in the
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marks that mght result fromapplicant’s use of this
generic wording is greatly outwei ghed by the marks’ basic
simlarity, i.e., their simlar use of the coined terns

| NNOVENTOR and | NNOVENTI ON.

Applicant al so argues that “[registrant’s conpass]
design creates the inpression of a drafting business that
does not actively invent products but rather serves as a
design drafting agent for others.” Wile the letter “V' in
the regi stered mark does i ndeed appear to be a conpass used
for drawing circles and arcs, this device appears to be a
synbol equally appropriate for product design as it would
be for nere drafting. Furthernore, where the design inmage
is highly suggestive and incorporated in such an integral
way with the word mark, it is not sonething custoners or
potential customers would be able readily to articulate in
calling for the service.

In short, when we consider the marks in their
entireties, we find themto be simlar rather than
dissimlar. This simlarity of the marks wei ghs in favor
of a finding of Iikelihood of confusion in this case.

W turn next to the simlarity in the services. The
original recital in this application read as foll ows:
“Design, analysis, manufacture, and mai ntenance of

el ectrical and nmechani cal equipnment for others.” In
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response to the first Ofice action, applicant narrowed its
recital by elimnating the maintenance function and anmended
to a two-class application for the manufacturing services
in International Cass 40 and the design and anal ysi s
services in International C ass 42.

In her final refusal, the Trademark Exam ni ng Attorney
takes the follow ng position:

The applicant has applied for the mark for
use wth design and analysis of electrical
and nmechani cal equi pment for others. The
registrant’s mark is used in conjunction
wi th product design services. The
applicant’s services are identical to the
services registrant provides...

W agree with the position of the Trademark Exam ning
Attorney that registrant’s broad recital of “product design
services” nust be read as including applicant’s nore
specific services involving the design of “electrical and
mechani cal equi pnment.” Accordingly, as to applicant’s
design services in International Cass 42, this factor also
wei ghs in favor of a finding of |ikelihood of confusion.
Taken in conjunction with our discussion of the simlarity
of the respective marks, we affirmthe refusal to register
as to applicant’s services in International C ass 42.

However, inasnmuch as this is a conbined class

application, also including applicant’s custom

manuf acturing services in International Cass 40, the
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position of the Trademark Exam ning Attorney is |less clear
fromthis record. In the section of her brief discussing
the simlarity of the services, the “custom manufacturing”
services are |listed, but the file contains no evidence or
cl ear argunent about the rel atedness of registrant’s design
services and applicant’s manufacturing services.
Accordingly, on this record, we nust take the position that
t hese services are not necessarily closely related and
reverse the refusal as to applicant’s manufacturing
services in International C ass 40.

As is often the case, the two key consi derations
affecting our analysis of likelihood of confusion, based
upon the instant record, are the simlarities between the

mar ks and the rel atedness of the services. Federated Food,

Inc. v. Fort Howard Paper Co., 554 F.2d 1098, 192 USPQ 24,

29 (CCPA 1976). However, in cases having service recitals
such as the present one, we are often faced with evidence
and argunentation as to the sophistication of the
purchasers. Because the instant record is devoid of such
advocacy, we can only speculate as to the outcone if
addi tional du Pont factors such as the sophistication of
applicant’s purchasers had been explored in greater depth.
Decision: The refusal to register is affirmed as to

the services in International C ass 42 but reversed as to
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the services in International C ass 40. Accordingly, this
application should proceed to publication in International
Class 40 only, nanely as to the “custom nmanufacture of

el ectrical and nechani cal equi pnment for others.”



