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Qpi ni on by Seeherman, Adm nistrative Tradenmark Judge:

M dwest Wrel ess Communi cations, L.L.C has appeal ed
fromthe final refusal of the Trademark Exam ning Attorney
to register CLEARLY DG TAL, with the word DI G TAL
di sclainmed, as a mark for tel ephone communication services
for voice and dat a.E| Regi strati on has been refused pursuant

to Section 2(d) of the Trademark Act, 15 U. S.C. 1052(d), on

! Application Serial No. 75/466,859, filed April 13, 1998, based
on an asserted bona fide intention to use the mark in conmerce.
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the ground of |ikelihood of confusion with the nmark CLEARLY
DDA TAL (with the word DI A TAL disclainmed), registered for
the foll ow ng goods:

audi o consol es conprising audi o m xi ng

devices for nultiple audio sources and

processors; broadcast studio

wor kst ations conprising conputer

har dwar e and operating software for

broadcast information; AM FM and TV

transmtters; radio and tel evision

exciters; and satellite earth stations

conprisin% digital encoders and

decoders.

The appeal has been fully briefed.E] An oral hearing
was not requested.

In determ ning whether there is a likelihood of
confusi on between two marks, we nust consider all relevant
factors as set forth inIn re E 1. du Pont de Nenours &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any

| i kel i hood of confusion analysis under Section 2(d), two of

the nost inportant considerations are the simlarities or

Regi stration No. 2,103,879, issued Cctober 7, 1997.

Wth its reply brief applicant has submitted several decisions
of the Board which are marked “Not Ci table as Precedent,” and
asked us to consider themas precedent, relying on a decision by
the 8" Circuit in Anastasoff v. United States, --F.3d —(8th Gr.
2000). In view of the fact that the Court of Appeals for the
Federal CGircuit, our principal reviewi ng court, continues to mark
deci sions “not citable as precedent,” we decline to depart from
the practice set forth in General MIIs Inc. v. Health Valley
Foods, 24 USP@d 1270, 1275, n. 9 (TTAB 1992). W would al so
poi nt out that the principles enunciated in the cases applicant
has submtted have al so been stated in “published” decisions of

t he Board.

3



Ser. No. 75/466, 859

dissimlarities between the marks and the simlarities or
dissimlarities between the goods. Federated Foods, Inc.
v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29
( CCPA 1976) .

Turning first to the goods, the Exam ning Attorney has
correctly noted that, in order to support a holding of
| i kel i hood of confusion, it is not necessary that the goods
or services of the parties be simlar or conpetitive. See
In re International Tel ephone & Tel egraph Corp., 197 USPQ
910 (TTAB 1978). However, it nust be denonstrated that the
goods or services are related in sone manner.

In this case, it appears that the basis for the
Exam ning Attorney’s assertion that applicant’s services
and the registrant’s goods are related is that they both
“relate to the comruni cations industry.” Brief, p. 6. It
is well established, however, that it is not sufficient
nerely to find one termthat may generically describe the
goods and services. See CGeneral Electric Conpany v. G aham
Magneti cs | ncorporated, 197 USPQ 690 (TTAB 1977); Harvey
Hubbel I 1 ncorporated v. Tokyo Seimtsu Co., Ltd., 188 USPQ
517 (TTAB 1975). The Examining Attorney al so asserts that
the “satellite earth stations conprising digital encoders

and decoders” listed in the registration could be used to
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provi de the tel ephone comuni cations services identified in
t he application.

It is clear fromthe registrant’s identification that
its goods are used by radio and tel evision broadcasting
studios and the like. Cearly these are expensive products
whi ch are bought by sophisticated and know edgeabl e
purchasers in those fields. They are not inpulse
purchases, but will be made with a great deal of care.
Applicant’s services, on the other hand, are tel ephone
comuni cations which are directed to the public at |arge.
Applicant has explained that it is a regional
t el ecomruni cati ons conpany whi ch provides
t el econmuni cati ons services to individuals and busi nesses,
and CLEARLY DI G TAL has been adopted as a mark for one of
t he conmuni cati ons packages it offers.

As far as we can tell fromthis record, the only
consuners who might encounter both the registrant’s mark
for its goods and applicant’s mark for its services are
peopl e in the broadcast industry or, perhaps, in the case
of registrant’s satellite earth stations, those in the
t el econmuni cations industry. However, those purchasers
wi |l be highly know edgeabl e and sophi sti cat ed.

Such purchasers are not likely to assune that

t el ephone communi cations services and the equi pnment which



Ser. No. 75/466, 859

isidentified in the registrant’s registration emanate from
the sanme source nerely because the sanme mark CLEARLY
DIGA TAL is used for both. Although there is no evidence of
third-party use or registration of this mark, it is
certainly highly suggestive for both applicant’s services
and registrant’s goods. The word DI A TAL has been
disclaimed in both marks, thus indicating its descriptive
significance, while the word CLEARLY has an obvi ous
| audat ory suggestiveness. Because of this, sophisticated
consuners are not likely to assune that all goods and
services, however tangentially related to the
comuni cations field, emanate fromthe sane source sinply
because they are offered under the sane word mark. In this
connection, we note that the Exam ning Attorney has
provi ded no evidence, such as third-party registrations, to
i ndi cate that conpanies which offer tel ephone
conmmuni cations services also sell satellite earth stations,
TV transmtters, and the |ike.

Accordingly, in view of the differences in the
servi ces and goods, the sophistication of the common cl ass
of purchasers, the care with which purchases are nmade, and
t he weakness of the cited mark, we find, on this record,

that the Exam ning Attorney has failed to prove that
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applicant’s mark, if used for its services, wuld be likely
to cause confusion with the cited registration.

Decision: The refusal of registration is reversed.



