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Bef or e Hohei n, Chapman and Wendel, Adm ni strative Trademark
Judges.
Qpi ni on by Wendel, Adm nistrative Trademark Judge:

Fruit of the Earth, Inc. has filed an application to
regi ster the mark MACRO EMJLSI ON for “cosnetics, skin and
hair care products and bath and bat hi ng products, sun care
products, nanely, skin lotions, skin creans, after bath
| oti ons, bath gels, shanmpoos, sun bl ock preparations, sun

i

screen preparations and sun tanning preparations.”

! Serial No. 75/443,473, filed March 3, 1998, based on an
all egation of a bona fide intention to use the mark in commerce.
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Regi stration of the mark has been finally refused
under Section 2(e)(1l) of the Trademark Act on the ground of
bei ng nerely descriptive, and under Section 2(d) of the
Trademark Act on the ground of |ikelihood of confusion with
the mark M N - EMJULSION, which is registered for “cosnetics
for hair use — nanely, hair sprays, conditioners, |otions,
creans and sharrpoos.”EI

The refusal s have been appeal ed and applicant and the
Exam ning Attorney have filed briefs. An oral hearing was

not requested.

Section 2(e)(1) Refusal

The Exam ning Attorney maintains that MACRO EMIULSI ON
is merely descriptive of a feature of applicant’s cosnetic
products, nanely, that these products contain “nacro
enul sions.” To support her argunent that the term
“emul sion” is widely used in the cosnetic industry, the
Exam ni ng Attorney has made of record excerpts from NEXI S
articles, of which the following are representative:

Since skin creans are enul sions, that is fornul ations

conprising oil and water, one way of overcomng this

probl em has been to find a way of separating off the

Vitamn C. ..
Beauty Counter (April 1998);

2 Regi stration No. 1,262,136, issued under Section 2(f) on
Decenber 27, 1983, Section 8 and 15 affidavits accepted and
acknow edged, respectively.
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share one of castor oil’s principle benefits,
m | dness, whi ch suggests appellation as primry
enul sifiers in a broad range of cosnetic emnul sions.
Manuf acturing Chem st (March 1998); and

Today’ s cosnetic enul sions are not sinply m xtures of
oil, water and enulsifier; they also contain a nunber
of active ingredients functioning to aneliorate the
condition of the skin ..

The objective of this work was to study the influence
of emul sion type and structure on the penetration of
vitam ns as cosnetic active ingredients. An enulsion
of the wo type and two different o/w emul sions are
conpared with an oil solution as a standard.

Cosnetic and Toiletries (Decenber 1997).

To denonstrate use in the industry of the term *“nmacro”
in conbination with “emul sion”, as one type of emulsion,
she has submtted the foll ow ng excerpts:
The conpany offers a wi de choice of silicone emnulsions
ranging frommcro, or clear emulsions to macro, |arge
particle size high deposition rate emnul sions.
I nside Cosnetics (February 1998); and
Emul si on technol ogy was reviewed within sone excell ent
papers. Moddern Emul sion Systens; Mcro-, Mcro-,
Mul tiple and Water free were described by ...
Droplet size distribution was of particul ar interest
to the author who, in the case of nacro-enul sions,
di scovered rel ati onshi ps between this and the
enul sification work ...
I nsi de Cosnetics (May 1997).
Based on this evidence, the Exam ning Attorney argues that
MACRO EMULSION is nerely descriptive of cosnmetic products
contai ning or consisting of emulsions of this nature.

Applicant insists that the term“enulsion” is a

technical termused primarily in the chem cal arts, and
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woul d not be understood for its technical neaning by the
average consuner of cosnetic products. Applicant argues
that in order to conprehend the descriptive nature of the
term“enul sion,” a consuner would have to have an
under st andi ng of chem stry. Because this is not true of
the ordi nary consuner, according to applicant, MACRO
EMULSI ON woul d sinply “conjure up a favorabl e inpression of
the efficacy of Applicant’s goods” and, as such, be nerely
suggestive of the nature of the goods. Even if w dely used
in the industry, applicant nmaintains that consuners woul d
not understand the descriptive significance of the termas
applied to applicant’s goods.

A termor phrase is nerely descriptive within the
meani ng of Section 2(e)(1) if it imedi ately conveys
i nformation about a significant characteristic or feature
of the goods or services with which it is being used, or is
intended to be used. See In re Abcor Devel opnent Corp.,
588 F.2d 811, 200 USPQ 215 (CCPA 1978). Wether or not a
particular termor phrase is nerely descriptive is
determ ned not in the abstract, but rather in relation to
t he goods or services for which registration is sought, the
context in which the designation is being or is to be used,
and the significance the designation is likely to have to

t he average purchaser as he or she encounters the goods or
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servi ces bearing the designation, because of the manner in
which it is used. See Inre Bright-Crest, Ltd., 204 USPQ
591 (TTAB 1979). It is not necessary that the termor
phrase describe all the characteristics or features of the
goods or services in order to be nerely descriptive; it is
sufficient if the termor phrase describes one significant
attribute thereof. See In re Pennzoil Products Co., 20
UsP2d 1753 (TTAB 1991).

W find the evidence provided by the Exam ning
Attorney adequate to establish the wi despread use in the
cosnetic industry of the term“enul sion” as a conponent or
type of formulation used in the manufacture of cosnetic
products simlar to those of applicant. |If there were any
doubt in our mnds, this is resolved by |ooking to the
followi ng dictionary definition, of which we take judicial
noti ce:

emul sion 1. Physical Chem any colloidal suspension
of aliquid in another liquid. 2. such a
suspensi on used in cosnetics.
Random House Dictionary of the English
Language (2d ed. 1987).

The nodi fier “macro” has been shown to describe a
particul ar type of such an enul sion, nanely, one of a
| arger particle size. Even if ordinary consunmers nay not

be famliar with the neaning of these terns or their

relation to cosnetic preparations, conpetitors in the
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cosnetic industry would clearly be aware of their

descriptive significance. Applicant has admtted as nuch.
The ternms “enul sion” and “macro emnul si on” havi ng been

shown to be ternms of art in the cosnetic industry, we are

convinced the terns should be available to the entire

i ndustry for descriptive use. As we recently stated in In

re Styleclick.comlnc, 57 USPQ2d 1445, 1448 (TTAB 2000)
[t]he intent of Section 2(e)(1l) is to protect the
conpetitive needs of others, that is, “descriptive
words nust be left free for public use.” 1In re
Col onial Stores, Inc., 394 F.2d 549, 157 USPQ 382, 383
(CCPA 1986). As the Internet continues to grow,
nerely descriptive “e-” prefix ternms for Internet-

rel ated goods and/or services nust be kept avail able
for conpetitive use by others.

In simlar manner, descriptive ternms or terns of art used
within the cosnetic industry nmust be left free for use by
applicant’s conpetitors. This holds true whether or not

t he average purchaser of the cosnetic products would
conprehend the descriptive significance of the words. The
designation “macro emulsion” falls wthin this category and
thus is properly refused registration under the provisions

of Section 2(e)(1).l3—-I

® W note that the mark cited in the Section 2(d) refusal, MNI -
EMULSI ON, was only registered after proof of acquired
di stinctiveness under the provisions of Section 2(f).
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Section 2(d) Refusal

Qur determ nation of |ikelihood of confusion is made
on the basis of those of the du Pontm'factors whi ch are
rel evant in view of the evidence of record. Two key
considerations in any likelihood of confusion analysis are
the simlarity or dissimlarity of the respective marks and
the simlarity or dissimlarity of the goods or services
with which the marks are being used. See Federated Foods,
Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24
(CCPA 1976); In re Azteca Restaurant Enterprises, Inc., 50
UsP@d 1209 (TTAB 1999).

Looking first to the respective goods, we note that
applicant's goods include the hair care products and,
specifically, the shanpoos of registrant. The renaining
cosnetic products of applicant are |ikew se personal care
products. Thus, for purposes of Section 2(d), the
respective goods are identical in part and ot herw se
closely related. Applicant has in fact acknow edged the
“simlarity between the goods.” (Brief, p. 6).

Furt hernore, because there are no limtations in
either the application or registration as to any particul ar

channel s of trade or types of purchaser, it is presuned

“Inre El. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ
563 ( CCPA 1973).
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that the respective goods would travel in the sane channel s
of trade to the sane class of custoners. See Canadi an

| mperial Bank of Conmerce National Association v. Wlls
Fargo Bank, 811 F.2d 1490, 1 USPQRd (Fed. Cir. 1987). The
goods are also relatively inexpensive itens which would be
purchased wi t hout an undue degree of care.

Turning to a conparison of the respective
mar ks, we are guided by the well-established principle that
when the marks are to be used on virtually identical goods,
the degree of simlarity necessary to support a hol di ng of
| i kel i hood of confusion decreases. See Century 21 Real
Estate Corp. v. Century Life of Anerica, 970 F.2d 874, 23
USPQ2d 1698 (Fed. Cir. 1992). Here, we are faced with the
potential use of applicant’s mark MACRO EMJULSI ON and
registrant’s mark M N -EMJILSION on the sanme type of hair
care products, nanely, shanpoos.

The Exam ning Attorney argues that the marks create
simlar overall comercial inpressions in that both inply
that the products contain an “enul sion,” although in
varyi ng degrees. As such, she contends, consuners would be
likely to believe that the products bearing the two marks
emanate fromthe sanme source.

Applicant, on the other hand, argues that the term

MACRO is the dom nant feature of its mark, whereas M N is
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the dom nant conponent of registrant’s mark. As a result,
applicant contends, the marks not only differ in appearance
and sound, but create different conmercial inpressions.
Whi | e MACRO EMULSI ON has the connotation of “something

| arge, extensive or all-enconpassing in nature” and thus
gives the inpression of “power and substance” in the goods,
the mark M NI - EMJULSI ON suggests “snall ness in a conpound or
enul sifying products at a mniscule |evel” and does not
give the inpression of “substantial or extensive action.”
(Brief, pp. 4-5).

Applicant |ikens the present situation to that in EZ
Loader Boat Trailers, Inc. v. Cox Trailers, Inc., 213 USPQ
597 (TTAB 1982), aff'd 706 F.2d 1213, 217 USPQ 986 ( Fed.
Cir. 1983), wherein the Board found, and the Court
affirned, that there was no |ikelihood of confusion between
the applicant’s mark SUPER LOADER for boat trailers and the
opposer’s marks EZ LOADER and M NI LOADER for the sane
goods. The Board held that, although the marks shared the
hi ghly suggestive word LOADER, the marks as a whol e did not
| ook or sound alike nor did they have simlar connotations.
Applicant urges that a simlar resolution is appropriate
here.

At the outset, we note that the mark of registrant, as

sought to be registered, was not inherently distinctive.
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Nonet hel ess, registrant has obtained a registration on the
basis of acquired distinctiveness. As such, registrant’s

mark is entitled to full protection against the subsequent
regi stration by another of a simlar mark for goods which

m ght reasonably be assuned to emanate fromit.

Looking to the marks as a whole, we find it obvious
that there are differences in sound and appearance between
MACRO EMULSI ON and M NI - EMJLSI ON.  Nonet hel ess we find the
general overall comercial inpressions created by the marks
to be simlar. As has often been stated, purchasers are
not infallible in their recollection of marks and
frequently retain only a general or overall inpression of
the marks. See Interco Inc. v. Acne Boot Conpany, Inc.,
181 USPQ 664 (TTAB 1974). Here both nmarks consist of a
word beginning with M and the word EMIULSION. The M word
in each refers to a size. Thus, it appears highly likely
t hat purchasers woul d confuse or interchange the marks
MACRO EMULSI ON and M NI -EMJULSION in their nenories.

Mor eover, even if purchasers recognize the differences
between the two marks, we are convinced that they m ght
wel | assune that products bearing the two marks origi nate
fromthe sane source. Each mark shares the word EMJLSI ON,
even if the exact connotation of the termis not understood

by the purchaser. |In each nmark the remaining term MACRO

10
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or MNI, is clearly indicative of a size or proportion.
Thus, when encountered on identical products, such as
shanpoo, we think it highly likely that purchasers would
assunme that these are conpani on products of different size
“emul sions” froma single source. This is especially true
considering the nature of the products, a new fornula or
new i ngredi ent often being touted in the introduction of a
conpani on cosnetic or personal care product. Cf. In re
Copytele Inc., 31 USPQ@d 1540 (TTAB 1994) (purchasers likely
to assunme nmarks SCREEN FAX PHONE and FAX PHONE identify two
different facsimle devices — one with a screen and one

w thout - emanating froma single source).

Finally, we find the present situation is not
conparable to that in the EZ Loader case cited by
applicant. It is true that here, as in that case, one of
the words in the mark may aptly be viewed as descriptive of
the invol ved goods. Here the word is EMIULSION, there it
was LOADER. Here, as there, the question arises of whether
one mark m ght be thought to be a conpani on product from
the sanme source as the goods bearing the other mark. But
at this point the parallel ends. |In that case, the Board
st at ed:

Qpposer contends that “SUPER LOADER’ m ght be

t hought to be a conpani on product of its “MN
LOADER.” W do not agree. The opposite of “MN” is

11
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“MAXI.” Although “M NI LOADER’ is highly suggestive
of atrailer for small loads, this is distinctly a
different inpression than that which is conveyed by
“SUPER LOADER.”
213 USPQ at 601.
Here the two words are M NI and MACRO, which could readily
be viewed as opposites with respect to the sane attribute
or feature of the goods. Gven the presence of the MNI -
EMULSI ON shanpoo on the narket, the appearance of the MACRO
EMULSI ON shanpoo woul d be presuned to be a new variation or
a step-up conpanion product with the prom se of inproved
results emanating fromthe sane source. There is no
distinctly different inpression created by the substitution
of the word MACRO for M NI
Accordingly, in view of the identical or closely
rel ated nature of the respective goods, the common channel s
of trade and common purchasers, the goods bei ng purchased
W t hout an undue degree of care and the relationship found
to exist between the respective marks, we find that
cont enpor aneous use of the marks is likely to cause
conf usi on.

Deci sion: The refusals under Section 2(e)(1) and

Section 2(d) are affirmed.

12
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