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Qpi nion by C ssel, Admnistrative Tradenmark Judge:

On Decenber 22, 1997, applicant, a corporation of
Germany, filed the above-referenced application to register
the mark “PROFIVE' on the Principal Register for a |ong
list of goods in Class 9. One basis for the application
was applicant’s assertion that it possessed a bona fide
intent to use the mark on these goods in comrerce. The
application also was based on applicant’s registration in

Germany of the sanme nmark for “electric and el ectronic
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appar atus, equi pnent and instrunments and their electric and
el ectronic assenbly, etc.,” in Cass 9. A copy of this
German regi stration was subnmtted.

The Exami ning Attorney refused registration under
Section 2(d) the Lanham Act on the ground that applicant’s
mar k, when used on the goods specified in the application,
woul d so resenble three tradenmarks registered in the
United States that confusion would be likely. Al three
are owned by the sane entity, BASIS International, Ltd., a
New Mexi co corporation. Reg. No. 2,054,434 issued on the
Principal Register on April 22, 1997 for the mark shown

bel ow

for “conputer prograns for use in designing applications
used in the field of business data processing,” in Cass 9.
Reg. No. 2,054,433, also issued on the Principal Register

the sane day, is for the mark shown bel ow

(with a disclainmer of the term“DATA SERVER’) for the sane
goods. The third cited registration was Reg. No.
2,141,774, which issued on the Principal Register on March

10, 1998, for the mark shown bel ow



Ser No. 75/409, 001

(with a disclainmer of the word “VISUAL”) for “conputer
progranms for use in the devel opnent of other conputer
software for use in spread sheeting and busi ness
applications,” in Cass 9.

The Exam ning Attorney also held that the
i dentification-of-goods clause in the application as filed
was indefinite because sone of the terns therein were
overly broad.

Appl i cant responded with a three-page anendnent to the
way its goods were identified in the application as well as
witten argunments that confusion would not be likely in
view of the cited registered trademarks.

The Exam ning Attorney was not persuaded by
applicant’s argunents, however, and the second O fice
Action made the refusal to register under Section 2(d) of
the Lanham Act final. Submtted in support of the refusal
were copies of several third-party registrations and copies
of pages fromapplicant’s web site. The final refusal also
repeated the requirenment for a nore definite

i dentification-of-goods clause in the application. Several
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pages of information were provided, specifying the
particul ar | anguage in the application, as anmended, which
was deened to be indefinite.

Applicant responded by filing a notice of appeal, and
shortly thereafter, another proposed anendnent to the
i ndentification-of-goods clause, an anendnent del eting
Section 1(b) of the Lanham Act as a basis for registration,
(l eaving Section 44(e) as the sole basis for registration),
and nore argunents on the issue of |ikelihood confusion.
The Board instituted the appeal, but suspended action on it
and remanded the application to the Exam ning Attorney for
consideration of the amendnents and the argunents submtted
by applicant.

Applicant and the Exam ning Attorney were able to
agree on an Exami ner’s Amendnent to the identification-of-
goods cl ause, but the refusal to register under Section
2(d) of the Act was nmintained. The application, as
anended, identifies applicant’s goods as foll ows:

“electric and el ectronic apparatus, equi pnent and
instrunments and their parts therefor, for regulating and
signaling, nanely, guiding and navi gation systens for
trains, airplanes, autonobiles, traffic directing systens,
traffic routing systens, tracking systens, and tracking
systens controlled by satellite transm ssion; accident
menory systens conprising vehicle data recorders; engine
control apparatus, nanely, electronic processors adapted to
noni t or engi ne performance and provi de engi ne contr ol

signals; flight analyzers for detecting vehicle position;
tachographs; el ectronic deck logs for recording vehicle
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operation records; satellite control apparatus; spacecraft
control apparatus; electronic teaching apparatus and

i nstrunents, namely, electronic books; electrical
transforners; capacitors; electrical cables and wres;

el ectrical wire connectors; electrically lighted displays
for advertising purposes; electrical circuits, namely,
circuits for regulating and controlling electrical current
vol tage; electronic apparatus instruments for |ight current
engi neering, nanely, high frequency transmtters; cash
registers; calculators in the nature of cal culation

machi nes; automatic vendi ng nmachi nes; el ectronic coin-
oper ated nechani sns; conputers; data processors; conputer
chips; electrical power supplies; conputer cable; printed
circuit boards for conputers, nanely notherboards, graphics
boards, interface cards, and conputer interface boards;
data acqui sition equi pnment and data input equi pnent,
nanely, computer nonitors, conputer keyboards, conputer
nouse, touch pads, touch screens, input display screens,
dat agl oves, datagl asses, video nonitors, bar code readers,
optical character scanners, image scanners, electric touch
sensitive swtches, m crophones, caneras; data out put

equi pnent, nanely, printers, plotters, and speakers; data
comuni cati ons and tel econmuni cati on equi pnent, nanely,
nodens, TV-decoder for conputers, |SDN accessories, nanely
digital signal processors; computer hard disk drives,
conputer nenory cards, nmagnetic tapes drives, conputer CD
drives, conputer floppy disk drives, conputer DVD drives,
conput er menory chips, electronic apparatus for recording,
transm ssion or reproduction of sound or inages, nanely,

vi deo tape decks, audio tape decks, CD players, DVD

pl ayers, CCDs, tuners, receivers, television sets,
anplifiers, |oudspeakers, signal processors, m xers,
optical disk players, audio visual receivers, graphic
equal i zer; photographic projectors, inmge projectors for
use with personal conputers; apparatus for recording

el ectrical currents and fields, nanely, scannographs; NVR-
t onogr aphy apparatus not for nedical use; radiographic
apparatus not for nedical use; ultrasonic scanning
apparatus not for nedical use; electric and electronic
nodul es, nanely, assenbl ed and unassenbled printed circuit
boards, circuit boards; electricity conduits, nanely,

di stribution boards and boxes; electric switches; electric
and electronic circuits; printed circuits; blank magnetic
data carriers; electric and el ectronic apparatus, equipnent
and instrunents and their parts therefor for weighing,
measuring, testing, exam ning, inspecting, controlling,
supervising, nanely in the field of the autonotive
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i ndustry, manufacturing industry, foodstuff industry,
agriculture, aeronautics, astronautics, astronony, oil
refining, packaging industry, chem cal refining, chemstry,
nedi cal engi neering, genetic engineering, biochemstry,
seafaring, research of materials, geology, electrical power
engi neering, electrical power distribution, chrononetry,
and optical systens, mcroscopes; netrology instrunents.

I nternational Cass 9.

The Board resumed action on the appeal and applicant
filed its brief. The Exam ning Attorney filed a brief in
support of the refusal to register and applicant filed a
reply brief. Applicant did not request an oral hearing
before the Board.

The sol e issue presented by this appeal is whether
confusion is likely between applicant’s mark, in connection
wi th the goods specified in the application, as anended,
and each of the cited registered marks, in connection with
t he goods specified in those registrations.

As is frequently the case when the issue is |ikelihood
of confusion, in the instant case, a key consideration is
the simlarity between the cited registered marks and the
mar k sought to be registered. Notw thstanding applicant’s
argunents to the contrary, we find that applicant’s mark is
simlar to each of the three cited marks because each
regi stered mark consists of or is domnated by “PRO 5" or a

cl ose approximation of “PRO 5,” and applicant’s mark,

“PROFIVE,” is identical in pronunciation to this term and
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creates a commercial inpression which is very simlar to
the comrercial inpressions created by the cited registered
mar ks.

The reason we cannot agree with the Exam ning Attorney
that confusion would be likely if applicant were to use its
mark in connection with the specific itens of conputer
hardware |listed in the application is that the Exam ning
Attorney has not established that these itens are rel ated
to the conputer software products listed in the cited
registrations in such a way that the use of these simlar
marks in connection with both would likely lead to
conf usi on.

It has been the law for sone tinme now that there is no
per se rule that confusion will necessarily result when
simlar marks are used in connection with both conputer
har dwar e and conputer software. In re Quadram Corp., 228
USPQ 863, 865 (TTAB 1985); and Information Resources Inc.

v. X[Press Information Services, 6 USPQRd 1034 (TTAB 1988).
In order to support refusing registration under Section
2(d) where the goods in the application and the cited
registration are respectively software and hardware, the
burden is on the Trademark Exam ning Attorney to nmake of
record evidence that establishes that the goods are

sufficiently related such that confusion is |ikely.
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In the instant case, the Exam ning Attorney attenpted
to satisfy this requirenment, but the evidence she relies on
sinply falls short of establishing that the goods in the
application are commercially related to the goods specified
inthe cited registrations in such a way that the use of
these simlar marks on themis likely to cause confusion.

The evi dence consists of copies of several third-party
regi strations and copies of tw pages fromapplicant’s web
site. Al though the Exam ning Attorney contends in her
brief (p. 6) that the third-party registrations show “..t hat
a single owner provides the applicant’s goods and the
registrant’s goods,” the registrations she nade of record
do not even show that goods of the type identified in the
application are provided by the sane entities which provide
the kinds of products listed in the cited registrations.

As applicant points out, the third-party registrations in
guestion were submtted by the Exam ning Attorney with the
final Ofice Action of March 5, 1999, for the expressed
pur pose of showi ng “that a single source provides both
conput er programm ng services and conputer software.” (p.
3). This they do, but the commercial relationship between
progranmm ng services and software is not the issue before
us in this appeal. The products listed in the cited

regi strations are conputer software, but applicant’s goods,
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as identified in the application, are all itens of conputer
har dwar e.

In a simlar sense, the excerpted pages from
applicant’s web site are equally unpersuasive of the
proposition the Exam ning Attorney sought to prove.

Al t hough she contends that this evidence shows “t hat
appl i cant provides both conputer hardware and conputer
programm ng software,” (brief p. 6), what it actually shows
is that applicant can devel op and produce specialized
circuit boards. This is a far cry from establishing that
appl i cant produces both the specific hardware itens |isted
in the application and the goods listed in the cited
registrations, i.e., specialized software used to devel op
ot her software for use in business data processing and

ot her applications.

Wt hout evidence in support of her contentions, the
Exam ning Attorney has left the Board with no basis upon
which to agree with her conclusion that the products |isted
in the application are comercially related to those
recited in the cited registration. Thus, even though the
mar ks used on all these goods are simlar, on this ex parte
record, we cannot find that confusion would likely result
fromapplicant’s use of its mark on the goods listed in the

appl i cation.
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Accordingly, the refusal to register under Section

2(d) of the Lanham Act is reversed.
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