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103 (M chael Ham Iton, Managi ng Attorney).

Bef ore Seeher man, Hanak and Bucher, Adm nistrative TrademarKk
Judges.

Qpi ni on by Bucher, Adm nistrative Trademark Judge:

Applicant has appealed fromthe refusal of the Tradenmark
Exam ning Attorney to register DVR for “active power
conditioners for conpensating for voltage sags and swells in
el ectric power transm ssion and distribution systens, ”Di n
I nternational C ass 9.

Regi strati on has been refused pursuant to Section 2(d) of
the Trademark Act, 15 U. S.C 1052(d), on the ground that

applicant’s mark so resenbles the mark DVR for “electric

! Application serial nunber 75/363,102 was filed on Septenber 25,
1997.
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vol t age regulators,”EI also in International Cass 9, that, as
used on applicant’s identified goods, it is likely to cause
confusion, to cause m stake or to deceive.

The appeal has been fully briefed, but an oral hearing
was not requested. W affirmthe refusal of registration.

Qur determ nation under Section 2(d) is based upon an
anal ysis of all of the probative facts in evidence that are
relevant to the factors bearing on the issue of |ikelihood of

confusion. Inre E |I. du Pont de Nermours & Co., 476 F.2d

1357, 177 USPQ 563 (CCPA 1973). In any likelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the simlarities between

the goods. Federated Foods, Inc. v. Fort Howard Paper Co.,

544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

Qovi ously, applicant’s and the registrant’s narks are
identical. Further, the registrant’s mark is a strong one.
Based upon this record, it appears that DVRis an arbitrary
mark for the registrant’s electric voltage regul ators.
Simlarly, while the LEXIS/NEXI S® articles attached to the
initial Ofice Action repeatedly show use of the designation

...dynam c voltage restorer (DVR) ..,” substantially all the

“hits” appear to be references to applicant’s product.

2 Regi stration No. 1,759,107, issued on March 16, 1993; Section 8
affidavit accepted and Section 15 affidavit acknow edged.
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Furt hernore, applicant argues strongly that it coined this
initialismfor its active power conditioner devices:

The trademark DVR was coi ned by Applicant to
identify the source for its active power
condi tioner devices... Applicant respectfully
submts that the DVR nmark was not used by
industry in the context of active power
conditioner goods prior to its use by Applicant
as a trademark for Applicant’s product. The DVR
mark was initially coined by Applicant...
(apﬂlicant’s response of Decenber 28, 1998, p.
5).

| nasmuch as the marks herein are identical in al
respects, we turn to a consideration of whether the respective
goods are sufficiently related. It is well settled, in this
regard, that goods need not be identical or even conpetitive in
nature in order to support a finding of |ikelihood of
confusion. Instead, it is sufficient that the goods are
related in some manner and/or that the circunstances
surrounding their marketing are such that they would be |ikely
to be encountered by the sanme persons in situations that would
give rise, because of the marks enpl oyed in connection
therewith, to the m staken belief that they originate from or
are in some way associated with the same producer or provider

See Monsanto Co. v. Enviro-Chem Corp., 199 USPQ 590, 595-96

3 W note that while the initial Ofice Action also refused this
initialismas being nmerely descriptive under Section 2(e)(1) of the
Act, the portion of applicant’s response quoted above contains
applicant’s argunents agai nst such a finding. Al though the
Trademar k Exam ni ng Attorney never expressly withdrew this

addi tional basis for refusal, it was not pursued again after
applicant nmade its argunments agai nst such a hol di ng.
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(TTAB 1978) and In re International Tel ephone & Tel egraph

Corp., 197 USPQ 910, 911 (TTAB 1978).

As not ed above, applicant’s goods are identified as
active power conditioners for conpensating for voltage sags
and swells in electric power transm ssion and distribution
systens while registrant’s are identified as electric voltage
regulators. In her final refusal, the Trademark Exam ning
Attorney takes the position that “[t] he goods sinply enpl oy
different nethods to solve the same problem” (O fice Action
of February 16, 1999, p. 2). Applicant strongly disagrees
with this characterization of the respective goods, arguing
i nstead that these goods are not related in that they perform
different functions in different ways on different equi pnent
and are orders of magnitude different in size, power and cost.
Specifically, applicant nmaintains that:

[ Applicant’ s] active power conditioners
function to address voltage sags and swells in
the electric power transm ssion and

di stribution systens. They provide a source
whi ch injects power into the transm ssion or
distribution line in the case of a sag, or

wi t hdraws power fromthe transm ssion or
distribution line in the event of a swell,

t hereby providing or absorbing real power as
needed to conpensate for the disturbance in the
electric power system |In addition,
Applicant's goods sold under the mark provide
conpensation to inprove the quality of the

si nusoi dal pattern of the voltage and shifts in
phase of the voltage in addition to
conpensation for swells and sags in voltage
magni t ude.
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On the other hand, the Registrant produces
“standby generators ranging from5 kilowatts to
over 2,000 kilowatts” and a “digital voltage
regul ator” for “unprecedented precision and
protection in the regulation of generators.”
Thus, Registrant's goods are devices that

regul ate the voltage that a standby generator
produces. Such devices nmaintain a constant
vol t age out put and are not designed to, nor are
t hey capable of serving as a source or
reservoir of energy. Mst inportantly, they
are not designed and are not used to regul ate
the voltage on electric power transm ssion or
distribution lines. Hence, the goods of
Appl i cant and Registrant are not related in
that they performdifferent functions, i.e.,
conpensating for sags and swells on electric
power transm ssion and distribution |lines vs.
regul ating the out put voltage of a generator,
in that they operate in different ways, i.e. ,

i njecting or absorbing energy vs. maintaining a
constant output voltage, and in that they
operate on different equipnent, i.e., electric
power transm ssion and distribution |lines vs.
smal | standby generators. They are also orders
of magnitude different in size, power and cost.
Applicant's specinmen filed with the application
illustrates one of its devices which is housed
inand fills a large trailer truck as opposed
to the relatively small size of a voltage

regul ator on a small generator, which is

Regi strant's product. Cbviously, such a much

| ar ger device costs nuch nore.

The Exam ning Attorney, on the other hand, correctly
notes that the issue of |ikelihood of confusion nust be
determ ned on the basis of the goods as they are identified in
the application and the cited registration, citing Canadi an

| nperial Bank of Conmerce, N.A v. Wlls Fargo Bank, 811 F.2d

1490, 1 USP2d 1813 (Fed. Cr. 1987). Here, even if

applicant’s power conditioning devices my be used somewhat
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differently fromregistrant’s voltage regul ators, given their
simlarities, the Trademark Exam ning Attorney contends that

“it would be reasonable for a prospective custoner to assune
that both types of goods can cone fromthe sane source.”

In support of this position, the Trademark Exam ni ng
Attorney has submtted for the record a nunber of NEXI S®
stories, such as the follow ng paragraph, show ng that these
two devices for ensuring uninterrupted power are nore alike
t han applicant argues:

Met hods to safeguard agai nst the vagaries of
commerci al AC power include dedicated |ines,
dual feeders, shielded isolation transforners,

| i ne-vol tage regul ators, power-1line

condi tioners, notor generators, engine
generators, power distribution centers, and
UPSs. These power conditioning systens vary in
cost and in the degree of protection they

provi de...

“Staying in Power: Uninterruptible power supply
for conputer equipnent,” Datamation, July 15,
1986. (enphasis supplied)

The Trademark Exam ning Attorney has al so shown that a
nunber of merchants and manufacturers listed in the Thonas
Regi ster offer anong their listed electrical products goods
identified as power conditioners as well as voltage
regul at ors.

After a conplete review of the entire record, we concl ude
that there are differences in the functional characteristics
of these respective goods. For exanple, applicant’s
sophi sticated power conditioners have a capacity for
conpensation (e.g., injecting power to the |load side in the
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case of a sag in electricity comng fromthe grid), whereas
the typical voltage regulator has no reservoir of energy.
Fromregi strant’s web pages made part of the record by
applicant, it is clear that many of registrant’s notors and
generators are targeted to small- and nedi um si zed busi nesses,
whi l e applicant’s speci mens of record show a product housed on
a tractor trailer and marketed to electric power utilities and
| ar ge manuf act urers.

In spite of these differences, however, we agree with the
Trademar k Exam ning Attorney that they are rel ated goods.
Bot h serve as devi ces placed between a power source (e.g., an
el ectric power substation, the utility’'s electricity power
grid or a local, standby generator) and the load (e.g., large
factories, conputer intensive industrial sites or hospitals).
Both are designed to take an el ectrical power input and
inprove the quality of the electrical signal at its output
end.

A “voltage regulator” is a device that “holds an out put
vol tage constant during variations in the output |oad or input
voltage.”EI Under this definition, an active power conditioner

woul d be a specialized subset of this broadly defined category

4 The Illustrated Dictionary of Electronics, Seventh edition
1997) MGawH I, p. 720.
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of goods.EI VWil e applicant’s current identification of goods
is indeed |listed as “active power conditioners for
conpensating for voltage sags and swells in electric power

transm ssion and distribution systens,” we note that the
application as originally filed identified the goods as “solid
state voltage regulators.” Upon receiving the initial Ofice
action, which cited registrant’s mark as applied to voltage
regul ators, applicant anended its identification of goods. To
the extent that applicant submtted this anmendnent, and the
Trademar k Exam ni ng Attorney subsequently approved this
change, under the strictures of Trademark Rule 2.71(a)q we
have to assune that both applicant and the Trademark Exam ni ng
Attorney nade the determ nation that the anended term nol ogy
of “active power conditioners” was a clarification or
limtation on the term“voltage regulators,” rather than a

device falling entirely outside the scope of that initial

identification of goods.

s Even if we view applicant's conplex product as consisting of a

nunber of different conponents, one part of which has the basic
function of the traditional voltage regulator in ensuring a constant
out put of voltage, the goods of applicant and regi strant both
provide a simlar function and could be conpetitive solutions for
dealing with the “vagaries” of electrical inputs by inproving the
quality of the electrical signal at its output end.
6 §2.71 Amendnents to correct informalities.
The applicant may amend the application during the course
of exami nation, when required by the Ofice or for other
reasons.
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As to alleged differences in size and cost of these
respecti ve goods, the specinens of record i ndeed show a | arge,
trail er-nounted conpensati on system designed to protect | arger
| oads. However, there is nothing in the identification of
goods that would restrict the use of applicant’s power quality
technology froma nore conpact sized platform This m ght be
due to advances in technol ogy, or because applicant has found
a market for a device that could |ikew se protect smaller
el ectrical |oads fromvoltage disturbances. Accordingly, if
one conpares the largest of registrant’s generators (e.g.,
2000 to 4000 kW and their attendant voltage regulators to a
nore conpact DVR device fromapplicant intended for smaller
i ndustrial custoners, those differences in “size, power and
cost” need no | onger be nmeasured in “orders of nagnitude”
(applicant’s appeal brief, p. 6).

Inits reply brief, applicant cites to In re Tracknobile

Inc., 15 USP@2d 1152 (TTAB 1990),E|arguing that in the current
case, it has shown by a subm ssion of registrant’s web page

that “ ...a recitation of goods in a registration can have a

(a) The applicant may anmend the application to
clarify or limt, but not to broaden, the
identification of goods and/or services.

7 In Tracknobile, a Section 2(d) refusal had been issued based on
a registration in which the goods were identified as “light railway
nmotor tractors.” The applicant, in attenpting to overcone the

Section 2(d) refusal by denonstrating that its goods were unrel ated
to the goods identified in the cited registration, offered extrinsic
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meaning in the trade that does not include Applicant’s goods.”
(reply brief, p. 2).
However, the Board considered the applicant’s extrinsic

evi dence regarding the registrant’s goods in Trackmobil e

because the Board was uncertain as to what the goods
identified in the registration entailed. That is, the Board
did not consider the extrinsic evidence in order to determ ne
the exact nature of the registrant’s particular “light railway
notor tractors,” but rather to determ ne generally what type
of vehicles “light railway notor tractors” conprised.

In the present case, by contrast, no extrinsic evidence
IS necessary in order to educate the Board as to what
“electric voltage regulators” are; the term has been defined
with a dictionary entry, and while it may be broad, it is
nei t her vague nor uncertain. Accordingly, applicant's

reliance on Tracknmobile is m splaced, and applicant’s

proffered extrinsic evidence regarding the nature and scope of
the goods actually sold by the registrant is not probative of
a different result herein.

As to the channels of trade, while sonme of the case
studies cited in the LEXIS/ NEXIS® materials do reflect the

purchase of applicant’s devices by utility conpanies, the

evidence as to the nature of the registrant's goods, evidence which
t he Board consi der ed.
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affidavit of Janmes R Legro nekes it clear that these “power-
condi tioning” devices are also narketed to “large users” of

el ectrical power including manufacturers having sensitive
electrical loads. Wile in § 17 of his affidavit, Janmes R
Legro opines that registrant’s goods “...are sold primarily to
consuners of electrical generation equipnment..,” there is
nothing in the record to suggest that this group of consuners
does not overlap with applicant’s potential custoners, e.g.,
manuf acturers having sensitive devices and production
processes such as in the chem cal industry, glass production,
sem conduct or production, paper industry, autonobile
factories, etc.

As to the du Pont factor focusing on the conditions under
whi ch and buyers to whom sal es are nade, we acknow edge t hat
applicant’s goods are targeted to careful, sophisticated
purchasers. However, with identical marks used on closely
rel ated goods, the fact that applicant’s goods woul d be used
by sophisticated purchasers, and not menbers of the general
public, does not avoid a |ikelihood of confusion. That is,
under the circunstances of this case, even anong know edgeabl e
pur chasers working for technically sophisticated custoners,

confusion as to the origin of the respective goods, or

m stakenly attributing a conmon association thereto, is |ikely.
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As to the du Pont factor focusing on the nunber and
nature of simlar marks in use on simlar goods, there is
nothing in the record to suggest that there are any third
parties using this designation on power quality products or
services, on voltage regulators or even any renotely rel ated
el ectrical power goods or services.

Finally, any doubt on the question of |ikelihood of
confusi on nust be resol ved agai nst applicant as the newconer
has the opportunity of avoiding confusion and is obligated to

do so. See In re Hyper Shoppes (Chio) Inc., 837 F.2d 840, 6

USPQ2d 1025 (Fed. G r. 1988); and Hilson Research Inc. v.

Soci ety for Human Resource Managenent, 27 USPQRd 1423, at 1440

(TTAB 1993) .

Decision: The refusal to register is affirmed.
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