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Bef ore Seehernan, Wendel and Holtzman, Adm nistrative
Trademar k Judges.

Opi ni on by Wendel, Adm nistrative Trademark Judge:

Pal | adi um Conpany L.P. has filed applications to
regi ster the mark PALLADI UM (typed drawi ng)? for “leasing
and managenent of retail commercial space” in Cass 36 and

“devel opnment of retail comrercial space” in Cass 37

! The Board, in its order of Septenber 26, 2000 granted
applicant’s notion for consolidation of these two cases for
pur poses of appeal .

2 Serial No. 75/359,288, filed Septenber 18, 1997, claining a
first use date of as early as June 24, 1997 and a first use in
commerce date of as early as June 25, 1997.
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and the mark PALLADIUM (in the stylized form shown bel ow)?3

for “leasing and nanagenent of retail conmercial space,
nanely, entertai nnment-enhanced retail devel opnents” in
Class 36 and “devel opnment of retail comrercial space,
namely entertai nnent -enhanced retail devel opnents” in C ass
37.%

Regi stration has been finally refused under Section
2(d) of the Trademark Act on the ground of |ikelihood of
confusion with the mark PALLADI UM | NCORPORATED and desi gn
as shown bel ow, which is registered for “services as a
regi stered i nvestment advisor for portfolio strategy, asset
managenent, di spositions, acquisitions, investnent
restructuring, value enhancenent, real estate valuation and
financing for comercial and residential real estate owners

and investors.”®

% Serial No. 75/371,972, filed Cctober 14, 1997, clainming a first
use date of as early as June 24, 1997 and a first use in conmerce
date of as early as June 25, 1997.

* Applicant anended the recitation of services in Serial No.

75/ 371,972 but nmade no simlar amendnent in Serial No.

75/ 359, 288.

® Registration No. 1,893,336, issued May 9, 1995, Section 8
affidavit filed. A disclainer has been nade of the word

| NCORPORATED.
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The refusal has been appeal ed. Both applicant and the
Exam ning Attorney have filed briefs and participated in an
oral hearing.®

As a prelimnary matter, the Exami ning Attorney has
objected to Exhibits A B, and D, matter which is attached
to applicant’s appeal brief, as untinmely presented new
evi dence. The objection is sustained. Pursuant to
Trademark Rul e 2.142(d) the record in an application should
be conplete prior to the filing of an appeal. Thus, as
stated therein, the Board “will ordinarily not consider
additional evidence filed with the Board” after the appeal
has been filed. W find no reason to nake any exception
here. Accordingly, Exhibits A, B and D have been given no
consi der ati on.

The Exam ning Attorney has al so objected in his appeal
brief to the third-party registrations which applicant had
listed inits first response in each application as being
i nproperly subnmitted as evidence. The Exani ning Attorney
in Serial No. 75/359, 288 had previously objected to this
list of registrations, noting that only soft copies of

regi strations, or the conplete el ectronic equivalents

® The cases were newly assigned to a third Exami ning Attorney for
pur poses of appeal. The two cases were initially handl ed by the
sane Exam ning Attorney, but Serial No. 75/359, 288 was
subsequently assigned to a second Exam ni ng Attorney.
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t hereof obtained fromthe Ofice automated systens, are
sufficient for purposes of making third-party registrations
of record. The objection is proper and thus no

consi deration has been given in Serial No. 75/359,288 to
the registrations |isted by applicant. See Raccioppi V.
Apogee Inc., 47 USPQR2d 1368 (TTAB 1998). VWhile the

Exam ning Attorney for Serial No. 75/371,972 did not object
to the listing and hence we consider the objection waived
inthis application, we find the third-party registrations
irrel evant, because they are for conpletely unrel ated goods
and/ or services.

W make our determnation of |ikelihood of confusion
on the basis of those of the du Pont’ factors which are
relevant in view of the evidence of record. Two key
considerations in any analysis are the simlarity or
dissimlarity of the respective marks and the simlarity or
dissimlarity of the goods or services with which the marks
are being used. See Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976); In re
Azt eca Restaurant Enterprises, Inc., 50 USPQ2d 1209 (TTAB

1999) .

"Inre E.l. du Pont de Nenours & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973).
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Looking first to the respective marks, we are guided
by the well-established principle that although the marks
must be considered in their entireties, there is nothing
i mproper, under appropriate circunstances, in giving nore
or less weight to a particular portion of a mark. See In
re National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed.
Cr. 1985). Al though descriptive or disclained matter
cannot be ignored in conparing the nmarks, consuners are
nore likely to rely on the non-descriptive portion of a
mark as an indication of source. See Hilson Research Inc.
v. Society for Human Resource Managenent, 27 USPQRd 1423
(TTAB 1993). In addition, it is generally the word portion
of a mark, rather than the design features, unless
particularly distinctive, that is nore likely to be
remenbered and relied upon by purchasers because it is by
the word portion that they refer to the goods and/or
services, and thus it is the word portion that is accorded
nore weight in determning the simlarity of the invol ved
marks. See Ceccato v. Manifattura Lane Gaetano Marzotto &
Figli S.p.A, 32 USPQxd 1192 (TTAB 1994).

Here, registrant’s mark PALLADI UM | NCORPORATED and
design is domnated by the term PALLADIUM The di scl ai ned
wor d | NCORPORATED has little or no trademark significance.

The design portion is not particularly distinctive and it
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is the term PALLADI UM that would be much nore likely to be
remenbered by custoners and used in referring to
registrant’s services. Applicant’s marks consi st solely of
the term PALLADIUM While the stylized version may enpl oy
the letter “V' rather than the letter “U, the comercia
i npression remai ns that of the word PALLADH UM

Accordi ngly, the marks of applicant and registrant are
very simlar in sound and appearance, with the dom nant
portions being identical in sound and virtually identical
i n appearance, the only difference being the letter “V’' in
applicant’s stylized version of its mark. Even the type
styles enpl oyed by registrant and applicant inits stylized
version are simlar. Furthernore, and contrary to
applicant’s argunents, we find the connotation of the word
PALLADIUM to be the sanme for both marks, whether used with
the real estate devel opnent, |easing and nanagenent
services of applicant or the investnent advisory services
of registrant. The word retains its normal dictionary
meani ng, regardl ess of the services with which it is used.?8
Thus, the overall comrercial i1npressions of the marks of

applicant and registrant are highly simlar.

8 W take judicial notice of the follow ng definition for the
word “pal |l adi unt

sonething that affords effectual protection or

security : SAFEGUARD
Webster’s Third New International Dictionary (1993).
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Appl i cant argues that, as used in connection with
registrant’s services, the term PALLADOUM is a weak mark
with highly suggestive references to the safe and secure
i nvest ment advice which registrant provides to its
custoners. \Wile the term PALLADI UM may i nply sone degree
of security or protection afforded by the services with
which it is being used, whether registrant’s or
applicant’s, we do not believe the suggestive significance
of the termwould be any nore than mnimal to prospective
custoners. W certainly do not find any such degree of
suggestiveness in the termas would require that a limted
scope of protection be given to registrant’s nark.
Applicant has failed to nake any evi dence of record which
m ght |l ead us to concl ude ot herwi se.

Applicant’s further contention that the mark PALLAD UM
is widely used by others in the real estate, personal
finance and related fields is wholly unsubstanti ated by
any evidence properly made of record. Thus, the factor of
the use by others of simlar marks for simlar services
pl ays no part in our decision here.

Turning to the services involved, we note that as a
general principle, the issue of |ikelihood of confusion
nmust be determ ned on the basis of the services as

identified in the applications and in the cited
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regi stration. Canadian |Inperial Bank of Commerce v. Wlls
Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir. 1987).
It is not necessary that the services of the applicant and
registrant be simlar or even conpetitive to support a
hol di ng of |ikelihood of confusion. It is sufficient if
the respective services are related in sonme manner and/ or
that the conditions surrounding their marketing are such
that they woul d be encountered by the sanme persons under
ci rcunstances that coul d, because of the simlarity of the
mar ks used in connection therewith, give rise to the
m st aken belief that they emanate, or are associated wth,
the sane source. See In re Albert Trostel & Sons Co., 29
UsP2d 1783 (TTAB 1993) and the cases cited therein.
Appl i cant argues that the services of applicant are
mar keted very differently fromthose of registrant.
Applicant’s services are said to be offered only fromits
New York office and only to real estate investnent funds,
| arge corporations, corporate, governnent and uni on pension
funds, banks and the weal thiest individuals. Applicant’s
typical investor is said to invest tens to hundreds of
mllions of dollars. Registrant, according to applicant,
offers its services out of its Denver office to individua

customers in a | ower soci oeconon c class who are seeking
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i nvestment advice with regard to a w de range of investnent
vehi cl es.

In the first place, both the cited registration and
the registrati ons sought by applicant are geographically
unrestricted. Wether or not the services of either
applicant or registrant are presently being offered out of
a single office is irrelevant to our determ nation of
i kel i hood of confusion. Furthernore, there are no
[imtations or restrictions in the identification of the
services of either applicant or registrant that woul d
reflect the difference in customers which applicant is
stressing. The real estate services of applicant as set
forth in its applications are available to all types of
commercial real estate owners and investors. The
i nvest nent advisory services of registrant are simlarly
avai lable to all classes of investors, with particular
application of its investnent advisory services for real
estate valuation and financing for comrercial real estate
owners and investors. No viable distinctions can be drawn
between the marketing styles or classes of custoners when
the services are considered as identified in the
applications and the cited registration. There is no
reason why the same comercial real estate investor who

invests in one of applicant’s devel opnents or |eases real
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estate from applicant might not turn to registrant for
i nvest nent advice, and specifically with respect to these
real estate investnents.

Consi dering the services thensel ves, we agree with
applicant that the services are not identical. The issue,
however, is whether an interrelationship exists between the
services such that they m ght be encountered by the sane
investors or real estate owners who woul d have reason to
believe that the services emanate fromthe same source, if
simlar marks are used in connection therewith. For the
reasons given above, we find that such a relationship
exi st s.

In addition, in Serial No. 75/359, 288, the Exam ning
Attorney, in his action of February 22, 2000, has nade of
record copies of several third-party registrations show ng
registration of the same mark by a single entity for both
real estate devel opnment and/or | easing and managenent
services and for investnment advisory services, including
real estate investnment counseling, financial advisory
services and the like. Wile these registrations are
adm ttedly not evidence of use of the nmarks in commerce,
they are sufficient to suggest that these are services
whi ch may be offered by a single entity and marketed under

the same mark. See In re Albert Trostel & Sons Co., supra,

10
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In re Mucky Duck Mustard Co., 6 USPQ2d 1467 (TTAB 1988).
The Exam ning Attorney has al so nade of record a few
excerpts of articles fromthe NEXI S database in which
reference is made to conpani es which offer both investnent
advi sory services and real estate devel opnent and
managenent services. Not only does this evidence
denonstrate that a relationship exists between the services
and that the services of both applicant and regi strant may
wel|l be offered in the sane channels of trade, but also
that the services mght well be m stakenly believed to
emanate fromthe sanme source, if highly simlar marks are
used therewth.

We also find applicant’s argunents as to the
sophi stication of both its and registrant’s custonmers to be
to no avail. Even sophisticated custonmers are not immne
to source confusion. This is especially true when the
mar ks are substantially identical in comercial inpression,
as is the case here, and the services are closely rel at ed.
See Inre Total Quality Goup Inc., 51 USPQd 1474 (TTAB
1999).

As a final factor to be considered, applicant raises
the | ack of evidence of any actual confusion, even though
applicant has been using its marks since Cctober 1997. W

can give little weight to this fact, however, under the

11
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present circunmstances. In the first place, registrant has
not had the opportunity to be heard fromon this point.
See In re National Novice Hockey League, Inc., 222 USPQ 638
(TTAB 1984). Second, in view of the apparent narrow

geogr aphi cal scope of applicant’s and registrant’s present
use of their marks, as opposed to the unlinmted scope of
the applications and registration, the question arises as
to whet her there has been any real opportunity for
confusion at this point in tine. See Gllette Canada Inc.
v. Ranir Corp., 23 USPQ2d 1768 (TTAB 1992). Whatever the
case, the issue is not actual confusion, but rather

l'i kel i hood of confusion.

Accordi ngly, upon the basis of the highly simlar
comerci al inpressions created by the respective marks, the
interrelationship which has been shown to exist between the
respective services, and the common channel s of trade, we
find that confusion is likely.

Decision: The refusal to register under Section 2(d)

is affirnmed in both Serial Nos. 75/359,288 and 75/ 371, 972.

12
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