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Qpi nion by Walters, Adm nistrative Trademark Judge:
Cal zeus — Cal cados, LDA. has filed a trademark
application to register the mark shown bel ow for “footwear,

nanel y, | eather shoes, |eather boots and | eat her sandal s. "@

1

Y Serial No. 75/342,379, in International Cass 25, filed August 18,
1997, based on use in commerce, alleging first use as of May 1995 and
first use in commerce regul abl e by Congress as of April 1997.
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The Trademark Exam ning Attorney has finally refused
regi stration under Section 2(d) of the Trademark Act, 15
U S. C 1052(d), on the ground that applicant’s mark so
resenbl es the mark shown bel ow, previously registered for
various articles of clothing,?that, if used on or in
connection with applicant’s goods, it would be likely to

cause confusion or m stake or to deceive.

Appl i cant has appeal ed. Both applicant and the
Exam ni ng Attorney have filed briefs,E but an oral hearing

was not requested. W affirmthe refusal to register.

2 Registration No. 1,997,417, issued August 27, 1996, to Sophir

International Co., Ltd., in International Cass 25. The goods are
identified as “articles of clothing and knitted articles of clothing,
nanel y, underwear, undershirts, panties, lingerie, negligees, chem ses,

foundati on garnents, brassieres, corsets, corselets, girdles, garter
belts, jerseys, sweaters, junpers, cardigans, and sl eepwear.”

3 Applicant submitted with its brief evidence regarding its sales; an
article about its success; and a photocopy of a British registration
However, the record nust be conplete prior to appeal. Trademark Rul e
2.142(d). In this case, applicant filed a request for reconsideration
with its notice of appeal, but did not include this evidence at that
stage, as woul d have been appropriate; and the Exami ning Attorney has
objected to the evidence as untinely. Because there is no question that
the evidence is untinely, we have not considered it. Even if we had
determ ned that this evidence was properly of record, it is of no
persuasi ve value. Registrability in Geat Britain is of no relevance to
registrability inthe US. Simlarly, applicant’s reputation, sales and
use are of little consequence except to the extent that this information
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Qur determ nation under Section 2(d) is based on an
anal ysis of all of the probative facts in evidence that are
relevant to the factors bearing on the Iikelihood of
confusion issue. See, Inre E. |I. du Pont de Nenours and
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In
considering the evidence of record on these factors, we keep
in mnd that “[t]he fundanental inquiry nmandated by Section
2(d) goes to the cunul ative effect of differences in the
essential characteristics of the goods and differences in
the marks.” Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976); and In re Azteca
Restaurant Enterprises, Inc., 50 USPQ2d 1209 (TTAB 1999) and
the cases cited therein.

W turn, first, to the marks. The Exam ni ng Attorney
contends that the dom nant portion of each mark is the word
SVWEAR, that the differences in the design elenents of the
two marks are insufficient to distinguish the marks; and
that the word SWEAR is arbitrary in connection with each
party’ s goods.

Appl i cant contends that the marks are dissimlar
because the design elenments of each mark are integral to the
commercial inpressions of the marks. Applicant argues that

the registered mark “contain[s] fanciful fem nine styling

pertains to use in the U S. and hel ps us understand the nature of the
goods as identified and normal channels of trade for such goods.
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appropriate for fermal e underwear/ sl eepwear/ casual wear

[and] a script letter Sin a dark oval background

i medi ately followed by the word SWEAR also in simlarly
femnine script lettering to give an el egant overal
inpression”; and that applicant’s mark “is presented in an
aggressive razor edged lettering with a sharp arrow

bi secting the mark fromtop to bottomin a cl ockw se arched
notion thus giving a youthful/hip/urban inpression.”
Applicant further argues that the third-party registrationEI
subm tted by applicant conprises a “crowded field” of SWEAR
mar ks.

W find that applicant’s mark and the regi stered mark,
when viewed in their entireties, are substantially simlar,
if not the same, in terns of sound and connotation, and
simlar in terns of appearance and commercial i npression.
The test is not whether the marks can be distingui shed when
subjected to a side-by-side conparison, but rather whether
the marks are sufficiently simlar in terns of their overal
commercial inpressions that confusion as to the source of
t he goods or services offered under the respective marks is

likely to result. The focus is on the recollection of the

4 Registration No. 2,274,822 for the mark “YOU LL LOVE I T. WE SWEAR.’
for, inter alia, T-shirts and hats. Applicant also submtted a copy of
a pending application (Serial No. 75/641,043 for the mark THE Pl NKY
SWEAR CLUB for various clothing itens). This application was abandoned
and is now the subject of a petition to revive. Regardless of whether
it renmains abandoned or is revived, it is of no value in eval uati ng what
mar ks are coexi sting on the Register
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aver age purchaser, who nornmally retains a general rather
than a specific inpression of trademarks. See, Sealed Air
Corp. v. Scott Paper Co., 190 USPQ 106 (TTAB 1975).

Furt hernore, although the marks at issue nmust be consi dered
intheir entireties, it is well settled that one feature of
a mark may be nore significant than another, and it is not

i nproper to give nore weight to this dom nant feature in
determ ning the comrercial inpression created by the nmark.
See, In re National Data Corp., 753 F.2d 1056, 224 USPQ 749
(Fed. Cir. 1985).

Wil e both nmarks contain design elenents, we find that
the word portion of each mark is predom nant and, thus, the
marks are simlar in appearance. The word portion of a mark
conprised of both a word and a design is normally accorded
greater weight because the words are likely to nake an
i npressi on upon purchasers that woul d be renenbered by them
and woul d be used by purchasers to request the goods. In re
Appetito Provisions Co., 3 USPQ2d 1553, 1554 (TTAB 1987);
and Kabushi ki Kai sha Hattori Tokeiten v. Scuotto, 228 USPQ
461, 462 (TTAB 1985). In registrant’s mark, the principal
design elenent is the “S” in an oval, which enphasizes the
initial letter of the word portion of the mark — SWEAR. In
applicant’s mark, the principle design elenent is the curved
arrow di ssecting the mark, which, although arbitrary, we

find to be of | esser significance that the word SVWEAR f or
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the reasons noted above. The style of print in which SWEAR
appears in each mark is relatively sinple and does not
contribute significantly to the overall commerci al

i npression of either mark.

We find applicant’s discussion of the significance of
the design features of each mark to be pure conjecture.
SSmlarly, we do not find a “crowded field of swear marks.”
Certainly one other registration containing the word “swear”
does not render it a weak termin connection with clothing
and footwear. Further, the third-party registered mark
“YOU LL LOVE I T. WE SWEAR. " creates an entirely different
commercial inpression than either of the marks involved in
this case.

Clearly the identical word SWEAR in each mark is
subj ect to the sane pronunciation and connotation — the
stylization of the words does not alter these factors. W
find the overall commercial inpressions of the two marks to
be substantially simlar.

Turning to consider the goods involved in this case, we
note that the question of |ikelihood of confusion nust be
determ ned based on an analysis of the goods recited in
applicant’s application vis-a-vis the goods recited in the
regi stration, rather than what the evidence shows the goods
actually are. Canadian Inperial Bank v. Wl ls Fargo Bank,

811 F.2d 1490, 1 USPQR2d 1813, 1815 (Fed. Cir. 1987). See
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al so, Octocom Systens, Inc. v. Houston Conputer Services,
Inc., 918 F.2d 937, 16 USPQ2d 1783 (Fed. Cir. 1992); and The
Chi cago Corp. v. North American Chicago Corp., 20 USPQd
1715 (TTAB 1991). Further, it is a general rule that goods
or services need not be identical or even conpetitive in
order to support a finding of |ikelihood of confusion.
Rather, it is enough that goods or services are related in
some manner or that some circunstances surrounding their
mar keti ng are such that they would be likely to be seen by
t he sane persons under circunstances which could give rise,
because of the marks used therewith, to a m staken beli ef
that they originate fromor are in sonme way associated with
the sanme producer or that there is an associ ati on between

t he producers of each parties’ goods or services. Inre
Melville Corp., 18 USPQ2d 1386 (TTAB 1991), and cases cited
t her ei n.

The Exam ning Attorney contends that applicant’s
identified goods are within the natural field of expansion
for registrant; and that, based on third-party registrations
in the record, consuners are accustoned to seeing itens of
clothing of the type listed in the registration and footwear
identified by the sane marks and com ng fromthe sane
source. Applicant argues that this evidence does not
establish that the goods are “simlar,” and that the six

regi strations submtted by the Exam ning Attorney are
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insufficient to establish that the goods are within
registrant’s “natural field of expansion.”

W find that we need not address what goods are “within
registrant’s natural field of expansion.” Rather, we are
convinced by the third-party registrations nmade of record by
applicant that consuners are accustoned to seeing various
clothing itens, including itens the sane as registrant’s,
and | eather footwear fromthe sane source and identified by
the sanme trademarks. Thus, we find that applicant’s and
registrant’s goods are sufficiently related that, if
identified by confusingly simlar marks, confusion as to
source or sponsorship is |ikely.

Finally, with regard to applicant’s assertion that it
is aware of no instances of actual confusion occurring as a
result of the contenporaneous use of the marks of applicant
and registrant, we note that, while a factor to be
consi dered, the absence or presence of actual confusion is
of little probative value where we have little evidence
pertaining to the nature and extent of the use by applicant
and registrant. Mreover, the test under Section 2(d) is
not actual confusion but |ikelihood of confusion. See, In
re Kangaroos U.S. A, 223 USPQ 1025, 1026-1027 (TTAB 1984);
and In re General Mdtors Corp., 23 USPQ@d 1465, 1470-1471

(TTAB 1992) .
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Therefore, we conclude that in view of the substantial
simlarity in the comercial inpressions of applicant’s mark
and registrant’s mark, their contenporaneous use on the
goods involved in this case is likely to cause confusion as
to the source or sponsorship of such goods.

Deci sion: The refusal under Section 2(d) of the Act is

af firned.



