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Before Ci ssel, Chapman and Wendel, Adm nistrative Trademark
Judges.
Qpi nion by Cissel, Adm nistrative Trademark Judge:

On August 13, 1997, applicant filed the above-

referenced application to register the mark shown bel ow

on the Principal Register for “footwear; utility clothing,

in Cass 25. The application was based on applicant’s
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assertion that it possessed a bona fide intent to use the
mark on these goods in comerce. Prior to any exam nation
of the application by the Patent and Trademark O fice,
applicant filed an amendnent to allege use as of April 1,
1997 and use in interstate commerce as of the sane date.

The Exam ning Attorney refused registration under
Section 2(d) of the Act on the ground that applicant’s
mark, as applied to the goods set forth in the application,
so resenbles the mark “VWERX,” which is registeredﬂfcn
“utility gloves nade of fabric coated with rubber or
simlar conposition,” in Class 25, that confusion is
likely. The marks in several other registrations and co-
pendi ng applications were also raised as bars and potenti al
bars to registration of applicant’s mark, but they were
subsequent |y w t hdrawn.

Appl i cant responded to the refusal to register with an
anendnent to the identification-of-goods clause and
argunent that confusion is not likely. As anmended, the
goods were stated to be “footwear, nanely work boots and
shoes; utility clothing, nanely t-shirts, hats and
stockings.” Applicant included with its response copi es of

printouts froma private database of registration

! Reg. No. 604,513, issued to PDL Trust on April 4, 1955; renewed
tw ce.
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information listing third-party marks asserted to be

regi stered for goods in Cass 25. These marks include
“WORK | N PROGRESS” for “clothing for wonen, children, and
toddl ers, nanely sweaters”; “WORK EXPRESS' for "shoes,
sandal s and hats"; "WORK 1" and design for "shoes and
boots"; "WORK AT IT!" for "clothing, nanmely t-shirts";
"Work At It!" for "knit shirts, caps and hats,” and “retai
clothing stores featuring t-shirts sweat shirts, knit
shirts, caps and hats"; and "WORK I T" for "clothing, nanely
basebal | caps, t-shirts, knit shirts, sweat shirts, gym
shorts, sweat shorts, and sweat pants.”

The Exam ning Attorney was not persuaded by
applicant’s evidence or argunents, and the second O fice
Action made final the refusal to register under Section
2(d) of the Act based on the cited registration of the mark
“WERX.” Attached to the final refusal were copies of
third-party registrations wherein both protective gl oves
and other clothing itens such as boots and hats are |isted
as the products with which the particular marks are
registered. Also submtted were excerpts from published
stories retrieved fromthe Nexi s® database denonstrati ng
that protective gloves and the itens listed in the
application are used together by the sanme people when they

are wor ki ng.
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Appl i cant responded with a request for reconsideration
and anot her anendnent to the identification-of-goods
cl ause. As anended, the application identified the goods
as "footwear, nanely work boots and shoes, and not utility
gloves.” Submtted with the request for reconsideration
wer e additional exhibits, including printed advertising
materials for applicant's boots, copies of pages from
registrant's web site, and copies of third-party
registration information obtained fromthe U S. Patent and
Trademark O fice Trademark Text and | nage Database. Each
of the marks for which information is provided includes the
word "wor k" or "works" as a conponent, and the goods
listed in each registration include itens of clothing.

Responsive to the request for reconsideration, the
Exam ni ng Attorney accepted the anended identification of
goods, but maintained the final refusal to register under
Section 2(d) the Act. Attached to this response were
copi es of pages fromapplicant's web site show ng the
deal ers and distributors through which applicant's products
are available. Owher information retrieved fromthe
Internet by the Exam ning Attorney denonstrates that
several of the listed distributors for registrant's gl oves

al so sell protective work shoes or work boots.
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Applicant tinely filed a notice of appeal. Both
applicant and the Exam ning Attorney filed briefs, and an
oral hearing was conducted before the Board at applicant's
request.

Based on careful consideration of the argunents and
the record before us in this appeal, as well as the
rel evant | egal precedent, we find that the refusal to
register is appropriate in this case. Confusion is |likely
because the marks create simlar comrercial inpressions, as
applied to the products specified in the registration and
application, respectively, and those goods are conmercially
related in such a way that purchasers of themare likely to
assune that the use of simlar trademarks on themis an
i ndication that they emanate fromthe sane source.

CtingInre E. 1. du Pont de Nenburs & Co., 476 F.2d
1357 (CCPA 1973), applicant submts that there is no
| i kel i hood of confusion because the marks "are neither
identical nor so simlar in overall appearance,
connotation, or commercial inpressions as to cause
confusion.” Applicant asserts that "[t] he goods of the
parties [sic] and the normal channels of trade for the
goods differ, and the purchasers of each parties' [sic]

goods are sophisticated and unlikely to make inpul se
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purchases or to be confused as to the source of the goods."
(Brief p. 3).

W di sagree. To the contrary, as noted above, the
comercial inpressions created by these two marks are quite
simlar, and the goods are rel ated.

Turning first to the marks, under the du Pont case,
supra, in order to determ ne whether confusion is likely,
we nust conpare the marks in their entireties for
simlarities in sound, appearance, neaning and connotati on.
Simlarity in any one of these elenents is sufficient to
find a likelihood of confusion. In re Mack, 197 USPQ 755
(TTAB 1977). Al though the marks nust be conpared in their
entireties, greater weight may be given to a dom nant
feature in any given mark. In re National Data Corp., 224
USPQ 749 (Fed. Cir. 1985). The words or literal portions
of marks generally have nore source-identifying
significance than do the designs in nmarks which conbine the
two. In re Appetito Provisions Inc., 3USPQ2d 1553 (TTAB
1987); and In re International Conponents Corp., 191 USPQ
653 (TTAB 1976). GCenerally speaking, the addition of a
design el enent does not elimnate the simlarity between
mar ks whi ch have common literal portions. Coca-Cola
Bottling Co. v. Joseph E. Seagram & Sons, Inc., 526 F.2d

556, 188 USPQ 105 (CCPA 1975).
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When these principles are applied to the facts
presented by the instant case, it is clear that the mark
sought to be registered is simlar in sound and connotation
to the registered mark and therefore creates a commerci al
i npression which is simlar to that created by the cited
regi stered mark. The dom nant portion of applicant's mark
is the term"WRX. " It is this word that will be used when
t he goods are requested, pronoted, or recomrended.

Al t hough the road-work style sign design on which this term
is presented cannot be ignored, the design serves to
enphasi ze the fact that the literal termin applicant's
mark is the phonetic equivalent of the word "WORKS." The
cited registered mark, "WERX," is also the phonetic

equi val ent of "WORKS." The Exam ning Attorney nade of
record excerpts fromdictionary pronunciation guides which
establish that the letters "ERK' and the letters "ORK" are
pronounced t he same way.

Applicant argues that the term"WORX" is entitled to
only a narrow scope of protection because there are other
registered marks in Cass 25 which contain the word "WORK. "
The third-party registrations, however, are for marks which
present conpletely different conmercial inpressions from
the inpression created by either the mark applicant seeks

to register or the cited registered mark. Most of them
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contain additional word elenents, e.g., “WRK IN PROGRESS, ”
“WORK EXPRESS,” and “Wrk At It.” As the Exam ning
Attorney points out, the “X’ at the end of applicant’s mark
and registrant’s mark is a very distinctive feature and
hel ps in these marks create commercial inpressions which
are are simlar to each other, but separate and di stinct
fromthose created by any of cited third-party registered
marks cited by applicant. |In any event, third-party

regi strations are not persuasive that confusion is not
likely in this case because, w thout evidence or testinony
concerning the extent of the use and pronotion of the nmarks
therein, the registrations thensel ves do not provide a
basi s upon which we could conclude that the public has
beconme so famliar with such marks that they |ook to smal

di fferences between themin order to distinguish anong
them The Conde Nast Publications, Inc., v. Mss Quality,

I nc., 184 USPQ 422 (CCPA 1975).

Additionally, we note that applicant’s mark is al so
simlar to the registered mark in connotation. As noted
above, both marks are essentially m sspellings of the word
“WORKS. ” Applicant’s goods include “work boots.” The text
made of record by applicant fromthe web site of registrant
states that registrant’s gloves “have already taken the

preci sion assenbly market by storm wherever worki ng hands
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need |ightwei ght protection.” The goods of both applicant
and registrant are clearly intended to be used by people
who are working. In this sense, both marks are not only
suggestive, they both nmake the sanme suggesti on.

The second step in our analysis of the issue of
| i kel i hood of confusion is whether the goods specified in
the registration are related to those set forth in the
application in sone manner, or the conditions surrounding
their marketing is such that they could be encountered by
t he sane purchasers under circunstances that could give
rise to the mstaken belief that the goods conme froma
single source. Inre Martin s Fanous Pastry Shoppe, Inc.,
748 F.2d 1565, 223 USPQ 1289 (Fed. Cir. 1984).

The goods in the instant case clearly are related. As
not ed above, the Exam ning Attorney made of record evidence
showi ng that the sane businesses that distribute
registrant’s gloves also sell boots and protective
footwear. The excerpted articles and the third-party
registrations listing both types of products establish that
consuners have a basis upon which to assune that simlar
mar ks on these products indicate that they come fromthe
sane source. In re Al bert Trostel & Sons Co., 29 USPQd

1783 (TTAB 1993).
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Applicant’s argunent that confusion is unlikely
because the purchasers of these products are sophisticated
is not well taken. Sinply put, there is no support for it
in this record. Applicant has not presented any evidence
to show that the purchasers of applicant’s or registrant’s
goods are any nore sophisticated than the ordinary
purchasers of any other retail goods, nor has applicant
supported its argunent that confusion is not |likely because
purchasers of applicant’s footwear woul d know t hat
appl i cant manufactures only footwear. As identified in the
application and registration, respectively, these goods
woul d seemto be appropriate for ordinary consunmers who
need protective gear for their hands and feet in order to
acconplish particular types of work in confort and safety.
Mor eover, even if we were presented with evidence that only
technically sophisticated, particularly safety-conscious
t echni ci ans purchase t hese goods, we would not be convinced
that confusion is unlikely. The fact that purchasers are
sophi sticated or know edgeable in a particular field does
not necessarily nmean that they are sophisticated or
know edgeable in the field of trademarks or that they are
i mmune from source confusion. See In re Deconbe, 9 USPQd
1812 (TTAB 1998). As the Exam ning Attorney points out,

the issue is not whether there is likely to be confusion

10
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bet ween the products, but rather whether confusion as to
the source of the products is |likely because of the simlar
mar ks used on them |In re Rexel Inc., 223 USPQ 831 (TTAB
1984). Even if applicant had established sone basis for us
to conclude that applicant's custoners believe that
applicant only produces shoes and boots, our ruling that
confusion is likely would not change. Nothing would
prevent applicant fromexpanding its product line in the
future to include other itens of protective clothing, such
as gloves, in the future.

Even if we had doubt as to whether confusion is
i kely, we would have to resol ve such doubt in favor or the
regi strant, and agai nst applicant, who, as the second
conmer, had the duty to select a mark that is unlikely to
cause confusion with one that is already in use on rel ated
goods. Squirrel Brand Co. v. G een Gables Investnent Co.,
dab Green Gables Nut Farnms, 223 USPQ 154 (TTAB 1984).

In summary, confusion is likely because applicant’s
mar k, when considered in its entirety, creates a conmerci al
i npression which is very simlar to that which is created
by the registered nmark, and the goods set forth in the
registration are coomercially related to those specified in

t he application.
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Deci sion: The refusal to register under Section 2(d)

of Lanham Act is affirned.
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