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G lson & Lione for Set Secure Electronic Transaction LLC

Darshini Satchi, Trademark Exam ning Attorney, Law Ofice
111 (Craig Taylor, Managi ng Attorney).

Bef ore Hohein, Wendel and Drost, Adm nistrative Trademark
Judges.

Opi ni on by Wendel, Admi nistrative Trademark Judge:

Set Secure El ectronic Transaction LLC' has filed an
application to register the mark SET SECURE ELECTRONI C
TRANSACTI ON and desi gn, as depicted below, for *conputer
consul ting services regardi ng devel opnent and testing of

sof tware devel oped by others, in the fields of encryption

! The application was originally filed by Mastercard

International Inc. and Visa International Service Association and
was subsequently assigned to Set Secure Transaction LLC. The
assi gnment was recorded by the Assignnent Branch on August 11
1998 at reel 1767, frane 795.
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and protection of information, banking, credit, debit and

paynent services, and funds transfers.”?

Regi strati on has been refused under Section 2(d) of
the Trademark Act on the ground of |ikelihood of confusion
with the SET and design nmark, as depicted below, which is
regi stered for “conputer consultation, programmng and
software design for others; up-dating of conputer software;

and design of computer systens for others.”3

This refusal has been appeal ed and applicant and the
Exam ning Attorney have filed briefs. No oral hearing was

r equest ed.

2 Serial No. 75/326,191, filed July 17, 1997, based on an

all egation of a bona fide intention to use the mark in conmmerce.
A di scl ai ner has been made of the words SECURE ELECTRONI C
TRANSACTI ON.

® Registration No. 1,947,418, issued January 9, 1996, clain ng
first use dates of January 13, 1993.
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For the sake of conpl eteness, we note that, initially,
registration had al so been refused under Section 2(d) on
the basis of the mark SET and desi gn, as depicted bel ow,

which is registered for “software devel opment services.”?

This refusal was w thdrawn, however, by the Exam ning
Attorney in her appeal brief.®

At the tinme of appeal, there was al so an out st andi ng
requi renent that applicant enter a disclainmer of the
wor di ng SECURE ELECTRONI C TRANSACTION.  Up until this
poi nt, applicant has agreed only to a disclai ner of
ELECTRONI C TRANSACTI ON.  Applicant in its appeal brief,
however, stated that it had decided to conply with the ful
di scl ai mer requirenent and entered a disclainmer of SECURE
ELECTRONI C TRANSACTI ON.  Accordingly, the only issue for
our consideration is the Section 2(d) refusal based on

Regi stration No. 1,947, 418.

* Regi stration No. 1,999, 165, issued Septenber 10, 1996, clai m ng
first use dates of August 1, 1988.

> W note that this case was reassigned to a new Exam ni ng
Attorney for purposes of preparing the appeal brief.
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We make our determ nation of |ikelihood of confusion
on the basis of the du Pont® factors which are relevant in
view of the evidence of record. Two key considerations in
any analysis are the simlarity or dissimlarity of the
respective marks and the simlarity or dissimlarity of the
goods or services with which the marks are being used or
are intended to be used. See Federated Foods, Inc. v. Fort
Howard Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976);
In re Azteca Restaurant Enterprises, Inc., 50 USPQ2d 1209
(TTAB 1999) .

Looking first to the respective marks, we are guided
by the well established principle that although the marks
nmust be considered in their entireties, there is nothing
i nproper, under appropriate circunstances, in giving nore
or less weight to a particular portion of a mark. See In
re National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed.
Cr. 1985). Moreover, although descriptive or disclained
matter cannot be ignored in conparing the nmarks, consuners
are nore likely to rely on the non-descriptive portion of a
mark as an indication of source. See Hilson Research Inc.
v. Society for Human Resource Managenent, 27 USPQd 1423

(TTAB 1993). In addition, it is the word portion of a

®Inre E.I. du Pont de Nenours & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973).
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mar k, rather than the design features, unless particularly
distinctive, that is nore likely to be renenbered and
relied upon by purchasers in referring to the goods and/ or
services and thus it is the word portion that is accorded
nmore weight in determning the simlarity of the involved
marks. See Ceccato v. Manifattura Lane Gaetano Marzotto &
Figli S.p.A, 32 USPQd 1192 (TTAB 1994).

Appl ying these principles, we are in agreenment with
the Exam ning Attorney that the dom nant portion of both
applicant’s and registrant’s marks is the term SET. Wile
applicant argues that the nost visually conmandi ng portion
of applicant’s mark is the phrase SECURE ELECTRONI C
TRANSACTI ON, the question is not the anmobunt of space
occupied by a portion of a mark but rather the trademark
significance of this portion. Here the phrase SECURE
ELECTRONI C TRANSACTI ON has been acknow edged by appli cant
to be descriptive of its services by applicant’s
acqui escence in a disclainmer of the phrase. As a
descriptor of applicant’s services, it has but m ninal
inport to purchasers as an indication of a particular
source of these services. The term SET is instead the
portion which points to the source of the services, and

t hus functions as the dom nant portion of applicant’s nark.
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VWil e applicant al so places great significance on the
visual differences of the designs in applicant’s and
registrant’s marks, we find the designs not to be so
distinctive as to result in overall conmercial inpressions
which w Il distinguish the marks in the m nds of
purchasers, especially over a period of tinme. Purchasers
will still refer to the services by the term SET. In fact,
the “setting sun” of registrant’s nmark may well serve to
re-enforce the inpression created by the term SET. As for
applicant’s design, a rectangle is a frequently used border
of mninmal significance and the five-sided figure around
the term SET is no nore than barely suggestive of a “shield
device,” as contended by applicant. Cearly there is no
strong i npact made by the design of applicant’s mark, as
woul d be renenbered over tine so as to distinguish
applicant’s mark in the mnds of purchasers. Despite the
obvious differences in the marks when viewed in their
entireties in appearance and sound, we find the overal
commerci al inpressions of both to be dom nated by the term
SET and thus to be highly simlar.

Turning to the services involved, we note that as a
general principle, the issue of |ikelihood of confusion
nmust be determ ned on the basis of the services as

identified in the application and in the cited
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regi stration, rather than on the basis of any evidence
showi ng what the services are in actual practice. Canadian
| nperial Bank of Comrerce v. Wells Fargo Bank, 811 F.2d
1490, 1 USPQ2d 1813 (Fed. Cir. 1987); CBS, Inc. v. Morrow,
708 F.2d 1579, 218 USPQ 198 (Fed. Cir. 1983).

Here applicant’s services have been narrowy recited
as conputer consulting services regardi ng devel opnent and
testing of software of others in certain specialized
fields. On the other hand, registrant’s services, in
rel evant part, are broadly recited as “conputer
consul tation, programm ng and software design for others;
updating of conputer software.” There is no limtation as
to the field or fields to which these services are
directed. While applicant has introduced evidence from
regi strant’s website which applicant clains shows that
regi strant sells software exclusively to ophthal nol ogi sts
which is designed to act as a billing, inventory and
patient -date tracki ng database, and further clains that it
has confirnmed this imtation of registrant’s services by
means of professional investigators, any evidence of this
nature is irrelevant to our determ nation of a |ikelihood
of confusion. Looking solely to the services as identified
in the registration, we find no restrictions as to fields

of operation or types of purchasers. Registrant’s services
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cover conputer consulting services in general, and software
desi gn and updating of software as well. As such, the
services of registrant clearly enconpass the specific
conput er consulting services of applicant.

Wi |l e applicant correctly points out that there is no
per se rule in cases involving conmputer or software rel ated
goods, the fact remains that if conputer goods or services
are to be distinguished and simlar marks allowed to be
regi stered therefor, the distinctions in these goods or
services must be fully set forth in the identifications
thereof. Although applicant in this case nmay have
particularly defined its services, registrant’s services
are not so specifically identified and thus registrant’s
servi ces cannot be restricted to any particular field.’

In a simlar vein, if there are no restrictions in the
application or registration as to channels of trade, the
parties’ services nust be assuned to travel in all the
normal channels of trade for services of this nature. See
Kangol Ltd. v. KangaROOS U.S. A, 974 F.2d 161, 23 USPQd
1945 (Fed. Gr. 1992); Canadian Inperial Bank v. Wlls

Fargo Bank, supra. The cited registration contains no

" W note that applicant has a potential renmedy at hand, nanely,
the filing of a petition to partially cancel the registration
under the provisions of Section 18 of the Trademark Act.
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[imtations and thus registrant’s services cannot be
restricted to any specialized channels of trade or
particul ar type of purchasers, but rather nust be assuned
to enconpass those of applicant. No distinctions can be
made on this basis.

Accordingly, the potential purchasers for the services
of both must be assuned to be the sane. Al though applicant
argues these would all be sophisticated custoners who woul d
be likely to exercise a high degree of care in purchasing
t he services, even sophisticated purchasers are not imune
to source confusion when highly simlar marks are used in
connection with the involved services. See In re Total
Quality Group Inc., 51 USPQd 1474 (TTAB 1999). Two
sources offering conputer consulting services in the sane
field under simlar SET marks would lead to a |ikelihood of
confusion on the part of even sophisticated purchasers.

Applicant has also introduced as a factor for
consideration the use by third parties of marks based on
the formative SET or consisting of the term SET al one for
goods or services in the sane general field. Wile
applicant has nade of record copies of nunerous third-party
regi strations, applicant has nade no evi dence of record of
actual use of any of these marks. As has often been

stated, copies of third-party registrations in thenselves
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carry little weight in determning likelihood of confusion.
They are not evidence of use of the marks or that consuners
are famliar with the marks so as to be accustoned to the
exi stence of simlar marks in the marketplace. See Hilson
Research Inc. v. Society for Human Resource Managenent,
supra, and the cases cited therein.

Even if we had evidence of actual use, the majority of
these third-party nmarks are sinply conposite terns which
include the letters SET and do not create the sane
comercial inpression as the term SET al one. As such,
these marks are irrelevant. Even those few marks which
consi st of the term SET al one (applicant points to a total
of six) are of little significance, in that although these
may be registered for goods in the same broad field, such
as el ectroni c devices or conputer software, none is
regi stered for services simlar to those involved here.

Nor can any correlation be drawn between the various
SET marks such that we mght determine that the termhas a
commonl y understood nmeaning in the relevant field and the
mar ks have been chosen to convey this neaning. |If this
were the case, which it is not, then we mght be able to
conclude that marks of this nature are inherently weak and
that only slight differences would be sufficient to

di stingui sh one fromanother. See Inre Melville Corp., 18

10
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USP2d 1386 (TTAB 1991). But applicant has clearly not
shown this to be the situation here.

The only truly relevant third-party registrations are
the previously cited registration which was w t hdrawn by
the Exam ning Attorney on appeal and the cited
registration. Here we have evidence of the registration of
the mark SET by two separate entities for conputer
consulting services. Although applicant argues that its
mark shoul d be allowed to coexist wth these two
regi strations, we do not agree. 1In the first place, we do
not have the file histories before us of the two
regi strations and thus cannot nmake a full assessnment of the
reasons for the coexistence of these two marks. In any
event, the prior decision of an Exam ning Attorney on the
registrability of the two marks over one another is in no
way controlling on our present decision. See Inre
Nati onwi de I ndustries, Inc., 6 USPQ2d 1882 (TTAB 1988). It
is well settled that each case nust be decided on its own
facts. In re Sun Mcrosystens, Inc., 59 USPQRd 1084 (TTAB
2001); In re Pennzoil Products Co., 20 USPQ@d 1753 (TTAB
1991) .

The other factor which applicant introduces is its
evi dence of the lack of any actual confusion despite the

fact that there has been coexistent trademark usage of

11
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applicant’s and registrant’s mark over the past four years.
We can give little weight to this fact, however, under the
present circunstances. |In the first place, registrant has
not had the opportunity to be heard fromon this point.

See In re National Novice Hockey League, Inc., 222 USPQ 638
(TTAB 1984). Second, in view of the apparent narrow scope
of registrant’s present use of its mark, as opposed to the
scope of the services for which it is registered, the
guestion ari ses whether there has been any real opportunity
for confusion, at this point in tine. See Gllette Canada
Inc. v. Ranir Corp., 23 USPQ2d 1768 (TTAB 1992). \atever
the case, in the final analysis, the issue is not actual
confusion, but rather |ikelihood of confusion.

Accordingly, on the basis of the simlarity of the
comerci al inpressions created by applicant’s and
registrant’s marks and the fact that applicant’s services
are fully enconpassed by the “conputer consultation”
services of registrant, we find confusion likely with the
cont enpor aneous use of the marks.

Decision: The refusal to register under Section 2(d)

is affirned.

12
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