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Stanley B. Kita of Howson and Howson for Personnel Data
Systens, |nc.
Heat her D. Thonpson, Trademark Exam ning Attorney, Law
Ofice 103 (Mchael A Szoke, Managi ng Attorney).
Bef ore Seehernman, Wendel and Bucher, Adm nistrative

Trademar k Judges.

Qpi ni on by Seeherman, Adm nistrative Tradenmark Judge:

Personnel Data Systens, Inc. has appealed fromthe
final refusal of the Trademark Exam ning Attorney to
regi ster VISTA as a trademark for “conputer software for
use in human resource managenent, nanely, in maintaining
i

personnel and benefits records, and processing payrolls.”

Regi stration has been refused pursuant to Section 2(d) of

! Application Serial No. 75/325,141, filed July 16, 1997, and
asserting a bona fide intention to use the mark in comerce.
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the Trademark Act, 15 U. S.C. 1052(d), on the ground that
applicant’s mark so resenbl es the mark VI STA/ PAY, shown
bel ow, and regi stered for “business services, namely
payrol |l adm nistration services perforned for other
conpanies”E]that, if used on applicant’s identified goods,
it would be likely to cause confusion or mstake or to

decei ve.

SVIsTAaY

Applicant filed an appeal brief and a suppl enental
appeal brief.EI The Exam ning Attorney also filed a brief.
An oral hearing was not requested.

In determ ning whether there is a |likelihood of
confusion between two marks, we nust consider all relevant
factors as set forth inIn re E I. du Pont de Nenours &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In reaching

our decision herein, we have focused our discussion on

2 Regi stration No. 1,948, 407, issued January 16, 1996. The
drawing is lined for the col or red.

3 After the filing of applicant’s appeal brief the Exam ning
Attorney requested remand because the applicati on had been newy
assigned to her, and she wi shed to supplenent the evidence in
the case. The request was granted, and the Exam ni ng Attorney
not only submtted additional evidence, but she withdrew the
refusal of registration with respect to Registration No.

1, 240, 942, which had forned one of the bases for refusal in the
final Ofice action. Applicant was thereupon given an
opportunity to file a supplenental appeal brief directed to the
new evi dence and argunents.
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those factors argued by applicant and the Exam ning
Attorney.

In any likelihood of confusion analysis under Section
2(d), two of the nost inportant considerations are the
simlarities or dissimlarities between the marks and the
simlarities or dissimlarities between the goods and/ or
services. Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976).

Turning to a consideration of applicant’s goods and
the registrant’s services, it is true that one is a product
and the other a service. However, it is well established
that the goods or services of the parties need not be
simlar or conpetitive, or even that they nove in the sane
channel s of trade to support a holding of Iikelihood of
confusion. It is sufficient that the respective goods or
services of the parties are related in sone nmanner, and/or
that the conditions and activities surrounding the
mar keti ng of the goods and services are such that they
woul d or could be encountered by the sane persons under
ci rcunst ances that could, because of the simlarity of the
mar ks, give rise to the m staken belief that they originate
fromthe sanme producer. See International Tel ephone &

Tel egraph Corp., 197 USPQ 910 (TTAB 1978).
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In this case, the Exam ning Attorney has nade of
record third-party registrations that show that a party has
adopted a single mark for both payroll services and payroll
sof tware. Third-party regi strations which individually
cover a nunber of different itens and which are based on
use in commerce serve to suggest that the |listed goods
and/ or services are of a type which nay emanate froma
single source. See In re Albert Trostel & Sons Co., 29
UsP@d 1783 (TTAB 1993).

In addition, the Exam ning Attorney has made of record
a nunber of excerpts of articles taken fromthe NEXI S data
base which refer to payroll processing conpanies offering
payroll software as well. As a result of these reports,
consuners are likely to believe that payroll adm nistration
services and payroll software can emanate fromthe sane
sour ce.

Applicant argues that the custoners for its software
are different fromthe custonmers of the registrant’s

servi ces. It is clear fromthe identification that the

4 See, for exanple, Registrations Nos. 2,176,083 and 2,147,183
for, inter alia, conputer software for use in connection with
human resources, and payroll, and for payroll preparation
services; Registration No. 1,868,786 for, inter alia, software to
all ow custonmers to input their own payroll data, transnmt the
files, and print payroll checks on site or have payroll or
personnel reports prepared by a processing center, and payroll
processi ng services.
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registrant’s payroll adm nistration services are rendered
to other conpanies. However, applicant’s identified
software woul d al so be utilized by conpani es having the
need for payroll processing and adm nistration. In
particul ar, a conpany which has used payroll adm nistration
services may decide to purchase conputer software in order
to handle its own payroll processing, or to supplenent the
services it obtains froma third party. Such a consuner
m ght well believe, if the software were offered under a
confusingly simlar mark to that under which the payrol
adm ni stration services were rendered, that the software
was an ancillary product emanating fromthe sanme source as
t he servi ces.

This brings us to a consideration of the marks.
Applicant’s mark is VISTA, while the cited mark is for
VI STA/ PAY and design. Although there are specific
differences in the marks, they do not serve to distinguish
them The design elenent in the cited mark has a very
limted visual effect, because it is a commobn geonetric
shape, is relatively snmall conpared to the words, and
because, as a non-verbal elenent, is less likely to be
referred or renenbered. See In re Appetito Provisions Co.,
3 USPQ2d 1553 (TTAB 1987). Simlarly, the word PAY, which

is a descriptive termfor the services, is not only
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separated fromthe word VI STA by a slash, but has a | esser
vi sual inpression because it is shown in |ower case letters
as opposed to the upper case lettering of VISTA. Thus,
al t hough we have conpared the marks in their entireties in
assessing the likelihood of confusion, we find that the
VI STA portion of the cited mark is the dom nant el enent.
See In re National Data Corp., 753 F.2d 1056, 224 USPQ 749
(Fed. Cir. 1985). Moreover, because of the simlarities in
t he appearance, pronunciation and connotation of the marks,
t hey both convey the sanme conmercial inpression.

Applicant has argued that VISTAis entitled to a
limted scope of protection because it has been registered
by third parties. Although applicant has not submtted

B

copies of these registrations,™ the Exam ning Attorney did
not object to them or otherw se advise applicant of the
insufficiency of nerely listing them Accordingly, we have
treated themas of record. However, of the three
registrations listed by applicant, Ofice records show t hat
two have been cancell ed, and the one remaining

regi stration, No. 1,503,617, is not, as applicant

characterizes it, for a “Personal Conputer Software

°® In general, the Board does not take judicial notice of

registrations that reside in the U S. Patent and Trademark

O fice, and the subm ssion of a list of registrations is
insufficient to make themof record. 1In re Duofold Inc., 184
USPQ 638 (TTAB 1974).
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Program” The full identification is “personal conputer
sof tware programrecorded on nmagnetic nedi a, persona
conput er hardw red progranm ng circuit board, and persona
conput er operator’s hand control nouse, all for
conputeri zed video di splay enlargenent systens for the
visually inpaired.” This specialized conputer equi pnent
for the visually inpaired is clearly different from
applicant’s identified payroll processing software and the
payroll adm nistration services identified in the cited
regi stration. Moreover, the significance of VISTA in
connection with products for the visually inpaired is
clearly different fromthe neaning of this word in
connection wth payroll software and services.

Accordi ngly, we are not persuaded by applicant’s argunent
that the scope of protection of the cited registration
should be so limted that it would not extend to the use of
VI STA for the conmputer software identified in applicant’s
appl i cation.

Because of the simlarity of the marks, and the
related nature of the goods and services, we find that
consuners who are aware of the registrant’s payrol
adm ni stration services offered under the mark VI STA/ PAY

and design are likely to believe, upon seeing the mark
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VI STA on conputer software for, inter alia, processing
payrolls, that this product emanates fromthe sanme source.

Decision: The refusal of registration is affirned.



