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Steven J. Ell eman of Thonpson Hine & Flory LLP for Trailer
Bridge, Inc.
G na Hayes, Trademark Exam ning Attorney, Law Ofice 104
(Si dney Moskowi tz, Managi ng Attorney).
Bef ore Hanak, Wendel and Bottorff, Adm nistrative Trademark
Judges.
Qpi ni on by Wendel, Adm nistrative Trademark Judge:

Trailer Bridge, Inc. has filed an application to
register the mark TB (typed drawi ng) for “ocean
transportation of goods between and anobng ports in the
mai nl and United States and Puerto R co and other |ocations,

and freight transportation by truck within the United

States.”liI

! Serial No. 75/324,564, filed July 15, 1997, claining first use
dates of Septenber 1, 1995.



Ser No. 75/ 324,564

Regi stration has been finally refused under Section
2(d) of the Trademark Act on the ground of |ikelihood of
confusion with the mark TB GROUP and desi gn, as depicted
bel ow, which is registered for “handling, storage and
distribution via air, land and sea of fashion nmerchandise

and fast noving consuner goods of all types.”EI

The requirenment that applicant submt acceptabl e specinens
has al so been made final. The refusal of registration has
been appeal ed and both applicant and the Exam ning Attorney
have filed briefs. An oral hearing was not requested.

Section 2(d) Refusal

W nmake our determ nation of |ikelihood of confusion
on the basis of those of the du PontEI factors which are
rel evant in view of the evidence of record. Two key
considerations in any analysis are the simlarity or
dissimlarity of the respective marks and the simlarity or

dissimlarity of the goods or services with which the nmarks

2 Registration No. 1,793,895, issued Septenber 21, 1993, Section
8 & 15 affidavits accepted and acknow edged, respectively. A
di scl ai nrer has been nade of the word GROUP

®Inre E. 1. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973).
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are being used. See Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976); In re
Azt eca Restaurant Enterprises, Inc., 50 USPQ2d 1209 (TTAB
1999) .

Looking first to the respective marks, we are gui ded
by the well established principle that although the marks
must be considered in their entireties, there is nothing
i nproper, under appropriate circunstances, in giving nore
or less weight to a particular portion of a mark. See In
re National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed.
Cir. 1985). Moreover, although descriptive or disclained
matter cannot be ignored in conparing the marks, it is also
a fact that consuners are nore likely to rely on the non-
descriptive portion of a mark as an indication of source.
See Hilson Research Inc. v. Society for Hunman Resource
Managenent, 27 USPQRd 1423 (TTAB 1993). 1In addition, it is
the word portion of a mark, rather than the design
features, unless particularly distinctive, that is nore
likely to be renenbered and relied upon by purchasers in
referring to the goods and thus it is the word portion that
will be accorded nore weight in determining the simlarity
of the involved marks. See Ceccato v. Manifattura Lane
Gaetano Marzotto & Figli S.p. A, 32 USPQ2d 1192 (TTAB

1994) .
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W agree with the Exam ning Attorney that the letters
TB dom nate registrant’s mark. There are obvious
differences in the appearance and sound of the nmarks as a
whol e, as pointed out by applicant, as a result of the
addi tional presence of the word GROUP in the registered
mar k. Nonet hel ess, we are convinced that potenti al
custoners would |l ook to the letters TB as the indicator of
source, rather than the descriptive word GROUP, which has
been di sclained by registrant. Mreover, sinply upon
viewing the two marks, there is no neani ng which custoners
woul d readily attach to the letters TB, so as to
di stingui sh between applicant’s and registrant’s uses of
the same letters. See Alberto-Culver Co. v. F.D.C
Whol esal e Corp., 16 USPQ2d 1507 (TTAB 1990). The overal
comercial inpressions created by the marks TB and TB GROUP
are highly sim'lar.EI

Al t hough applicant also points to the design el enents

in the registered mark as a distinguishing feature, we do

“ Mpplicant’s reference inits brief to nunerous third-party

regi strations for marks containing TB can be given little weight.
While the Exam ning Attorney failed to object to the evidence as
being either untinmely or inproperly presented, the nmere reference
to third-party marks, without any indication of the goods or
services for which they are registered, can have m ni mal i npact
on the strength to be accorded to registrant’s mark. In
addition, many of the citations are for applications, which can
gi ven no wei ght as even denonstrating the existence of these

mar ks.
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not consi der these design features so distinctive that
custoners would be likely to rely upon and refer to
services of the nature involved here in terns of the
design, rather than the letters TB. Furthernore, since
applicant is seeking to register its mark in a typed

drawi ng, applicant is free to adopt any format it desires
to display its mark, including a design very simlar to
that of registrant. See Squirtco v. Tony Corp., 697 F.2d
1038, 216 USPQ 937 (Fed. G r. 1983); INB National Bank v.
Met rohost Inc., 22 USPQ2d 1585 (TTAB 1992). In attenpting
to visualize possible fornms of applicant’s nmark, we can
certainly ook to the original specinens of record in which
the letters TB are also intertw ned, although not in the
specific formof registrant’s design. See Phillips
Petrol eum Co. v. C.J. Wbb, Inc., 442 F2d. 1376, 170 USPQ
35 (CCPA 1971). Al in all, the design features of
registrant’s mark cannot be relied upon to obviate the
simlarity of overall comercial inpressions created by the
mar ks.

Turning to the services involved, we note that as a
general principle, the issue of |ikelihood of confusion
nmust be determ ned on the basis of the services as
identified in the application and in the cited

registration(s). Canadian |Inperial Bank of Commerce v.
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Wel | s Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir.
1987). Registrant’s services include the “distribution” by
“l and and sea” of “fashion nerchandi se and fast noving
consuner goods of all types.” Applicant’s services cover
“ocean transportation of goods” and “freight transportation
by truck.” Despite applicant’s attenpt to distinguish
between the services in terns of the actual neans of
carrying out these transportation services and the specific
goods involved, the fact remains that the services of
applicant, as identified in the application, are covered by
the services identified in the registration. W fail to
see how “distribution by sea” differs from “ocean
transportation” or “distribution by |and” from
“transportation by truck.” In Iike nmanner, the “goods” and
“freight” of applicant, even though including additional
goods, nust necessarily enconpass the specific “fashion

nmer chandi se and fast novi ng consuner goods” of registrant.
Whet her or not applicant perfornms other consolidation

servi ces, and whether or not registrant owns its own ocean
vehicles is immterial to the determ nation of
registrability, which nust be based solely on the services
as identified in the application and registration. As
such, the services nust be viewed as closely related, if

not identical.
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Applicant further raises the factor of sophisticated
purchasers, arguing that its services are provided to
prof essionals who are well acquainted with applicant’s type
of services and thus less likely to be confused as to
source. Applicant also notes that the services of both
applicant and registrant are relatively costly and
accordingly would be selected with care. W cannot give
much weight to this factor, however, since even
sophi stication and care of this nature cannot preclude a
| i kel i hood of confusion when the marks are as simlar as
the present TB marks and the services with which they are
being used as virtually identical, as identified. See
Towers v. Advent Software Inc., 17 USPQd 1471 (TTAB 1990).

Finally, applicant argues that that it is not aware of
a single instance of actual confusion to date. W would
sinply note that little weight can be given to this factor
because we have no information as to the geographic overlap
of markets and accordingly the potential for confusion.
See In re National Novice Hockey League, Inc., 222 USPQ 638
(TTAB 1984).

Accordi ngly, upon weighing all the rel evant du Pont
factors, we find a likelihood of confusion to exist with
t he cont enporaneous use by applicant of its TB nmark for the

transportation services as identified herein and the use by
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registrant of its TB GROUP and design mark for the recited
servi ces.

Substitute Speci nen Requirenent

In the final refusal, the Exam ning Attorney al so nade
final the requirenent that applicant submt substitute
speci nens, the present speci nens bei ng unaccept abl e.
Applicant had stated in its previous response that
“appl i cant acknow edges the request [for specinens] and
w |l submt specinmens upon indication of registrable
subject matter.” In its appeal brief applicant again
states that “upon a finding that applicant’s mark is not
confusingly simlar to the cited mark, applicant wll
submt new speci nens and the application can proceed to
publication.” (Brief p.8).

The Exam ning Attorney, in her brief,EI takes issue with
applicant’s pieceneal prosecution of the application,
citing In re Big Daddy’s Lounges Inc., 200 USPQ 371 (TTAB
1978), and naintains that registration should al so be
refused on the basis of applicant’s failure to tinely
respond to the specinmen requirenent. Wile noting that
applicant’s failure to fully respond to the requirenent for

accept abl e speci nens coul d have resulted i n abandonnent of

> W note that the application was assigned to a different
Exam ning Attorney for the preparation of the brief.
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the application, she points out that the application was
not abandoned but rather the requirenent was nade final.

Applicant, in its reply brief, contends that the
Exam ning Attorney is essentially arguing that the
application is abandoned for failure to file acceptable
speci nens and that she should be estopped fromraising this
issue at this tine. Applicant argues that its prior
response was a bona fide attenpt to advance exam nati on of
the application and that it should now be afforded an
opportunity to conply with the outstanding requirenent.
Applicant has submtted substitute specinmens with the
reply, which it requests be entered.

W find it clear that the Exam ning Attorney is not
arguing that the application had been, in effect,
abandoned. She sinply points out that this was an option
whi ch the prior Exam ning Attorney could have foll owed.

I nstead her position is that the requirenent was nmade final
and thus stands as a bar to registration.

Furthernore, we agree that under the Big Daddy’ s

Lounges case, the requirenment can and should be affirmed in
view of applicant’s failure to tinely respond to the

requi renent and applicant need not be afforded an
opportunity at this point to submt substitute specinens.

Al t hough in that case the applicant was all owed additional
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time to conply with the outstanding requirenent, this
“l eeway” was permtted solely because of the practice in
effect at the time. The Board specifically noted that

in the future, an application nust be in condition for

al | onance save for the issue on appeal and failure to

do so could result in judgnent against the applicant
for failure to conply with the Exam ner’s requirenent.

Leave, on this level, for a further opportunity to

conply with ... the Examner’s requirenents wll

ordinarily not be granted.
200 USPQ at fn. 3.

In accordance therewith, the refusal to register for
failure to conply with the requirenment for acceptable
specinmens will be upheld. Applicant’s present proffer of
substitute specinens is deened untinely.

Decision: The refusals to register both under Section

2(d) and for failure to conply with the requirenent for

accept abl e speci nens are affirned.
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