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Zachary R Bello, Trademark Exam ning Attorney, Law Ofice 111
(Craig Taylor, Managi ng Attorney).

Before C ssel, Hohein and VWalters, Adm nistrative Tradenmark
Judges.
Opi ni on by Hohein, Adm nistrative Trademark Judge:

Café Rico, Inc. has filed an application to register

s

the mark "CAFE RICO " in the stylized manner shown bel ow,
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for "coffee, decaffeinated coffee, espresso, and a bl end of
regul ar and decaffeinated coffee."?

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U. S.C. 81052(d), on the ground
that applicant's mark, when applied to its goods, so resenbles

"2 as to be

the mark "RICO, " which is registered for "coffee,
likely to cause confusion, m stake or deception.

Appl i cant has appeal ed. Briefs have been filed, but
an oral hearing was not requested. W affirmthe refusal to
register.

The determ nati on under Section 2(d) is based on an
analysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a
l'i keli hood of confusion. Inre E. |I. du Pont de Nemours & Co.,
476 F.2d 1357, 177 USPQ 563, 568 (CCPA 1973). However, as
indicated in Federated Foods, Inc. v. Fort Howard Paper Co., 544

F.2d 1098, 192 USPQ 24, 29 (CCPA 1976), in any likelihood of

confusion analysis, two key considerations are the simlarity of

! Ser. No. 75/213,493, filed on Decenber 16, 1996, which alleges dates
of first use anywhere and in conmmerce of 1938 and cl ains, pursuant to
Section 2(f) of the Trademark Act, 15 U S.C. 81052(f), that the mark
has becone distinctive of applicant's goods. A translation of the
mark is "RICH COFFEE' and the term "CAFE" is disclai med.

2 Reg. No. 1,707,612, issued on the Supplenental Register on August 11,
1992, which sets forth dates of first use of 1950; affidavit 88
accepted. The English translation of the word "RICO' is "RICH. "



Ser. No. 75/213, 493

the goods and the simlarity of the marks.® Here, inasmuch as
applicant's goods are identical in part (coffee) and are
otherwi se closely related to registrant's goods,* the focus of
our inquiry is on the simlarities and dissimlarities in the
respective marks when considered in their entireties. Moreover,
as pointed out in Century 21 Real Estate Corp. v. Century Life
of Anmerica, 970 F.2d 874, 23 USPQ2d 1698, 1701 (Fed. G r. 1992),
cert. denied, 506 U S. 1034 (1994), "[w hen marks woul d appear
on virtually identical goods ... , the degree of simlarity [of
t he marks] necessary to support a conclusion of |ikely confusion
declines."

Turning, therefore, to consideration of the respective
mar ks, applicant argues that, when considered in their
entireties, its mark "is unique in appearance[,] resulting in a
vi sual Iy, phonetically, and conceptually distinguishable mark
fromthe registered mark." The latter, applicant asserts, is "a
normal | y understood and well recogni zed descriptive term is
relatively weak," and is thus entitled, in keeping with its

regi stration on the Suppl enental Register, to only a narrow

® The court, in particular, pointed out that: "The fundanmental inquiry
mandat ed by 82(d) goes to the cunul ative effect of differences in the
essential characteristics of the goods and differences in the marks."

“ Applicant, in fact, concedes inits brief that "[i]n this instance,
there is little roomin which to debate the simlarity or |ack of
simlarity between the goods of the parties as both have specified
"coffee' in their recitations [of goods] and neither party has entered
any limtations."
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scope of protection. |In viewthereof, and in light of "the well
known i di osyncrasy of coffee drinkers,” who are assertedly

"l oyal to and notoriously choosey [sic] in their brands of
coffee,” applicant maintains that there is no |likelihood of
conf usi on.

Citing, in particular, In re Hearst Corp., 982 F. 2d
493, 25 USPQ2d 1238 (Fed. G r. 1992), applicant insists that the
Exam ning Attorney inperm ssibly "has taken the position that
NEI THER the term CAFE nor the stylization used by Applicant in
its mark need be given any weight in the determ nation of
confusion" and that it is the term"RI CO which constitutes the
dom nant portion of applicant's mark. Wile acknow edgi ng t hat
such portion is identical to registrant's mark "Rl CO' and t hat
the term "CAFE" is generic, applicant "subnits that if fair
weight is given to the term CAFE and the unique stylization used
by Applicant [in its mark], then the sound, sight and comrerci al
i npression rendered by the marks are different and confusion is
not Iikely."

In addition, applicant argues that the sol e el enent
comon to the respective marks, nanely, the Spanish term"RICO "
means "rich” in English and thus is descriptive of both its
goods and those of registrant. Applicant consequently urges,

al t hough w thout any evidentiary support, that:
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[ T]he registered mark RICO is on the
Suppl emental Register due to its descriptive
nature. Many in the coffee industry
describe their coffee as "rich" and in view
of the fact that nost of the coffee consuned
in the United States originates in Spanish
speaki ng countries, many in the coffee
industry tend to describe their coffee as
"rico" or "rich". Due to its highly
descriptive nature and the natura
enpl oynment of the termby all in the
i ndustry, the Board nust recognize that the
regi stered mark has |limted source
identifying qualities and is thus entitled
to a circunscri bed scope of protection.

Conmparing the mark at issue with these

factors in mnd, it becones apparent that no

consuner is likely to confuse Applicant's

mark with its highly distinctive design and

stylization wwth the sinple term Rl CO

Finally, and again notably w thout any evidentiary
support, applicant "submts that coffee purchasers exercise nore
care and deliberation in their purchase of coffee than a
consuner seeking to purchase other groceries such as bread,
mlk, or eggs."” Although contending that it "does not believe
that coffee is expensive or that the purchase of coffee can be
elevated to a "discrimnating level'," applicant maintains that
"coffee is nonetheless a 'relatively' expensive itemand [that]
cof fee purchasers tend to be excessively attached to their brand
of choice.” Applicant insists, therefore, that "in the

mar ket pl ace the |ikelihood of there being confusion between

Applicant's product and that of Registrant is unfounded.”
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We concur, however, with the Exam ning Attorney that
confusion is likely fromthe contenporaneous use of the
respective marks in connection with coffee products. Although
we do not fully agree with the Exami ning Attorney's analysis
that, because of the presence therein of the generic word
"CAFE," applicant's mark is necessarily dom nated by the

5> we neverthel ess find t hat, when the

descriptive term"RI CO,"
respective marks are considered in their entireties, they are
substantially simlar in sound, appearance and connotation and

are substantially identical in conmercial inpression due to the

shared term"RICO." Cearly, when used in connection with its

°> Wiile, of course, marks nust be conpared in their entireties, it is
neverthel ess the case that, in articulating reasons for reaching a
concl usion on the issue of likelihood of confusion, "there is nothing
i mproper in stating that, for rational reasons, nore or |ess weight
has been given to a particular feature of a mark, provided [that] the
ultimate conclusion rests on consideration of the marks in their
entireties.” In re National Data Corp., 753 F.3d 1056, 224 USPQ 749,
751 (Fed. Gr. 1985). For instance, "that a particular feature is
descriptive or generic with respect to the invol ved goods or services
is one comonly accepted rationale for giving |l ess weight to a portion
of a mark ...." 224 USPQ at 751. However, in the present case,
applicant's mark consists of the generic word "CAFE' and the
descriptive term"RICO " and it is only the conbination thereof which
has acquired distinctiveness. Therefore, we tend to disagree with the
Exami ning Attorney that it is the descriptive term"R CO" which is the
domi nant el ement of applicant's stylized "CAFE RICO' nark and is "the
regi strable portion" thereof, to the exclusion of the generic word
"CAFE" and the stylized manner of presentation of the entire mark

The fact, however, that applicant's mark includes a generic term does
serve to distinguish this case fromlIn re Hearst Corp., supra, upon
whi ch applicant principally relies, inthat the latter, in finding no
i kelihood of confusion between the marks "VARGA A RL" (with "G RL"

di scl ai ned) and "VARGAS' for cal endars, enphasized the contribution of
the descriptive, rather than generic, term"G RL" in distinguishing

t he such marks.
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cof fee products, applicant's stylized "CAFE R CO' nark, which
transl ates as "RI CH COFFEE, " engenders substantially the sane
overall commercial inpression as registrant's "RICO" mark for
coffee, which neans "RICH' in English and hence |ikew se denotes
rich coffee. Confusion as to the source or sponsorship of such
goods, when nmarketed under the respective nmarks, is therefore
likely to occur.

Mor eover, we concur with the Exam ning Attorney that
the stylization of applicant's mark is insufficient to avoid a
i keli hood of confusion. Although applicant stresses the
"speci alized design, unique to Applicant," of its mark, the
Exam ning Attorney is correct in noting that because
registrant's mark is registered in a typed format consisting of
all capital letters, its rights therein enconpass the word
"RICO'" and are not limted to the depiction thereof in any
special form See Phillips Petroleum Co. v. C. J. Wbb, Inc.
442 F.2d 1376, 170 USPQ 35, 36 (CCPA 1971). Instead, "[a]s the

Phillips Petrol eum case nakes clear,” when a registration for a
word mark is in typed form "then the Board nust consider al
reasonabl e manners in which ... [the word] could be depicted".

| NB National Bank v. Metrohost Inc., 22 USPQ2d 1585, 1588 (TTAB
1992). Registrant's "RICO'" mark nust accordingly be regarded as

including the display thereof in the sane stylized lettering as
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that in which applicant's "CAFE R CO' mark appears, since such
woul d appear to be a reasonable manner of display and there is
no showi ng by applicant that the lettering format is unusual for
coffee products or otherw se "uni que" as clainmed by applicant.
The stylized lettering format of applicant's mark consequently
does not serve to distinguish its mark fromregistrant's mark

Furthernore, as the Exam ning Attorney al so properly
observes, it has been consistently held that when a mark
consists of a word portion and a design portion, it is the word
portion which is nore |likely to be inpressed upon a purchaser's
menory and to be used in calling for or asking about the goods
or services. See. e.g., In re Appetito Provisions Co. Inc., 3
USPQ@d 1553, 1554 (TTAB 1987). W agree with the Exam ning
Attorney that, when considered in their entireties, it is the
literal element of applicant's stylized "CAFE RI CO' mark which
is the principal source-distinguishing portion thereof and,
hence, is entitled to greater weight in determ ning whether
there is a likelihood of confusion. Such portion, as previously
indicated, plainly is substantially simlar to registrant's
"RICO'" mark in all significant respects.

As to applicant's contention that because registrant's
mar k, as evidenced by its registration on the Suppl enent al
Register, is weak in that it is descriptive of coffee and thus

is entitled to only a limted scope of protection, the Exam ning
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Attorney correctly notes that, as held in In re dorox Co., 578
F.2d 305, 198 USPQ 337, 340-41 (CCPA 1978), not only is it the
case that "a mark registered on the Suppl enental Register can be
used as a basis for refusing registration to another mark under
82(d) of the Act,"” but there is no "requirenent that citation of
mar ks on the Suppl enental Regi ster under 82(d) be limted to
mar ks identical to that sought to be registered.” Specifically,
the court pointed out that:

No reason exists, however, for the

application of different standards to

registrations cited under 82(d). The |evel

of descriptiveness of a cited mark may

i nfluence the conclusion that confusion is

likely or unlikely, ... but that fact does

not preclude citation under 82(d) of marks

on the Suppl enental Register.”
Id. at 341. It also can be usefully added that, as stated by
the court in King Candy Co. v. Eunice King's Kitchen, Inc., 496
F.2d 1400, 182 USPQ 108, 109 (CCPA 1974):

Confusion is confusion. The |ikelihood

thereof is to be avoided, as nuch between

"weak" marks as between "strong" marks, or

as between a "weak" and a "strong" mark.
Consequently, even though registrant's "RICO" mark is nerely
descriptive and thus is considered to be a weak mark, it is
still the case that applicant's contenporaneous use of its
stylized "CAFE RICO' mark is likely to cause confusion

especially since the respective marks project substantially the

sane overall comrercial inpression and are used in connection
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with identical and otherwi se closely related coffee products.
See, e.g., Inre Hub Distributing, Inc., 218 USPQ 284, 286 (TTAB
1983) [li kelihood of confusion found, even though marks at issue
were weak, inasmuch at such marks "evoke identical commercia

i npressions and are used on identical and closely rel ated
goods"] .

Lastly, as to applicant's unsupported assertion that
cof fee purchasers exercise greater care and deliberation in
their selection of brands of coffee than, for exanple, other
staple itens |like bread, mlk or eggs, suffice it to say that
not only is such contention specul ative, but even if true, it is
still the case that the fact that consumers may exercise a
degree of discrimnation in choosing anong various coffee brands
"does not necessarily preclude their mstaking one trademark for
another” or that they otherwi se are entirely immune from
confusion as to source or sponsorship. Wncharger Corp. v.
Rinco, Inc., 297 F.2d 261, 132 USPQ 289, 292 (CCPA 1962). See
also In re Deconbe, 9 USPQ2d 1812, 1814-15 (TTAB 1988); and In
re Pellerin MInor Corp., 221 USPQ 558, 560 (TTAB 1983).

We accordingly conclude that purchasers and potenti al
custonmers, who are famliar or acquainted with registrant's
"RICO'" mark for its coffee, would be likely to believe, upon
encountering applicant's substantially simlar stylized "CAFE

RICO" mark for its coffee, decaffeinated coffee, espresso, and

10
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bl end of regular and decaffei nated coffee, that such identica
and otherw se closely related coffee products enmanate from or
are sponsored by or associated with, the sane source. 1In
particul ar, even anong consunmers who woul d notice the relatively
m nor differences overall in the respective marks, it would
still be reasonable for themto believe, for exanple, that
applicant's stylized "CAFE RICO' mark for its goods designates a
new or additional line of coffee products emanating from or
sponsored by, the sane source as the coffee offered by

regi strant under its "R CO' mark.

Deci sion: The refusal under Section 2(d) is affirned.

11



