UNITED STATESPATENT AND TRADEMARK OFFICE
4/19/01 Trademark Trial and Appeal Board
THI'S DI SPOSI TION |'S NOT 2900 Crystal Drive
Cl TABLE AS PRECEDENT O: Arllngton, Vlrglnla 22202-3513
THE TTAB
TJQ

Qpposi tion No. 115,881
Pl aynore Inc., Publishers
and Wal dman Publ i shi ng
Cor p.

V.

John H. Berthol

Before G ssel, Quinn and Wendel, Adm nistrative Trademark
Judges.

By the Board:

An application was filed by John H Bertholl to
regi ster the mark PLAYMORE for “card ganes.”EI

An opposition was filed jointly by Playnore Inc.,
Publ i shers and Wal dman Publishing Corp. As grounds for
opposi tion under Section 2(d) of the Trademark Act, opposers
assert that applicant’s mark, when applied to applicant’s
goods, so resenbles the previously used trademarks/trade
names PLAYMORE, PLAYMORE/ WALDMVAN and PLAYMORE/ WALDMVAN and
design for children’s books and card ganes as to be likely

to cause confusion.

! Application Serial No. 75/541, 465, filed August 24, 1998,
al l eging first use anywhere on May 3, 1998, and first use in
comerce on July 17, 1998.
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Applicant filed an answer which did not conply with
Fed. R Cv. P. 8b). After so infornmed by the Board,
applicant filed an answer, in conpliance with the rule,
wherei n applicant denied the salient allegations of
|'i kel i hood of confusion. Trial dates were schedul ed.

This case now conmes up on opposers’ notion for summary
judgment filed on the eve of the opening of trial. Opposers
claimthat there are no genuine issues of material fact
remaining for trial regarding priority and |ikelihood of
confusion, and that they are entitled to judgnent in their
favor. In support of their notion, opposers submtted the
decl arations of Jon Horw ch, president of Playnore Inc.,
Publ i shers, and Jason A. Zwei g, one of opposers’ attorneys.
The decl arations are acconpani ed by rel ated exhi bits.

Applicant has filed an untinely brief and exhibits in
opposition to the notion for summary judgnent. Also offered
in opposition to opposers’ notion is an even l|later-filed
declaration of M. Bertholl.

Before turning to the nerits of summary judgnent in
this case, we address the matter of applicant’s untinely
subm ssions. Opposers, in a reply brief, have objected to
applicant’s first subm ssion on the basis of untineliness,
but also go on to reply on the nerits.

Al t hough the parties have argued this point based on

the old rule requiring a response to a notion for sumary
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judgment within fifteen days, it should be noted that the
rul e was anended on Cctober 9, 1998. Trademark Rul e
2.127(e) (1) now provides that a brief in response to a
notion for summary judgnment nust be filed within 30 days
fromthe date of service of the notion. Even under this
| onger tinme, however, applicant’s response, filed January
17, 2001, was still fifteen days Iate.EI The decl aration
filed on March 13, 2001 was therefore seventy days |ate.

G ven the untineliness of applicant’s subm ssions, we
decline to consider them W wll not deem however,
opposers’ notion as conceded pursuant to Trademark Rul e
2.127(a), but rather we wll consider it on the merits.EI

The purpose of sunmary judgnment is one of judicial
econony, that is, to save the tine and expense of a usel ess
trial where no genuine issue of material fact remains and
nore evidence than is already available in connection with
the summary judgnment notion could not reasonably be expected
to change the result. Pure Gold, Inc. v. Syntex (U S A),
Inc., 739 F.2d 624, 222 USPQ 741 (Fed. G r. 1984). \Wen the
noving party’s notion is supported by evidence sufficient,

i f unopposed, to indicate that there is no genuine issue of

2 Opposers’ notion was filed by Express Mail on Decenber 1, 2000,
t her eby maki ng applicant’s response due, as provided by Rule 1.7,
on January 2, 2001.

> W hasten to add that applicant’s subnissions, even if

consi dered, would not change the result in this case. That is to
say, the evidence furnished by applicant does not raise a genuine
i ssue of material fact for trial.
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material fact, and that the noving party is entitled to
judgnent, the nonnoving party nmay not rest on nere denials
or conclusory assertions, but rather must proffer countering
evi dence, by affidavit or as otherw se provided in Fed. R
Cv. P. 56, showing that there is a genuine factual dispute
for trial. Copelands’ Enterprises Inc. v. CNV Inc., 945
F.2d 1563, 20 USPQ@d 1295 (Fed. G r. 1991); and Sweats
Fashions Inc. v. Pannill Knitting Co., 833 F.2d 1560, 4
USPQ2d 1793 (Fed. Cir. 1989). The record nust be viewed in
the light nost favorable to the nonnoving party, and al
factual inferences nust be drawn in favor of the nonnoving
party. dde Tynme Foods Inc. v. Roundy’s Inc., 961 F.2d 200,
22 USPQRd 1542 (Fed. Cir. 1992).

As a threshold matter, we find that there are no
genui ne issues of material fact regarding the joint
opposers’ standing in this case. M. Horwich s declaration
with exhibits, including the certified copy of opposers’
jointly owned registration of the mark PLAYMORE/ WALDVAN f or
“Juveni | e books” (Registration No. 2,375,138, issued August
8, 2000), clearly establishes opposers’ real interest in the
outcone of this proceeding and a reasonabl e basis of their
beli ef of damage grounded on a claimof |ikelihood of
confusion which is not wholly without nerit. Ritchie v.

Si npson, 170 F.3d 1092, 50 USP2d 1023 (Fed. Cir. 1999).
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W |ikew se find the absence of a genuine issue of
material fact as to opposers’ priority of use. In view of
opposers’ ownership of a valid and subsisting registration
of the mark PLAYMORE/ WALDMAN covering children’s books,
opposers’ priority of this mark is established as a nmatter
of law. King Candy Co., Inc. v. Eunice King s Kitchen,

Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974). In addition,
not only does M. Horw ch’s declaration establish prior use
of opposers’ other marks (and trade nane PLAYMORE INC.) in
connection wth children’s books, but M. Horwi ch’s
statenents regarding prior use of opposers’ marks PLAYMORE,
PLAYMORE/ WVALDVAN and PLAYMORE/ WALDVAN and desi gn | ogo on
children’s card ganmes stand unrebutted by any contraveni ng
evidence. An opposer is entitled to rely not only upon its
mar K and usage as shown in its registration, but also upon
any unregi stered usage that it can prove. Burger Chef
Systens, Inc. v. Burger Man, Inc., 492 F.2d 1398, 181 USPQ
168 (CCPA 1974). In sum opposers have denonstrated
priority of all of their marks in connection with children’s
books and children’s card ganes.

We now turn to |ikelihood of confusion. In determning
the issue of likelihood of confusion and, in this case,
whet her there is any genuine issue of material fact relating
to the ultimate | egal question, we nust consider those of

the thirteen evidentiary factors listed inInre E |
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duPont de Nenours & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA
1973) which are pertinent. 1In any |ikelihood of confusion
anal ysis, two key considerations are the simlarities
between the marks and the simlarities between the goods.
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24 (CCPA 1976).

Qpposers submtted the declaration of Jon Horw ch,
presi dent of Playnore Inc., Publishers which, according to
M. Horwi ch, is conmmonly known as “Playnore.” The
declaration is acconpani ed by supporting exhibits, nost
particularly those show ng uses of opposers’ pleaded marks
in connection with children’ s books and children’s card
ganmes. M. Horwi ch stated that from 1942 t hrough 1966,

Pl aynore operated as a whol esal er and distributor of toys
under the trade nane “Playnore Inc.,” and that in 1966,

Pl aynore changed the prinmary focus of its business to the
publication and distribution of children’s books. 1In 1972,
Pl aynore entered into a joint and excl usive business
arrangenment wi th Wal dman Publishing Corp. (*“Wl dman”)

wher eby Wl dman is responsi ble for devel oping children’s
books and card ganes, and Playnore is responsible for

mar keting them Playnore and Wal dman’ s rel ationship is an
excl usive one, and neither conpany devel ops or markets any
product independently of the other. Since 1972,

Pl aynor e/ Wal dman have published thousands of different book
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titles, of which hundreds of m|lions have been sold.

Pl aynore’s trade name (PLAYMORE INC.) has appeared on the
inside title page and/or on the back cover of all books
publ i shed by Pl aynore/Wal dman. Since 1997, the mark
PLAYMORE/ WALDVAN has appeared on the spines of all of their
new books except where size does not permt it, and the | ogo
shown bel ow has al so appeared on the covers of their new

books.

M. Horwi ch goes on to state that in 1987, opposers
expanded their product line to include children's card
ganes. According to M. Horwi ch, this expansi on was natura
and is consistent wwth the common practice of other
publ i shi ng conpani es (such as ol den Books, Schol astic and
MGawH | l) that narket both children’s books and card
ganes. Since 1987, Playnore/ Wil dman have produced about 35
different card ganes for children, and have sold nore than
100 mlIlion card ganmes worl dw de. Playnore’ s trade nane and
the | ogo reproduced above appears on the box of every card
gane. Qpposers’ children’s books and card ganes are
distributed for sale to major discount chain stores, to

whol esal ers in the book and gane industries and to



Qpposi tion No. 115,881

i ndependent retail stores such as Toys R Us, Wal-Mart and
Kay Bee. (pposers’ goods are sold in every state and

t hroughout the world where English is commonly spoken. The
books and card ganes are often sold in cabinets, supplied by
opposers (each year over 15,000 worl dwi de), which

prom nently display the mark PLAYMORE on the front of each
cabi net .

Qpposers produce, market and distribute approxi mately
100 mlIlion units of product worl dw de each year, of which
13 million units represent children’'s card ganes. G o0ss
revenues in 1997-1999 exceeded $72 million, of which over
$10 mllion is attributable to children’s ganes.

Opposers spend mllions of dollars each year in
advertising and pronotional activities. Opposers distribute
over 15,000 catal ogs worl dwi de each year, they appear at
maj or trade shows, and they place advertisenents in various
printed nedia.

W find that there are no genuine issues of naterial
fact remaining for trial, and that opposers are entitled to
judgnent as a matter of law on their claimof |ikelihood of
conf usi on.

As to the goods, we mnust conpare opposers’ children’s
books and children’s card ganes with applicant’s “card
ganes.” |In making this conparison, the identification

recited in the involved application controls, and this
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identification is broad enough to enconpass card ganes of

all types, including children’s card ganes. See: Canadi an
| rperial Bank of Commerce v. Wells Fargo Bank, 811 F.2d
1490, 1 USP2d 1813 (Fed. G r. 1987). Thus, the parties’
goods are, at least in part, legally identical, and are
assuned to nove in the sanme channels of trade to the sane

cl asses of purchasers. See: COCctocom Systens Inc. v.
Houst on Conputer Services Inc., 918 F. 2d 937, 16 USPQ2d 1783
(Fed. Gr. 1990). Likew se, given that applicant’s
identification of goods nust be broadly construed to
enconpass children’s card ganes, we find that these goods
are related to opposers’ children’s books. As shown by
opposers’ evidence, children’s books and children’s card
ganes are sold in the sane stores and are marketed to the
sane cl asses of purchasers.EI See: Dan Robbins &
Associates, Inc. v. Questor Corp., 599 F.2d 1009, 202 USPQ
100 (CCPA 1979)[use of LI'L TINKER and design for children's
books and of TINKERTOY for ganes is likely to cause
confusion; ganes and children’s books all have a common

mar keti ng environnent, being sold generally in toy stores

“ Contrary to the gist of sonme of applicant’s arguments (if even
consi dered), the fact that children’s books (International C ass
16) and card ganes (lnternational Class 28) are placed in
different classes is of no nonent in deciding the issue of

i kelihood of confusion. The classification systemwas created
for the convenience of the Ofice rather than to serve as

evi dence of the rel atedness of the goods. See: National
Footbal | League v. Jasper Alliance Corp., 16 USPQ@2d 1212, 1216 n.
5 (TTAB 1990).
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and toy departnents of retail stores to the sane
purchasers]; and The Instructo Corp. v. Parents’ Magazi ne
Enterprises, Inc., 178 USPQ 62 (TTAB 1973)[use of A
STEPPI NG STONE BOOK (“BOOK”" disclainmed) for books and
STEPPI NG STONES for children’s ganes is |likely to cause
confusion; children’s books and children’s ganmes woul d be
avail abl e for purchase in the sane retail store, and
purchasers woul d assunme that such goods originate with a
single source if sold under sim/lar marks].

Anot her factor regarding the goods herein is that they
are inexpensive and, thus, are likely to be the subjects of
i npul se purchases. This factor increases the |ikelihood of
confusi on between the narks.

Wth respect to the nmarks, opposers’ mark PLAYMORE (and
trade nane PLAYMORE INC.) is identical to applicant’s mark
PLAYMORE. Further, we find that opposers’ marks
PLAYMORE/ WVALDVAN and PLAYMORE/ WALDVAN and design are simlar
to applicant’s mark PLAYMORE in terns of appearance, sound
and overall conmmercial inpression. The “PLAYMORE® portion
of opposers’ marks is the first portion of these marks, and
is the portion nost likely to be renenbered by purchasers.
The addition of WALDVAN and/or the design feature in
opposers’ marks does not serve to sufficiently distinguish
these marks fromapplicant’s mark. In finding that the

marks are simlar, we note that the record is devoid of any

10
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evidence of any third-party uses or registrations of
PLAYMORE or simlar marks in the fields of children’s books
and card ganes. W have also kept in mnd the nornmal
fallibility of human nenory over tinme and the fact that
purchasers retain a general, rather than specific,

i npression of trademarks encountered in the marketpl ace.

For the above reasons, we conclude that there are no
genui ne i ssues of material fact remaining for trial and that
opposers are entitled to judgnent as a matter of |aw.
Consuners famliar with opposers’ marks PLAYMORE,
PLAYMORE/ WALDVAN and PLAYMORE/ WALDVAN and desi gn previously
used on children’s books and children’s card ganmes woul d be
likely to believe, upon encountering applicant’s mark
PLAYMORE on card ganes, that the goods originate with or are
sonehow associ ated with or sponsored by the sane entity.
Accordi ngly, opposers’ notion for sunmary judgnment is
gr ant ed.

Judgnent is entered agai nst applicant, the opposition

is sustained and registration to applicant is refused.
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