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Opi ni on by Hanak, Adm nistrative Trademark Judge:

Sunbur st Products, Inc. seeks to register TlIGER SHARK
in typed drawing formfor “watches, watchbands.” The
intent-to-use application was filed on August 4, 1997. At
the request of the Exam ning Attorney, applicant stated that
it was the owner of Registration No. 1,640,415 for the mark

SHARK, registered in typed drawing formfor “watches.”



Qpposition No. 111,490

ETW Corp. (opposer) filed a notice of opposition
stating that prior to August 4, 1997 it filed applications
seeking to register TIGER and TI GER WOODS f or wat ches.
Opposer all eged that applicant’s TI GER SHARK mark “is
confusingly simlar to opposer’s TIGER and/or TI GER WOODS
marks.” (Notice of opposition paragraph 12). Wile opposer
di d not make specific reference to Section 2(d) of the
Trademark Act, it is clear that this is the basis for
opposer’s opposition.

Applicant filed an answer which denied the pertinent
al l egations of the notice of opposition including in
particul ar those contained in paragraph 12. Applicant set
forth three “affirmati ve defenses.” The second “affirmative
defense” is a nmere statenent that there exists no |ikelihood
of confusion resulting fromthe concurrent use of
applicant’s Tl GER SHARK mar k and opposer’s marks Tl GER
and/or TIGER WOODS. The first “affirmati ve defense”
essentially alleges that applicant has used its existing
mar k SHARK in connection with watches since at |east as
early as May 1986, and that hence applicant “woul d be
severely prejudiced if it were prevented fromobtaining a
federal registration for its TIGER SHARK mark.” Finally, as
athird “affirmati ve defense,” applicant all eges that
opposer’s use of TIGER and TI GER WOODS is nerely decorative

and/ or pronotional and does not constitute trademark use.
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The evidentiary record in this case consists of three
notices of reliance properly nmade of record by opposer. The
first notice of reliance makes of record a certified status
and title copy of opposer’s Registration No. 2,220,957
i ssued January 26, 1999 for the mark Tl GER depicted in typed
drawing formfor “watches and parts thereof.” The second
and third notices of reliance nmake of record portions of
publications consisting of advertisenents (exhibit nunbers
2-18) or articles (exhibit nunbers 19-23) for or regarding
opposer’s TICGER watches. Applicant did not properly make of
record any evi dence.

Both parties filed briefs and were present at a hearing
hel d on August 2, 2000.

Before turning to the nerits of this case, sone
procedural matters nust be resolved. Qpposer has filed a
notion requesting that the Board strike the follow ng: (1)
exhibits attached to applicant’s brief which consist of
materials which were not previously introduced into
evi dence; (2) portions of applicant’s brief which
purportedly deal with said materials; and (3) all references
in applicant’s brief wherein applicant depicts its mark as
Tl GERSHARK (one word) when the mark published for opposition
is TIGER SHARK (two words). Opposer’s notion to strike
materials attached to applicant’s brief which were not

previously properly made of record is granted. It is clear
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that “evidentiary material attached to a brief on the case
can be given no consideration unless it was properly nmade of
record during the testinony period of the offering party.”

Section 540, Trademark Trial and Appeal Board Manual of

Procedure (1995). Opposer’s notion to strike portions of
applicant’s brief is essentially noot. This Board has read
all of applicant’s brief as well as all of opposer’s brief
and all of opposer’s reply brief. This Board cannot
“strike” fromits mnds what it has read. However, this
Board will give no consideration to factual statenents in
applicant’s brief which are prem sed on evidentiary
mat erials which were inproperly attached to applicant’s
brief unless said statenents serve to assi st opposer’s
position and not applicant’s position. Finally, opposer is
correct when it states that applicant throughout its brief
has referred to its mark as TI GERSHARK (one word) when
applicant in reality seeks to register Tl GER SHARK (two
words). In reading applicant’s brief, we have treated al
references to TI GERSHARK (one word) as in reality references
to TI GER SHARK (two words).

Appl i cant has noved to stri ke opposer’s exhibits 2-23
on the basis that they consist primarily of “print
advertisements” and hence are “irrelevant to the core issue

of likelihood of confusion.” (Applicant’s notion page 2).
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We di sagree. These exhibits consist of advertisenents and
articles depicting opposer’s TIGER mark. Accordingly, they
are relevant to the issue of |ikelihood of confusion, and
w Il be accorded their appropriate weight.

Appl i cant has al so objected to opposer’s exhibits 5, 11
and 22 on the basis that these exhibits come fromtrade
journals and hence may not be avail able to the general
public. Again, we disagree. Public libraries routinely
carry trade journals. Thus, they are available to the
general public, although the general public may have little

or no interest in them Section 708, Trademark Trial and

Appeal Board Manual of Procedure (1995). Finally, applicant

has requested that we strike portions of opposer’s reply
brief. Qur response to this request is the same as our
response to opposer’s request that we strike portions of
applicant’s brief.

Turning to the nerits of this case, we note at the
outset that priority rests with opposer because opposer has
properly made of record the previously nentioned certified
status and title copy of its registration of TIGER for

“wat ches and parts thereof.” King Candy Co. v. Eunice

King’s Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108, 110 (CCPA

1974). At this point, it should also be noted that
opposer’s TICGER registration serves to negate applicant’s

third affirnmati ve defense to the effect that opposer has not
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used TIGER as a trademark. Applicant has in no way attacked
opposer’s TICGER registration. Thus, opposer is permtted to
rely upon its TIGER registration as a basis for this

opposi tion proceedi ng absent any show ng by opposer that it
has actually used TIGER as a trademark. Moreover, in point
of fact, numerous of opposer’s exhibits show that opposer
has used TIGER as a trademark at |east for watches in that
this mark appears on the face of the watch.

As for applicant’s first “affirmati ve defense” that it
woul d be prejudiced if it did not obtain a registration for
TIGER SHARK in view of its long use of its SHARK mark, we
sinply note that not only is said affirmative defense
legally insufficient, but in addition, applicant has not
argued this affirmative defense in its brief. Finally,
applicant’s second “affirmati ve defense” to the effect that
t he cont enporaneous use of its mark and opposer’s nmark is
not likely to result in confusion is, of course, not a true
affirmati ve defense but rather is sinply an argunent that
goes to the nerits of the central issue in this proceedi ng,
which we turn to now.

At the outset, we note that in its briefs, opposer has
made no reference to its purported TIGER WOODS tradenark
nmentioned in its notice of opposition. Moreover, opposer
has made of record no registration for the mark Tl GER WOODS

nor has opposer shown any use of the mark TIGER WOODS in
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connection with watches or any other types of goods. As
opposer notes at page 1 of its brief, “the marks at issue in
this proceeding are TlICGER and Tl GER SHARK. ”

We begin our likelihood of confusion analysis by
acknow edgi ng that opposer’s TIGER registration and
applicant’s Tl GER SHARK application both enconpass wat ches
without any limts or restrictions whatsoever as to types of
wat ches. Thus, the goods of the parties are, in part,
| egally identical. Because the goods are identical, many of
t he DuPont factors favor opposer’s contention that there is
a likelihood of confusion. Wen the goods are legally
identical, the channels of trade and purchasers wll be
identical. Moreover, because both the registration and the
application list sinply “watches,” this enconpasses wat ches
of all types including very inexpensive watches which w |
be purchased by ordinary consuners who are not terribly
sophisticated. Wth regard to the inexpensive nature of the
goods, applicant’s acknow edges at page 11 of its brief that
its watches sell for as little as $24. Wth regard to the
| ack of sophistication of purchasers of inexpensive watches,
we sinply note that included in the “evidence” inproperly
attached to applicant’s brief is the declaration of Nancy
Ander son who states that applicant sells its products to,
anong ot her groups, “the youth market.” As noted earlier in

this opinion, we will not consider the “evidence” inproperly
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attached to applicant’s brief to the extent that it may
assi st applicant in making its argunents. However, we w ||
consider this “evidence” when it assists opposer’s position
in as nuch as such “evidence” can be considered as an

adm ssion against the interests of applicant.

However, while for the purposes of this opposition
proceedi ng we nust assune that both opposer’s and
applicant’s watches are i nexpensive and are purchased by
unsophi sticated individuals, we also find that the purchase
of any watch involves at |east a nodest anount of care by
the purchaser. Purchasers would review watches to sel ect
those that they find appealing. Moreover, nost purchasers
of watches would try a watch on to see how it |ooks and
fits.

Finally, we note that applicant argues that there are
other TIGER marks registered for jewelry and that “there has
been anpl e opportunity for [actual] confusion” to arise but
none has. (Applicant’s brief pages 14-15). Suffice it to
say, applicant has sinply not submtted any evidence to
support either of these factual allegations. |In particular,
applicant has not properly submtted any evidence show ng
that it has sold even one watch under its Tl GER SHARK nar k.
Thus, the absence of actual confusion in this case is not a

relevant factor to be considered because applicant has
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sinply failed to prove that there has been any chance of
actual confusion to have occurred.
However, having said all of the above, there is one

DuPont factor which clearly favors applicant and which

causes us to find that there is no likelihood of confusion.
Put quite sinply, we believe that opposer’s mark TIGER i s so
dissimlar fromapplicant’s mark TIGER SHARK that there is
no |ikelihood of confusion. Qur prinmary review ng Court has
made it clear that in appropriate cases, one DuPont factor

can outweigh all of the other factors. Kellogg Co. v.

Pack’ em Enterprises, 951 F.2d 330, 21 USPQRd 1142, 1144

(Fed. Gr. 1991). This is “especially [true] when that
single factor is the dissimlarity of the marks.” Chanpagne

Louis Roederer v. Delicato Vineyards, 148 F.3d 1373, 47

USPQ2d 1459, 1460 (Fed. Cir. 1998). In Chanpagne Louis, the

Court affirned a decision of this Board in which it was
found that the contenporaneous use by applicant of CRYSTAL
CREEK for wine and by opposer of CRISTAL for w ne woul d not
result in a likelihood of confusion.

W find that the dissimlarities in visual appearance,
pronunci ati on and especial |y nmeani ng between applicant’s
mar k Tl GER SHARK and opposer’s mark TIGER are, if anything,
greater than the differences in the marks CRYSTAL CREEK and

CRISTAL. In the present case as in Chanpagne Louis,

applicant’s mark consists of two words, with the first word
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being identical or nearly identical to the one word nark of
opposer. Put quite sinply, we find that the presence of
SHARK in applicant’s mark, |like the presence of CREEK in the
prior applicant’s mark, causes the mark to be dissimlar
fromopposer’s mark TIGER in terns of visual appearance and
pronunci ati on.

More inportantly, in terns of neaning, the differences
bet ween TI GER SHARK and TIGER are vast. The term “tiger
shark” is a common termwhich is defined as “a | arge very
voraci ous gray or brown stocky-bodied shark that is often a

man-eater.” Webster’s Third New International Dictionary

(1993). A tiger shark is totally different froma tiger.
Moreover, tigers and sharks are well known animals, even to
young children. Even if a youth purchasing a watch did not
know exactly what a tiger shark was, we believe that her or
she would, at a mninmum know that it is a type of shark,
and not a tiger.

The dictionary |ists nunerous ani mal s whose nanes
consist of two words with the first word being “tiger.”
These include the follow ng: tiger bass; tiger beetle;
tiger butterfly; tiger finch; tiger fish; tiger frog; tiger
nosquito; tiger noth; tiger python; tiger rattlesnake; tiger
sal amander; tiger shark; tiger snake; tiger swallowtail;
tiger weasel; and tiger wolf. [Id. W believe that even an

unsophi sti cated purchaser woul d di stingui sh between a tiger

10



Qpposition No. 111,490

and any of the forgoing animals. More inportantly, we
believe that a youth or other unsophisticated purchaser
woul d not assunme that a watch bearing the mark TI GER and a
wat ch bearing the mark TI GER SHARK woul d emanate from a
comon sour ce.

I n maki ng our finding of no |ikelihood of confusion, we
have not ignored opposer’s argunent that “TlIGER SHARK is
likely to be viewed as part of the TIGER Iine intended for
wat er sports wear.” (Opposer’s brief page 5). Two comments
are in order. First, opposer has offered no proof that
consuners woul d perceive Tl GER SHARK watches as a |ine
extensi on of TICGER watches. Second, in any event, opposer’s
own advertisenents repeatedly tout the fact that opposer’s
Tl GER wat ches are “water-resistant and pressure-proof to 200
nmeters.” (Opposer’s exhibits 5, 11 and 23). Opposer has
already pronoted its existing TIGER |ine of watches as being
fit for water sports wear, and thus there would be no need
for opposer to cone out with a TIGER SHARK |ine of watches
for water sports wear.

We hasten to add that neither in its briefs nor at the
oral hearing did opposer contend that its TI GER mark was
fanobus. To be clear, at pages 7 and 8 of its brief and at
page 3 of its reply brief opposer has argued that its “TlGER
mark is strong.” Opposer makes this argunment on the basis

that TICGER as applied to watches is arbitrary; that there is

11
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no evidence of third-party use of other TIGER marks for
wat ches; and that opposer has submtted copies of its
various advertisenents for its Tl GER watches.

To begin with, we note that the fact that a mark is
arbitrary and not used by others does not make the mark
fanobus. Mbreover, the advertisenents whi ch opposer has nade
of record (exhibits 2-18) actually undercut any possible
claimof fanme for the TICGER nmark, a clai mwhich opposer has
not even nade. In virtually all of these ads, the mark
TIGER is barely visible and generally appears in very snal
lettering on the face of a watch which is depicted within
the ad. The primary focus of these ads is on the fanous
golfer Tiger Wods. 1In addition, even if the mark TI GER had
been nore promnently displayed in these ads (which it has
not), opposer has submtted no evidence of the extent of
distribution of these advertisenents. Finally, opposer has
provi ded no sales and advertisenent figures with regard to
its TIGER brand of watches.

In short, in finding that there is no |likelihood of
confusi on, we have done so on the basis that opposer has
never even clainmed, nuch |less even renotely proven, that its
TIGER mark is fanous.

Deci sion: The opposition is dism ssed.
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