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Arnold P. Lutzker and Carl H. Settlenyer of Lutzker &
Lut zker LLP for Guinness United Distillers & Vintners
Anst erdam B. V., substituted for Twel ve |slands Shi pping
Conpany Limted.

John D. Lowe, pro se.

Bef ore Seeher man, Hohein and Hairston, Adm nistrative
Trademar k Judges.

Opi ni on by Seeherman, Adm nistrative Trademark Judge:

1 Al'though this opposition was brought in the nane of Twel ve
I sl ands Shi ppi ng Conpany Limted, the evidence of record, and
specifically the testinony of opposer’s w tness, Linda Marjory
Ham | ton, shows that Guinness United Distillers & Vintners
Ansterdam B.V. is the successor in interest to Twelve Islands’
rights in the trademark MALIBU. Accordingly, Guinness United
Distillers & Vintners Ansterdam B.V. has been substituted for
Twel ve | sl ands Shi ppi ng Conpany Limted as the real party in

i nterest.
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Gui nness United Distillers & Vintners Ansterdam
B.V., through its predecessor-in-interest Twelve |slands
Shi ppi ng Conpany Limited,? has opposed the registration of
MALI BU | CE CREAM and desi gn, as shown below, as a

trademark for ice cream?

As grounds for opposition, opposer has all eged,
inter alia, that it has used the marks MALI BU and MALI BU
and design since long prior to the filing date of
applicant’s intent-to-use application; that opposer is
the owner of trademark registrations for these marks for
i queur, and for the mark MALI BU and desi gn for coconut
rum and that applicant’s mark so resenbl es opposer’s
previously used and registered marks that, if used on
applicant’s goods, confusion is likely.

Applicant’s 16-page answer to the 22 paragraphs in

the notice of opposition contains a great deal of

2 Hereafter the term“opposer” will be used to refer to either

Qui nness or Twel ve Islands unless they are specifically
differentiated in the opinion.

3 Application Serial No. 75/249,470, filed February 28, 1997,
based on an assertion of a bona fide intention to use the mark
in coomerce. The term | CE CREAM has been di scl ai ned.
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argument and does not, as the Federal Rules of Civil
Procedure require, sinply indicate whether applicant
adm ts or denies the allegations of each paragraph. Fed.
R Civ. P. 8(b). It appears that applicant has adm tted
t he exi stence of opposer’s registrations and opposer’s
prior use of the MALIBU marks for coconut rum that
opposer has the right to use its marks in comerce on
al cohol i c beverages, and has denied the remaining
essential allegations in the notice of opposition.
However, even if we were to consider applicant to have
deni ed the all egations of the notice of opposition in
their entirety, it would not affect our decision herein
because opposer has submtted evidence, as indicated
bel ow, as to the existence of two of its registrations
and as to its prior use of the subject marks.

The record includes the pleadings; the file of the
opposed application; the declaration of opposer’s w tness

Li nda Marjory Hamilton;* and nine notices of reliance® by

4 The parties stipulated that this testinony could be subnitted

by declaration or affidavit. It is noted that the actua

decl aration bears at the top the | egend, “Confidential under
Protective Oder.” However, the docunent was not filed under
seal, nor was a redacted copy containing non-confidenti al
portions submitted. |In view thereof, the Board has not treated
this declaration as confidential.

° (Opposer subnmitted an additional notice of reliance (Qpposer’s
seventh notice of reliance) in which it has attenpted to rely on
excerpts taken from various websites. However, Internet
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whi ch opposer submtted copies of two of its own
abandoned MALIBU applications and its cancell ed MALIBU
registration, as well as copies of various third-party
applications and registrations; applicant’s responses to

opposer’s interrogatories;®

certain printed publications;
copies of third-party applications which have been
opposed, and papers taken from those opposition

proceedi ngs; ’

and status and title copies of two of the
three registrations pleaded in its notice of opposition,
for MALIBU per se® and for MALIBU and design, as shown

bel ow, ® both of which are for l|iqueur.®

excerpts may not be made of record by notice of reliance. See
Racci oppi v. Apogee Inc., 47 USPQd 1368 (TTAB 1998).

® (pposer also submitted applicant’s responses to opposer’s
docunent production request; however, docunents submtted in
response to such requests may not be nmade of record pursuant to
a notice of reliance. Trademark Rule 2.120(j)(3)(ii).
Accordingly, only those docunents which were submtted as part
of applicant’s responses to interrogatories have been
consi der ed.

" The papers subnitted are fromthree opposition proceedings
brought by opposer. Opposer has al so submitted a PTO status
report on a fourth application for MALI BU whi ch was abandoned,
along with correspondence between that applicant’s attorneys and
opposer’s attorney’s. The correspondence, which does not
constitute official records and therefore may not be made of
record by notice of reliance, has not been considered.

8 Registration No. 1,261,893, issued Decenmber 20, 1983; Section
8 affidavit accepted; Section 15 affidavit received; renewed.

® Registration No. 1,374,134, issued December 3, 1985; Section
8 affidavit accepted; Section 15 affidavit received. The lining
and/or stippling shown in the mark on the drawing is a feature
of the mark and does not indicate col or.

10 These registrations show that they were originally issued to
Twel ve | sl ands Shi ppi ng Conpany Limted, and that ownership is
now i n UDV Anst er dam BV. Opposer has expl ai ned t hat subsequent
to the assignnent of the marks from Twel ve | sl ands Shi pping
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Anmong the evi dence opposer has subm tted under
notice of reliance are nore than 100 articles taken from
various periodicals. It should be noted that these
articles cannot be used as evidence of the truth of the
statenments made in the articles, as that would be
hearsay. However, the articles can be used to show t hat
the public has been exposed to those statenents.

Mor eover, we have given no consideration to the articles
appearing in foreign publications or those which are from
newswi re services, since we have no indication that the
U.S. public has seen such articles. Furthernore, to the
extent that the articles are used, as opposer’s notices
of reliance state, to show the fanme of opposer’s marKks,

those articles taken fromtrade journals have little

Conmpany Limted, UDV Ansterdam BV changed its nane to QGui nness
United Distillers & Vintners Ansterdam B.V., and ownership in
Qui nness has been confirmby Ms. Hamlton's testinmony. Wth its
notice of reliance opposer also submtted four additiona

regi strations because “they show the use of Opposer’s MALI BU
mar k and/or palmtree and sun design elenents in connection with
its goods and services.” Brief, p. 5 = Because opposer neither
pl eaded nor has it relied on these registrations as a basis for
its ground of I|ikelihood of confusion, we do not deemthe

pl eadi ngs to have been anended to assert I|ikelihood of confusion
with respect to these registrations.
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probative val ue because it is unclear whether they would
ever have been seen by the general consuner.

Applicant did not submt any evidence.

Bot h opposer and applicant have filed briefs; an
oral hearing was not requested.

The testinony of Linda Marjory Ham I ton states that
Gui nness United Distillers & Vintners Ansterdam B. V.
(hereafter Guinness) is the successor in interest to
opposer Twel ve | sl ands Shi pping Conpany Limted’ s
trademark rights in the MALIBU brand. CGuinness and its
predecessors in interest in MALIBU sold in excess of 48
mllion bottles of MALIBU flavored rum beverage in the
United States between 1993 and 2000, with nore than 17
mllion bottles sold between 1993 and 1996. Each bottle
has a retail price of between $12 and $14. Since the
early 1990’ s MALI BU coconut flavored rum drink has been
the best-selling such drink in the United States, and is
the third nost popular inported |iqueur brand in the
United States. Guinness and its predecessors-in-interest
have spent, between 1991 and 2000, in excess of $70
mllion pronoting the MALIBU rumdrink in the United
States, advertising in national magazi nes such as

“People,” “Entertainment Weekly,” “Cosnopolitan” and
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“Pl ayboy,” on radio, billboards, and signage and
pronmotional materials in bars and restaurants.

Ms. Hami Iton also testified that Guinness and its
predecessors |icensed the sale of HAAGEN- DAZS ice cream
co- branded with the MALI BU mark overseas for severa
years, ending in 1999. Applicant, apparently relying on
statenments made in some of the newspaper articles

submi tted by opposer,

calls into question the accuracy
of this testinony. As noted, the articles are not
evidence of the truth of the statenents made in the
articles, so as far as the evidence of record is
concerned, there is nothing to call Ms. Ham lton's
testinmony into question. Applicant had the opportunity
to cross-examne Ms. Ham | ton as to her declaration
testi mony, but chose not to. In any event, we would not
consider the difference between two year’s use and
“several years” to be meaningful in the context of this
evi dence; the fact that MALIBU |iqueur was used in ice
cream and that the |iqueur mark appeared on the ice

cream for even two years indicates a relationship between

t he goods.

1 For exanple, the “Frozen and Chilled Foods” article, dated
April 1997, states that “Haagen Dazs is |aunchi ng anot her new
flavour this spring: Mlibu, a conbination of coconut and rum?”
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Al t hough applicant did not submt any evidence, his
responses to interrogatories which were subm tted by
opposer show that he has not yet used his mark, but
intends to use it on “super-prem um Anmerican ice creant
in pint containers, 500 mM. containers, 118 nil.
contai ners and novelty ice cream bars. The purchasers of
t hese products woul d enconpass all those who consune ice
creamin the United States, fromyoung children to the
elderly, with the target nmarket being teenagers and
famlies with young children. Applicant has used the
mark in advertising to store buyers, airlines and snall
busi nesses, and it was advertised on the Internet in
January 1997.

Priority is not in issue in view of opposer’s
registrations, submtted under a notice of reliance. See
Ki ng Candy Conpany v. Eunice King’s Kitchen, Inc., 496
F.2d 1400, 182 USPQ 108 (CCPA 1974). Mbreover, the
record shows that opposer has used the mark MALIBU since
at least 1993, which is prior to the February 2, 1997
filing date of applicant’s intent-to-use application,
which is his constructive use date.

The determ nation of |ikelihood of confusion
must be nmade based on all of the probative evidence that

is relevant to the factors set forth in Inre E.|I. du
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Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA
1973). Although we have considered all relevant factors,
we will concentrate our discussion on the factors argued
by the parties.

Turning first to the parties’ goods, they are
obviously different. W agree with applicant that no one
would m stake a |liqueur with ice cream or buy one
product when they wanted to buy the other. However, the
question we nust decide is not whether consuners are
likely to confuse the products, but whether they are
likely to confuse the source of the products. The fact
t hat opposer’s liqueur is classified in one class, and
applicant’ ice creamin a different class, does not
necessarily nmean that such confusion is not likely to
result. The classification systemis for the convenience
of the Patent and Trademark Office, and does not serve as
evi dence of the rel atedness of goods or services. See
Nat i onal Football League v. Jasper Alliance Corp., 16
USPQ2d 1212, 1216 n. 5 (TTAB 1990).

It is well established that, in order to support a
hol ding of I|ikelihood of confusion, it not necessary that
t he goods of the parties be simlar or conpetitive, or
even that they nove in the sane channels of trade. It is

sufficient that the respective goods of the parties are
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related in some manner, and/or that the conditions and
activities surrounding the marketing of the goods are
such that they would or could be encountered by the sanme
persons under circunstances that could, because of the
simlarity of the marks, give rise to the m staken beli ef
that they originate fromthe sane producer. 1In re
| nternational Tel ephone & Tel egraph Corp., 197 USPQ 910,
911 (TTAB 1978).

The record denponstates that such a relationship
exi sts between liqueur and ice cream The evidence
submtted by opposer shows that |iqueur can be used as an
ingredient in ice cream In particular, opposer has
provi ded evidence as to the co-branding of opposer’s own
MALI BU | i queur with Haagen Dazs ice cream Moreover, the
newspaper articles refer to the use of liqueur in ice
cream as well as an ingredient in sorbet (including a
sorbet called MALI BU BAY BREEZE SORBET) and cakes, and to
the use of ice creamin alcoholic beverages. Although
the articles are not evidence that |iqueur has in fact
been used in such a manner, they show that the public has
been exposed to reports of such use. Thus, consuners are
likely to assunme that |iqueur and ice cream enmanate from
or are sponsored by the sane source if the goods were

sol d under confusingly simlar marks.

10
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Opposer has al so submtted third-party registrations
whi ch show that |iqueur and ice cream are rel ated.
Third-party registrations which individually cover a
nunber of different items and which are based on use in
conmmerce serve to suggest that the |isted goods and/ or
services are of a type which may emanate from a single
source. See In re Albert Trostel & Sons Co., 29 USPQ2d
1783 (TTAB 1993).' The third-party registration evidence
shows that BAILEYS has been registered for, inter alia,
ice cream (Reg. No. 2,023,042) and |iqueurs (Reg. No.
1,224, 459); GRAND MARNI ER has been registered for, inter
alia, ice creans (Reg. No. 1,731, 364) and cordials (Reg.
No. 1,013,041); and SEREGO ALI GHI ERI has been registered
for, inter alia, frozen confections and |iqueurs (Reg.

No. 2,273,272); while BLEND S and desi gn has been
registered for “prepared al coholic blend containing

distilled spirits and ice creani (Reg. No. 2,240, 700).

2 I'n accordance with the principle set out in Trostel, we have

given no consideration to the third-party applications submtted
by opposer, as they do not carry the sanme presunptions as
registrations. Nor have we considered the registrations based
on Section 44 of the Act, since those registrations would not
show use of the marks in the United States, unless a Section 8
affidavit or renewal application has been accepted for those
regi strations which woul d evidence such use. W are also
unclear as to why certain of the registrations have been
submtted, e.g., the various registrations for STARBUCKS are not
for al coholic beverages at all.

11
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Applicant has asserted that the goods travel in
different channels of trade because opposer’s product is
a controlled al coholic beverage. Although applicant has
not submtted any evidence on this point, we can take
judicial notice that nost, if not all, states have
restrictions as to the sale of alcoholic beverages. Mny
states require that they be sold in special stores, or in
separate sections of grocery stores. W have no
i nformation, however, as to whether all states prohibit
the sale of bottled al coholic beverages in the sanme
stores where food is sold, and we certainly cannot take
judicial notice that stores which sell Iiquor are
prohibited fromselling ice cream

Even if we were to assune that liqueurs and ice
creamare sold in different retail outlets, they are sold
to at | east some of the sanme classes of custoners.
Appl i cant acknow edges that his ice cream nay be
purchased by “all those who consune ice creamin the
United States from young children to the elderly.”
Response to Interrogatory No. 16. The adult nmenbers of
t hi s purchasi ng audi ence woul d include the same cl ass of
purchasers of |iqueurs. Certainly there is no evidence
to indicate that adults who purchase and consune |iqueurs

woul d not al so purchase and consune ice cream On the

12



Qpposition No. 111, 360

contrary, the third-party registration for “prepared
al coholic blend containing distilled spirits and ice
cream” (No. 2,240,700) and the articles reporting on
cocktails which contain ice cream suggest the opposite
concl usi on.

Turning to the marks, it is well established that it
is perm ssible, when conparing marks, to accord nore
wei ght to particular features of the marks, as |ong as
the marks are considered in their entireties. 1In re
Nati onal Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed.
Cir. 1985). In applicant’s mark the word MALIBU is
clearly the dom nant elenent. The word | CE CREAM which
is the generic termfor applicant’s goods, has no source-
i ndicating value. As for the palmfrond design, visually
the |l eaves sinply forma decorative background which
frames and enphasi zes the words in the mark. Moreover,
when a mark conprises both a word and a design, the word
is normal ly accorded greater weight because it would be
used by purchasers to request the goods. In re Appetito
Provi sions Co., 3 USPQd 1553 (TTAB 1987). Conpari ng
opposer’s mark MALIBU with applicant’s mark, they are
identical in sound in ternms of the source-identifying
el ements; and simlar in appearance in that opposer’s

mar k, being registered as a typed draw ng, could

13
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certainly be used in the script formenployed in
applicant’s mark, while, as previously noted, the palm
frond background design of applicant’s mark does not have
a strong source-indicating capacity. As for the
connotation of the marks, applicant states that MALIBU is
the name of a famous place in California and suggests

pal mtrees, sun and beaches. Such a connotation would be
equal ly applicable if the termwere used with ice cream
or with liqueur, particularly the coconut flavored rum

i queur with which opposer’s marks are used. Thus, the
connotations of the marks are identical. Accordingly, we
find that the marks convey the sanme comrerci al

i npressi on.

Conpari ng opposer’s mark MALI BU and design with
applicant’s mark, the sane reasoning applies. |If
anything, the simlarity in appearance of the marks is
even greater because opposer’s MALIBU and design mark
contai ns a design of palmtrees.

Appl i cant argues that opposer’s nmarks are weak
because the word portion is the name of a geographic
pl ace, Malibu, California. There is nothing in the
record to show that MALIBU is being used or has been
registered by third parties, such that we should deemthe

scope of protection for opposer’s mark to be

14



Qpposition No. 111, 360

circunscribed.™ On the contrary, opposer has shown that
when third parties have attenpted to regi ster marks
containing the word MALIBU it has successfully opposed
their registration. Gven the |ack of evidence of third-
party use, and the evidence opposer has submitted as to
its sales and pronotion of its marks, we cannot find that
opposer’s marks are so weak that their scope of
protection would not extend to the use of MALIBU on ice
cream a product which the record shows to be related to
li queurs. ™

Al t hough we do not find opposer’s MALIBU marks to be
weak, neither can we accept opposer’s position that its
mar ks are fanous. Opposer’s evidence shows that it has
sold 48 mllion bottles of its liqueur in the United

St at es bet ween 1993 and 2000, but we have no indication

B Inits brief applicant has referred to a the MALIBU

autonobile, and in its interrogatory responses al so has
mentioned a “teenage tel evision show MALIBU, CA on the internet
at malibu-ca.com” Response to Interrogatory No. 20. However,
appl i cant has not submitted any evi dence regardi ng such usages.
14 W note applicant’s assertion throughout its brief that
MALIBU is not a comrercially distinctive term because of its
geogr aphi ¢ connotation. Such an assertion is at odds with
applicant’s position in seeking to register MALIBU and design as
its mark. |If applicant, by this assertion, w shes to claimthat
opposer’s marks are geographically descriptive or geographically
deceptively m sdescriptive, applicant is advised that, because
opposer’s two registrations issued in 1983 and 1985, they cannot
be attacked on such grounds. Further, there is no evidence in
the record that would indicate that MALIBU is either

geogr aphi cal |y descriptive or geographically deceptively

m sdescriptive for |iqueurs.

15
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of how this conpares with other liquor sales. |In this
connection, we note fromthe articles submtted by
opposer that conpany sal es of al coholic beverages are
normal |y reported as nunber of cases, not individual
bottles. Further, as applicant has pointed out, the fact
t hat opposer’s beverage is “the best-selling coconut
flavoured rumdrink in the United States” (Hamlton aff.,
1 6) is not meaningful if it is the only coconut-flavored
rumdrink sold in the United States. Simlarly, the fact
that it may be the third nost popular inported |iqueur in
the United States does not indicate its market share as
conpared to all liqueurs sold in the United States.

Nor is opposer’s evidence as to its pronotional
activities sufficient to denonstrate that its MALI BU
mar ks are fanous. Opposer has not broken down the
anounts spent on the various kinds of advertising or
pronotion it does, nor has opposer provided any exanpl es
of its advertising. Thus, we do not know whether the
advertisenments in “widely circul ated magazi nes” consi st
of a nmere listing of opposer’s marks along with opposer’s
ot her product marks, or whether they are full-page ads
featuring the MALI BU marks alone. As for the various
newspaper and magazine articles taken fromthe NEXI S

dat abase, nost, as indicated previously, are fromtrade

16
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journals, foreign publications or wire service reports.
O the 38 articles that are from general circulation
newspapers and magazi nes, and thus would be seen by the
general public, many of the references to opposer’s

MALI BU | i queur sinply list “Malibu liqueur” as an
ingredient in the context of a cocktail recipe. Although
the articles do show that the public has been exposed to
t hese references, we cannot say that this exposure is
enough to make a strong i npression on consurmers.

Accordi ngly, we cannot conclude, on the evidence of
record, that opposer’s MALIBU marks are fanpus.

We reiterate, however, that even if opposer’s marks
are not famous, they are still strong marks. Because of
this, and because of the relationship which has been
shown between |iqueurs and ice cream the fact that both
products are sold to the general public and the
simlarities of the parties’ nmarks, we find that
confusion is likely if applicant’s mark MALI BU and design
were to be used on ice cream

In reaching this conclusion, we have consi dered
applicant’s argunment that the cost of opposer’s product
woul d avoid confusion. W cannot say that a retail price
of between $12 and $14 a bottle ensures that a great deal

of care would be exercised by the purchasers of opposer’s

17
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goods. More inportantly, however, ice cream as

acknow edged by applicant, is an “inexpensive ‘inmpul se
buy’”. Brief, p. 4. Thus, consuners who are famliar
with opposer’s MALI BU branded |iqueurs are not |ikely,
upon seeing the very simlar MALIBU and design mark on
ice cream to undertake any investigation as to whether

t he goods conme fromthe sane source. Rather, because ice
creans can be flavored with al coholic beverages, they are
sinply likely to assunme that the ice creamis |icensed or
sponsored by the source of MALIBU branded | i queur.

Thus, although some of the duPont factors favor
applicant, when we consider all of the duPont factors for
whi ch evidence is of record, we find that the evidence in
its totality supports a finding of |ikelihood of
conf usi on.

Deci sion: The opposition is sustained and

registration to applicant is refused.
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