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Opi nion by Hairston, Adm nistrative Trademark Judge:
duPont Publishing, Inc. (applicant) has filed four
applications to register the follow ng marks:
(1) DUPONT REG STRY in typed capital letters for

“magazi nes advertising the goods and services
of others featuring a wi de variety of



Qpposition No. 109, 415

col l ectible, custoni zed |uxury services,
consuner products and real estate properties”
in class 16 and “conputer services, nanely,
provi ding on-line serial magazine featuring
col l ectible, custoni zed |uxury services,
consuner products and real estate properties
provi ded on-line by neans of a gl obal conputer
i nformation network” in class 42;°

(2) DUPONT REG STRY in typed capital letters for
“pronoting the goods and services of others
by preparing and placing adverti senents in an
el ectroni ¢ magazi ne accessed by a gl obal
conputer network, and pronoting the goods and
services of others through the distribution
of serial magazines on the topic of |uxury,
collectible and custom zed services, itens
and properties” in class 35;?2

(3) DUPONT REGQ STRY and desi gn as shown bel ow,

for “all purpose sport bags” in class 18;
“non-netal key chains” in class 20; “coffee
mugs” in class 21; “T-shirts, caps” in
class 25; and “golf balls and golf tees”

in class 28;° and

(4) DUPONTREG STRY.COM in typed capital letters

! Serial No. 75/094,850, filed April 26, 1996, alleging dates of
first use of January 10, 1985.

2 Serial No. 75/100,959, filed May 1, 1996, alleging dates of
first use of January 10, 1985. The application was subsequently
anmended to seek registration under the provisions of Section
2(f) of the Trademark Act.

3 Serial No. 75/123,644, filed June 21, 1996, alleging dates of
first use of January 10, 1985.
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for “pronoting the goods and services of others
by preparing and placing advertisenents in an
el ectroni ¢ magazi ne accessed through a gl obal
conputer network” in class 35; “electronic

transm ssion of data and docunents via conputer
term nals and el ectronic mail service” in

class 38; “dissem nation of educati onal
materials in the fields of autonotive mechanics,
vehicle restoration and repair, vehicle driving
instruction, fitness instruction, yachting,

ai rplane flight and navigation instruction,

anti ques and antique exhibitions, fashion,

wi ne and wi ne festivals, sports instruction,
nanmely, golf and golf exhibitions, tennis and
tenni s exhibitions, polo and pol o exhibitions,
genol ogy and jewelry, art and art

exhi bitions, dissem nation of educati onal
materials on the subject of horse show ng,
breedi ng and training, dog show ng, breeding
and training” in class 41; and “providing
information on a wi de range of subjects via

a gl obal conputer network” in class 42.°

Regi stration of each of applicant’s marks has been
opposed by E.I. duPont de Nemours and Conpany (opposer).
I n the amended notice of opposition, opposer alleges that
for many years it has used the trade name and mark DUPONT
and variations thereof for the manufacture, sale and
distribution of a wide variety of products, including
chem cals, fibers, polymers, powders and petrol eum
products for end-use applications in virtually every type
of industry; that as a result of extensive use and
pronoti on, opposer’s DUPONT mar ks have becone fanous;

t hat opposer is the owner of a nunber of federal
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registrations for such marks; that applicant’s use of its
mar ks for the involved goods and services is likely to
cause confusion with opposer’s previously used and
regi stered marks; and that applicant’s use of its marks
will dilute opposer’s DUPONT marks.

Applicant, in its answer, has denied the salient
al | egations of the amended notice of opposition® and
asserts the affirmati ve defenses of | aches, acquiescence,
and equitabl e estoppel.® Further, applicant asserts that
refusing to register its marks would interfere with
applicant’s fair use of its marks which incorporate the
surname of Thomas L. duPont, applicant’s president and

chi ef executive officer.

4 Serial No. 75/128,916, filed July 2, 1996, alleging dates of
first use of June 10, 1996.

> W note that as a result of an inadvertence, applicant was not
allowed tinme to anend its answer in response to opposer’s
anended notice of opposition which added a claimof dilution.
However, inasmuch as applicant has contested the claimof
dilution on the nmerits, we deem applicant’s answer to be anended
to deny the allegations relating to the claimof dilution.

® W note that applicant also asserts as an “affirmative
defense” that “[t]here is no likelihood of confusion between
Applicant’s marks as they are used in commerce and the all eged
mar ks of opposer as they are used in commerce.” Apart fromthe
fact that this is not a proper affirmative defense, it is

poi nted out that, in determ ning |likelihood of confusion with
respect to applications for and/or registrations of marks in
typed capital letters, we nust consider all reasonabl e manners
in which the marks coul d be depicted, and not sinply the nmanner
in which the marks are actually used. For applications and/or
registrations involving marks in a stylized format, we nust

consi der the marks as depicted therein.
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Finally, in paragraphs 14 and 15 of the answer,
appl i cant asserts that:

14. In the alternative, Applicant is at |east
entitled to registration of the mark “DUPONT

REG STRY” [in typed capital letters] for nagazi nes
advertising the goods and services of others
featuring a wide variety of collectible,

custom zed | uxury services, consunmer products and
real estate in international class 16; and to
registration of “DUPONT REG STRY” [in typed
capital letters] for pronoting the goods and
services of others through the distribution

of serial magazines on the topic of |uxury,
collectible and custom zed services, itens

and properties in international class 45.

15. In the alternative, applicant is at |east
entitled to registration of the stylized version
of the “DUPONT REG STRY” nmark, for nmgazi nes
advertising the goods and services of others
featuring a wide variety of collectible,
custom zed | uxury services, consumer products
and real estate in international class 16; and
to registration of “DUPONT REG STRY” for
pronoti ng the goods and services of others

t hrough the distribution of serial namgazi nes
on the topic of luxury, collectible and
custom zed services, itens and properties in
international class 35.°

The record includes the pleadings; the files of the
four involved applications; and the testinony, wth
exhi bits, of opposer’s wi tnesses Kathleen H Forte,
Jeffrey Brown, James Moore, John Murray, Alfred Strolle,

Harry O Neil, and Scott Gostyla. Opposer also submtted

" Wth respect to paragraphs 14 and 15 of the amended notice of
opposi tion, we should point out that applicant subsequently
filed notions to formally anend Serial Nos. 75/123, 644 and

75/ 128,916 to limt the identification of goods and services
therein. These notions will be discussed infra.
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by way of notices of reliance certified copies of the
over fifty registrations owned by opposer; excerpts of
printed publications; portions of the discovery
depositions of Kathleen H Forte, John Murray and Weston

Anson; and copies of: The Congressional Record

Proceedi ngs concerning the Federal Trademark Dilution Act

of 1995: 104'" Congress,



Qpposition No. 109, 415

House of Representatives 1st Session 104-374 Report on

the Federal Tradenmark Dilution Act of 1995; New York

State Legislative Annual S.1. 1970, Pr. 3055, Mtchel
Ch. 630 (1954); and MKinney' s Session Laws of 1954,
Chapt er 630.

Applicant submtted the testinony depositions, wth
exhibits, of its witnesses Thomas L. duPont, M chae
Rappeport and Howard Shinmrel. Applicant additionally
made of record by way of notice of reliance portions of
the discovery depositions, with exhibits, of Kathleen H
Forte, Janes L. Moore, Alfred H Strolle, Wston Anson,
John Murray and Thomas L. duPont; copies of printed
publications; certified copies of certain registrations
owned by applicant; and opposer’s responses to
applicant’s interrogatories.

Each party undertook a survey on |ikelihood of
confusion and introduced its own survey evi dence.

Nurmer ous obj ecti ons have been raised by both parties
relative to the testinmony and ot her evidence in this
case. Suffice it to say that these objections have been
taken into account during our determ nation of the issues

herein. Both parties
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filed briefs on the case® and both participated in oral
argument .

THE PARTI ES

Opposer

Opposer, E.l. duPont de Nenmours and Conpany, was
founded by El euthére Iréneé duPont in 1802. |t began as
a manufacturer of gunpowder, but has evolved into a world
| eader in science and technol ogy, with a product |ine
that includes chem cals, fabrics and fibers, polyners,
pi gments, performance coatings, polyesters,
phar maceuticals, agricultural and nutritional products.
It is the |argest chem cal conpany in the world with
92, 000 enpl oyees worl dwi de and 54,000 in the United
States. Opposer has manufacturing and processing
facilities in forty countries. |In 1998, opposer’s U S
sal es revenue exceeded $13 billion and it ranked 16'" on

the Fortune 500 |list of Anmerica’s |argest corporations.

8 W note applicant’s notion to strike opposer’s reply brief as
exceeding the 25-page limtation. Although opposer’s reply
brief is 25 pages, opposer filed along with its reply brief a 4-
page paper styled “Menorandum On Evidentiary Matters.” It is
applicant’s position that the evidentiary objections raised in

t hi s menorandum shoul d have been included in opposer’'s reply
brief, and thus, “the true reply [brief] exceeds the page

[imtation by 4 pages.” Wile a party may include evidentiary
objections in its brief, it is not prohibited fromfiling a
separate notion or paper detailing such objections. In view

t hereof, applicant’s notion to strike opposer’s reply brief as
exceeding the 25-page limtation is denied.
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Kat hl een Forte, opposer’s vice-president for gl obal
public affairs, testified that since 1802 opposer has
used the nanme “DuPont” or “DuPont Conmpany”. |In addition,
since the early 1900’ s, opposer has used the “ DUPONT

Oval” mark shown bel ow.

Opposer’s current conmpany policy calls for the
“DUPONT oval” mark to be displayed, at |east once, on al
conpany products and conmmuni cation materials. Opposer
al so uses the identifying phrase “Only From DuPont” on
certain product packagi ng, |abeling and in adverti sing.

Opposer has over two-thousand products and owns over
fifty trademark registrations, dating fromas early as
1922, for the “DUPONT oval” mark. These registrations
cover, inter alia, chem cals, pharmaceuticals,
construction materials, paints, neasuring instrunments,
machi ne parts, adhesives, film fiber, acids, explosives,
pi gment, fabrics, |am nates, x-ray machi nes, and
bi omedi cal devices. Opposer al so owns severa

registrations for the mark DUPONT REFI NI SH RACI NG and
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design for clothing, flags, banners, household utensils,
mugs, beverage containers and gl asses. Each of opposer’s
registrations is valid and subsisting. A 1994 val uation
study conducted by Trademark Licensing Associates, Inc.
estimated the DuPont trade nanme and mark to be worth
between $11.3 and $15.1 billion.

Most of opposer’s products are sold “business-to-
busi ness.” The “business-to-business” products that
opposer maintains are nost relevant to this proceeding
i nclude autonotive paints, parts and safety devices;
pai nt, nylon, and boat hull material for the boating
i ndustry; materials incorporated in clothing used in
sporting activities; and materials used in sporting goods
such as skis and tennis rackets. A few of opposer’s
products are sold directly to consunmers and these brands
i ncl ude TEFLON bakeware |iners, DACRON and COWOREL
pillows, COOLMAX fabric, TYVEK hone insul ation,

STAI NMASTER car pet, and CORI AN solid surfaces. Since the
early 1900’ s, opposer has owned The Hotel DuPont in

W | m ngton, Del aware and opposer’s consumer brand
products are used in the hotel.

Opposer engages in two basic | evels of advertising.
First, it has regularly pronoted the overall DUPONT

“brand” in national broadcast and print advertising since

10
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the 1930's. Second, opposer’s strategic business units

al so engage in advertisenents in selected nedia for their

respective product lines. Since 1985, opposer has spent
approxi mately $200-250 million on corporate adverti sing
and $1 to 1.5 billion on product adverti sing.

Opposer actively pronmotes the DUPONT mark and is a
current sponsor of NASCAR race car driver Jeff Gordon.
Opposer al so sponsors an annual sail boat show in
Annapolis, Maryland and participates in boat shows
i ncluding the Fort Lauderdal e International Boat Show.
From 1990- 1997 opposer sponsored the Tour DuPont bicycle
race. According to Ms. Forte, opposer has sold DUPONT
branded merchandi se such as T-shirts, caps, sport bags,
key chains, coffee nmugs and the I|ike.

Opposer has published a periodical known as DuPont
Magazi ne, at |east four times a year, since 1913. The
pur pose of the nmagazine is to describe the conpany’s
products and services and to pronote the conpany’s
contributions to society. The magazine is distributed,
free of charge, to approximtely 110,000 current and
former enployees, and 125,000 additional individuals such
as corporate executives, federal, state and |local elected

| eaders, educators and nenbers of the nedi a.

11
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Appl i cant

Applicant, duPont Publishing, Inc., was founded in
1984 by Thomas L. duPont, who is a descendant of the
founder of opposer. Applicant’s business is the
publication of three magazines that primarily contain
pi ctorial advertising for autonobiles, honmes, and boats,
respectively. Applicant published its first magazi ne,
primarily devoted to autonobiles, in March 1985.
Appl i cant subsequently expanded to separate nmagazi nes
devoted to luxury yachts and honmes, and to internet
services and pronotional items. The magazines are
avai | abl e at newsstands and by subscription, and retail
for between $5.00 and $7.00 a copy. Applicant’s
magazi nes and services are directed to the high-end
mar ket and i ndeed a readership study of its nmagazi ne
devoted to autonobil es shows that the average reader is
mal e, has a net worth of $1.2 nillion and an annual
i ncone of $172,000, and owns four vehicles.

Applicant has advertised in Playboy and Forbes
magazi nes. Applicant has engaged in the parti al
sponsorship of golf tournanments and has participated at
vari ous boat shows, including the sane show in Fort
Lauderdal e that opposer attends. Applicant sells and

di stri butes branded nerchandi se, such as T-shirts, caps,

12
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sports bags, coffee mugs and golf balls, under its DUPONT
REG STRY mar ks.

PRI ORI TY

Because opposer has made of record certified copies
of the registrations upon which it relies, which show
such registrations to be subsisting and owned by opposer,
priority of use is not an issue in this proceeding. King
Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d 1400,
182 USPQ 108 (CCPA 1974). Moreover, the record
est abl i shes opposer’s priority with respect to use of the
DuPont trade name and “DUPONT oval " mark.

LI KELI HOOD OF CONFUSI ON

Qur determ nation of |ikelihood of confusion under
Section 2(d) is based on all of the probative facts in
evidence that are relevant to the factors bearing on the
l'i keli hood of confusion issue. See In re E. |I. duPont de
Nermours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).
The factors deened pertinent in this proceedi ng now
before us are di scussed bel ow.

Fame of Opposer’s Mark

The first relevant factor in this case is the fame
of opposer’s mark. Before discussing this factor,
however, we nust address applicant’s contention that the

“DUPONT oval” is the only mark on which opposer may rely

13
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in this proceeding. Stated differently, applicant
contends that opposer is not entitled to rely on sinply
t he ter m DUPONT.

The record herein shows that opposer is the owner of

over fifty registrations for the “DUPONT oval” mark.

Al t hough opposer has made no registrations of record

whi ch cover DUPONT al one, opposer’s witness testified

t hat opposer has used DuPont and DuPont Conpany as trade
names since well prior to applicant’s dates of first use.
Moreover, it is obvious that when the “DUPONT oval” mark
is spoken, it is sinmply DUPONT and not “DUPONT in an
oval .” The oval operates as a vehicle for display of
DUPONT. As used in the foregoing manners, DUPONT creates
a comercial inpression separate and apart and thus
opposer has rights in DUPONT per se. Thus,
notw t hst andi ng applicant’s argunments, we find that
opposer is also entitled to rely on DUPONT al one.

Wth the foregoing in mnd, we turn to a
consideration of the fame of the DUPONT mark. Thomas L.
duPont, applicant’s Chairman and Chi ef Executive, has
acknow edged that the DUPONT mark is “well-known.” (Dep.
Page 35). However, applicant maintains that the DUPONT
mark’s fame is “limted’, i.e., it does not extend beyond

chem cals and ingredient-type products, and that

14
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consunmers are not likely to be confused vis-a-vis
appl i cant’ s DUPONT REG STRY mar ks for magazi nes and
associ ated products and services which feature

coll ectible and luxury products and services.

Opposer, in discussing the fane of the DUPONT nark
inits brief, does not point to any particular products
for which the mark is fampus. Rather, it is opposer’s
position that, because the DUPONT mark is used with an
extensive line of products and services “ranging from
bul k chem cals to a
[ uxury hotel” (Brief, p. 22), the fame of the mark
enconpasses many different products, services and fields.

Opposer points to a 1997 Corporate |Imge Tracking
St udy conducted by Opinion Research Corporation which
opposer maintains shows that the “aided awareness” of
DUPONT anong upscal e consuners is 100% Further, opposer
argues that this sane study shows that it has a | eading
presence in a nunmber of fields. The survey was based on
a total of 1,121 tel ephone interviews conducted anong
upscal e consuners, and influential individuals involved
in investnment, government, business, nedia, and academ a.
The upscal e consuner audi ence, of which there were 612
persons, was defined as individuals who neet the

follow ng m nimum qualifications: 25 years of age,

15
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$50, 000 househol d i ncone and sone coll ege education. In
response to the question, “In which of the follow ng

mar kets (listed below) do you feel DuPont has a |eading
presence?”, the percentage of respondents saying “Yes”

was as foll ows:

Medi cal and Heal th 60%
Aut onoti ve 48%
Fashi on/ appar el 46%
Home f urni shi ngs 44%
Sport s/ equi pnent 37%
Printing/ Publishing 20%

As further proof of the fame of the DUPONT nark,
opposer nmade of record three articles as exanpl es of the
medi a attention which it receives. The first article is
titled “There WII Always Be A DuPont” fromthe October
13, 1997 issue of Forbes magazine. The article begins
with “Fortunes cone and go, conpani es wax and wane, but
t he DuPont conpany-al nost alone in U S. industry-has
managed to stay on top throughout this century.” Another
article, which appeared in the January 11, 1999 edition
of The Wall Street Journal, is titled “It Began Wth
Gunpowder,” and begins with “The history of DuPont speaks
vol unmes about the history of the nodern corporation.” A

third article appeared in the May 11, 1998 issue of

16
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Barron’s magazi ne and featured on its cover a photograph
of opposer’s Chief Executive with the caption “THE NEW
DUPONT. ”

Opposer’s witness, Ms. Forte, testified that the
DUPONT mark has been in use for well over 100 years and
the record establishes that the mark has been extensively
advertised and pronoted throughout the U S. since the
1930’ s. Moreover, opposer owns over fifty registrations
for an array of products, with the first registration
bei ng issued as early as 1922. We al so note that in
the case of G B. Kent Sons, Ltd. v. P. Lorillard Co.,
114 F. Supp. 62, 98 USPQ 404 (S.D.N. Y. 1953), “DuPont” was
characterized as a household nanme. Additionally, we note
that the legislative history of the recently enacted
Federal Trademark Dilution Act cites DUPONT as an exanpl e
of a famous marKk.

We conclude that by virtue of its |long use,
consi derabl e advertising and pronotion, the breadth of
products and services it covers, the extent of the sales
t hereunder, and the substantial publicity it has
recei ved, DUPONT is an exceptionally fanmous mark.
Contrary to applicant’s contention, this fame is not
“limted” to opposer’s principal products, i.e.,

chem cals and ingredient-type products, but extends to

17
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essentially all of its goods and rel ated products. I n
this regard, we are particularly m ndful of our primry
reviewing court’s instruction in Recot, Inc. v. M C.
Becton, 214 F.3d 1322, 54 USPQ2d 1894, 1897 (Fed. Cir.
2000), in its decision remanding that case to the Board
(footnotes omtted):

The Board erred when it limted the
wei ght accorded to the fame of the FRITO LAY
mark. We think that the Board s rul e--that
the fame of the FRITO LAY mark extends no
further than the products with which the
mar ks are currently used--undercuts the | egal
standard of protection for fanous marks.
Famous mar ks are accorded nore protection
preci sely because they are nore likely to
be remenbered and associated in the public
m nd than a weaker mark. For this reason
this court enphasizes:

VWhen an opposer’s trademark is a strong,
fambus mark, it can never be “of little
consequence.” The fanme of a trademark may
affect the likelihood purchasers will be
confused i nasnuch as | ess care may be taken
i n purchasing a product under a fanous nane.

We are obliged, therefore, to accord the fane of
opposer’s DUPONT mark full weight in our |ikelihood of
confusi on determ nation

Before leaving this factor, two argunents made by
applicant require coment. First, applicant maintains
that the fame of the DUPONT mark emanates from the fanous
duPont famly and that there has been an understandi ng
for 200 years establishing the boundary between the

duPont fam |y and opposer. Apart fromthe fact that

18
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applicant failed to present evidence regarding the “fane”
of the duPont famly, the evidence herein establishes

t hat the DUPONT mark has become fanpus as result of
opposer’s extensive efforts. Moreover, it is well
settled that when one elects a famly surname as a
trademark or as part of a trademark, the name, for that
pur pose, is severed fromthe owner’s personality and
registrability thereof is subject to the sane

consi deration as other types of marks, including the
prohi bition of Section 2(d) against the registration of
mar ks where confusion, m stake or deception is likely to
occur. See Ford Motor Co. v. Ford, 162 USPQ 418 (TTAB
1969) .

Second, with respect to applicant’s argunent that
its DUPONT REG STRY marks are fampus in their own right,
the record falls far short of denonstrating that
applicant’s marks are so well known as to be fanous. Cf.
Kenner Parker Toys Inc. v. Rose Art Industries Inc., 963
F.2d 350, 22 USPQd 1456 (Fed. Cir. 1992).

Simlarity/Dissimlarity of the Marks

The second relevant factor is the simlarity or
dissimlarity of the parties’ marks. VWhile the marks
must be conpared in their entireties, it is nevertheless

the case that, in articulating reasons for reaching a

19
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conclusion on the issue of |ikelihood of confusion,
“there is nothing inproper in stating that, for rational
reasons, nore or |ess weight has been given to a
particul ar feature of a mark, provided [that] the
ultimate conclusion rests on consideration of the nmarks
in their entireties.” In re National Data Corp., 753
F.3d 1056, 224 USPQ 749, 751 (Fed. Cir. 1985).

Appl i cant’s DUPONT REG STRY, DUPONT REG STRY and
desi gn, and DUPONTREG STRY. COM mar ks cont ai n opposer’s
DUPONT mark in their entireties. The first word in each
of applicant’s marks is DUPONT and “it is often the first
part of the mark which is nost likely to be inpressed
upon the m nd of a purchaser and renenbered.” See Presto
Products, Inc. v. Nice-Pak Products, Inc., 9 USPQ2d 1895
(TTAB 1988). Moreover, in view of the fame which
opposer’s DUPONT mark has achieved, we think that it is
this well known term which the public would view as the
dom nant part of applicant’s DUPONT REGQ STRY, DUPONT
REGQ STRY and desi gn, and DUPONTREG STRY. COM nmar ks.
When considered in their entireties, applicant’s DUPONT
REG STRY marks are sinmilar in sound, appearance, and
commercial inpression to opposer’s DUPONT mark. We
shoul d add that the “. COM portion of applicant’s

DUPONTREGH STRY. COM mar k has no source-indicating

20
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significance and does not serve to distinguish the
parties’ marks.

Wth respect to opposer’s DUPONT mark and
appl i cant’ s DUPONT REG STRY and design mark in
particul ar, we note that when one of the marks conprises
both a word and a design, then the word is normally
accorded greater weight because it would be used by
purchasers to request the goods. See In re Appetito
Provi sions Co., 3 USPQd 1553, 1554 (TTAB 1987); and
Kabushi ki Kai sha Hattori Tokeiten v. Scuotto, 228 USPQ
461, 462 (TTAB 1985). Thus, in analyzing these marks, it
is appropriate to accord greater weight to the words
DUPONT REG STRY because these words woul d be used by
purchasers to request applicant’s nagazines, in
particul ar.

Third-Party Use

Where there is evidence of w despread and
significant use by third parties of marks containing
elements in comon with marks bei ng opposed, such
evi dence has been considered by the Board to denonstrate
t hat confusion is not likely. 1In this case, the
overwhel m ng majority of the evidence relied on by
applicant falls far short of being accorded any probative

value. In particular, the search report listing of

21
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third-party registrations and purported conmon | aw uses
of “DuPont” identified in opposer’s interrogatory answers
is not conpetent to establish that the |isted marks and
nanmes are, or have been, in use. Simlarly, the
t el ephone directory listings are not persuasive to show
any weakness of opposer’s DUPONT mark because this
evi dence does not show the extent to which the various
names therein have been used. The renmining evidence,
i.e., a few DuPont classic autonobiles; the use of the
mark S. T. DUPONT in a stylized format for lighters, pens
and the |ike (per an agreenment with opposer); and a web
page for Dupont Associates for a consulting firm do not
constitute wi despread or significant third-party use such
that the strength of opposer’s mark, including its
particul ar fame as indicated above, is | essened.
Act ual Confusion

Opposer offered evidence of asserted instances of
actual confusion. QOpposer’s vice-president for gl obal
affairs, Kathleen Forte, testified that opposer’s
tel emarketing center receives several calls a week
i ntended for applicant and in some weeks receives as many
as ten such calls. M. Forte indicated that this
information was relayed to her by Cindi Hearn, the

supervi sor at opposer’s corporate telemarketing center
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Jim Moore, editor of opposer’s DuPont Magazine, testified
that he receives at |east three or four calls a year from
persons who want to speak to sonmeone from applicant
duPont Publishing, Inc. Further, Thomas duPont,
applicant’s Chai rman and Chi ef Executive Oficer,
testified that, anong two mllion incomng calls over a
fifteen-year period, his enployees had received seventeen
m sdirected tel ephone calls.

Applicant has objected to the testinony of Ms. Forte
as inadm ssi ble hearsay. As regards the other asserted
i nstances of actual confusion, applicant maintains that
they are insignificant in nunmber. We agree with
applicant that the Forte testinony is hearsay. W note
in this regard that the information relating to the
t el ephone calls was gathered for the purposes of this
proceedi ng, and it does not appear that such information
was maintained in the regul ar course of business.
Mor eover, as to the tel ephone calls received by the
edi tor of Dupont Magazine, it is not clear whether these
contacts were nmade on the basis of applicant’s trade
name, i.e., duPont Publishing, Inc., rather than on the
basi s of applicant’s DUPONT REGQ STRY marks. Further, as
to the tel ephone calls received by applicant, they are

insignificant in number. |In short, we conclude that
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t hese asserted instances of actual confusion are of
little probative val ue.
Goods/ Servi ces

The parties have spent a considerable amount of tinme
during trial and in their briefs on the issue of the
rel atedness of the invol ved goods and services.
Opposer’s position essentially is that the goods and
services listed in applicant’s applications either
overlap or are related to the extensive goods and
servi ces which have been offered by opposer under the
DUPONT mar k. Opposer argues that the parties’ goods and
services are related because opposer has been involved in
the primary product areas featured in applicant’s
magazi nes and on-line services, nanely, autos, honmes and
boats, for decades. |In particular, opposer points to the
fact that a nunber of its products are used in autos,
honmes and boats. Finally, opposer argues that both
parties distribute magazi nes and sonme of the identical
itenms of branded nmerchandi se, nanely, sports bags, T-
shirts, and caps.

Applicant, on the other hand, argues that the fact
t hat some of opposer’s ingredient-type products
ultimately make their way into autonobiles, honmes and

boats, i.e., the consuner products featured in
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appl i cant’ s nmagazi nes, does not nmean that opposer’s goods
and applicant’s nmagazi nes and associ ated goods and
services are closely related for likelihood of confusion
pur poses.

There is no evidence in this record that opposer’s
princi pal products, nanely, chem cals and ingredient-type
products and applicant’s type of nmgazi nes and associ at ed
goods and services are offered by the sane conpani es.

Nor is there evidence how t hese particul ar goods and
services would be encountered by the same cl asses of
purchasers. In this regard, we note that opposer’s

w t ness has acknow edged that nobst of opposer’s chem cal
and ingredient-type products are sold “business-to-

busi ness” and may be “invisible” to the ordinary
consunmer. (Murray at 10). Thus, we cannot say on this
record that opposer’s chem cals and ingredient-type
products and applicant’s magazi nes and rel ated goods and
service are closely rel ated goods and servi ces.

Nonet hel ess, the record does show t hat opposer uses
t he DUPONT mark on an extensive |line of products, several
of which are consuner products and several of which are
items of branded nerchandi se; that opposer distributes a

magazi ne under the name DuPont Magazi ne; and that opposer

operates a |luxury hotel under the nanme Hotel DuPont.
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Survey Evi dence

I n support of its position that confusion is likely,
opposer offered the results of a consunmer survey
conm ssioned by it for use in this case. The survey was
desi gned by and conducted under the direction of Harry
O Neil, Vice-Chairman of the Roper Division of Roper
Starch Worldwide. It was a nmall intercept survey of 209
respondents, all nen, and its purpose was “to ascertain
whet her and, if so, to what extent rel evant consuners
m ght believe that the DUPONT REG STRY nmgazi nes are put
out by [opposer].” The interviewer handed each
respondent an exhibit card with the words DUPONT REG STRY
and asked question 1 as foll ows:

The name shown on this card is used on magazi nes

t hat advertise the goods and services of others

featuring autonobiles, books, real estate, and

ot her luxury products and services.

From t he nanme shown here [ DUPONT REGQ STRY — on

the exhibit card], what conpany would you say

puts out these magazi nes, or would you say you

don’t have any idea?”
Ei ghty-eight (88) respondents, or 42% answered DUPONT or
stated a response that contained the word DUPONT. These
88 respondents were then asked:

Why do you think (answer to Q 1) is the

conpany that puts out the magazines with this
name. (PROBE) What el se?
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The nost frequently given reasons to this question
were because it says DuPont (37 respondents or 42% and
t hat DuPont is the nane of the nagazine (11 respondents
or 139%.

In order to determine if these “DUPONT” responses
were nmerely recitations of the word on the exhibit card
or were neant to indicate opposer, the two questions
bel ow (nos. 3 and 4) were asked of the 88 respondents.
The responses which are designated with an asterisk(*)
are considered to indicate that the respondents were
referring to opposer.

What, if anything, can you tell ne about DuPont,

that is, what kind of conmpany is it? (PROBE)
VWhat el se?

Ki nd of Conpany % No.
*Chem cal conpany 33 33
*Make pai nt 33 33
*Pl astics 16 16
*Make synthetics 7 7
*Al um num 5 5

* Rubber 4 4
*Househol d products 4 4
*Textil es/ Fabrics 3 3
*Sponsors car racing 3 3
*Nyl on 2 2
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*Research and devel opnent 2
Met al 2
Don’t know 9
O her 15

15

What ot her products or services, if any, do you

associate with DuPont? (PROBE): What else?

Ot her Products & Services % No.
* Pai nt 12 12
*Chem cal s 9 9
*Plastics 8 8
Magazi nes 4 4
*Car pets 3 3
*Cl eani ng Products 3 3
*Resi ns 2 2
*Rubber 2 2
*Househol d products 2 2
*Ki t chenwar e 2 2
*Sponsors race cars 2 2
Cosnetics 2 2
O her 16 16
Not hi ng el se 21 21
Don’t know 28 28

Of course, with respect to questions three and four

above, some respondents gave nultiple responses.
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responses were “netted” and it was determ ned that 85% of
t hese respondents and 40% of the total survey respondents
gave a response that “relates to [opposer].” It was M.
O Neil’s opinion that this survey is “convincing evidence
t hat anmong rel evant consuners, a significant portion
bel i eve that the source of magazi nes using the DUPONT
REGQ STRY nane is E.|I. DuPont [opposer].” (Survey
sunmary, p. 5.)

Applicant, during its testinony period, introduced
its own survey conducted by R L. Associ ates under the
supervi sion of Dr. M chael Rappaport. This was also a
mal | intercept survey and 200 individuals were
interviewed. Respondents were shown four magazi nes, one
bei ng applicant’s DUPONT REG STRY nmgazi ne featuring
aut onobil es. The respondents were given time to | ook
t hrough each nmagazine, and in connection with the DUPONT
REGQ STRY magazi ne, the respondents were asked the
foll ow ng questions?

Question 1: Who do you think puts out this
magazi ne?

Question 2: Do you think there is any other
conpany that is involved with putting out or
sponsoring this magazi ne?

Question 3: What is the name of that conpany?
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The tabl e bel ow shows the percentage of respondents
who i ndicated that the DUPONT REG STRY magazi ne is put
out and/ or sponsored by a conpany that has the word
“DUPONT” in its nane.

DUPONT 48%

DUPONT REGQ STRY 9%

DuPont fam|ly/ The DuPonts/ Thomas |. DuPont

6%

DuPont Publ i shing 3%
DuPont Conpany/ DuPont Chem cal / The financi al

Part of the DuPont Conpany 3%
DuPont car conpany 1%

Net any nmention “DUPONT” in Question 1
O Question 3 70%

No mention of DUPONT” in Question 1 or

Question 3 30%

Al'l respondents who gave an answer that included the
word “DUPONT” in response to either Question 1 or
Question 3 were then asked the cl osed-ended foll owup
guestion bel ow.

Question 4 Although you may have already said this,

whi ch one or nore of these, if any, do you think

DUPONT REG STRY is published by:

The table shows the results:

No nmention of “DUPONT” in Question 1 or
Question 3 30%

Net any nmention “DUPONT” in Question
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1 or Question 3 70%
Menmber of the famly that started DuPont

conpany that nakes chem cal s 21%
DuPont conpany that nakes chem cal s 16%

Person named duPont who is not part of
the famly that started DuPont conpany

t hat makes chem cal s 16%
None of these 16%
Don’t know 7%
As a “control”, all 200 of the respondents were then

asked questions identical to those above with respect to
t he Robb Report magazine and a fictitious conmpany with

t he name Robb Tel ecommuni cati ons Conpany. Based on the
responses to these questions, it was determ ned that
there was a 13% | evel of noise in the study. This 13%
was subtracted fromthe 16% (DuPont conpany that nakes
chem cals) responses in the previous table. 1t was
concluded fromthis survey that 3% of all respondents
bel i eved the DUPONT REG STRY nmgazi ne was put out and/or
sponsored by the DuPont conpany that makes chem cal s,
i.e., opposer. In particular, the survey states its
concl usi on as “no neani ngful proportion of consumers are
likely to be confused into believing that DUPONT REG STRY
magazi ne i s published and/ or sponsored by opposer.”

(Study, p. 11).
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Not surprisingly, each party has raised a nunber of
obj ections and perceived flaws regarding its adversary’'s
survey. As regards applicant’s survey, opposer has
al l eged that an inproper stimnmulus was used because
respondents were presented with the mark DUPONT REG STRY
in a stylized format when two of the applications
involved in this proceeding are for the mark DUPONT
REG STRY in typed capital letters; that the survey
popul ati on was i nappropriate in that it included too many
wormren (i.e., 39.5% when, according to applicant’s
readership survey, wonmen constitute only 3% of its
readership; and that the foll owup question, “Do you nean
t he DuPont Conpany that makes chem cal s?”, was
prejudicial and limting because it foreclose respondents
who nay associ ate opposer with other products.

Appl i cant takes issue with the universe of
respondents in opposer’s survey and argues that there was
a failure to determ ne that the respondents were upscale
consunmers which is the audience for applicant’s
magazi nes. Further, applicant criticizes the fact that
t he respondents were not shown any of applicant’s
magazi nes or given an accurate description of the
magazi nes. I n addition, applicant maintains that no

controls were used to elimnate guessing in the survey
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and that one of the interviewers was being |ess than
forthright in filling out the questionnaires.

Surveys are statistical evidence that can be an aid
to the Board. It nust be kept in m nd, however, that
survey evidence is only one factor to be considered in
the overall determ nation of |ikelihood of confusion. W
find both Messrs. O Neil and Rappeport to be qualified as
survey experts. In this case, both parties, with
significant nmerit, have perceived flaws in the other’s
survey. Qur skepticismabout the reliability of the
parties’ surveys in this case is fueled by the virtually
opposite results reached by each party, nanely a
confusion rate of forty percent (opposer’s) versus three
percent (applicant’s). In view of the flaws noted above
and the wide disparity in these surveys which purport to
determ ne essentially the same thing, we find that
nei ther survey is particularly reliable. Al in all,
nei ther survey is of any particular assistance to the
Board in resolving the issue of |ikelihood of confusion.

Laches, Estoppel and Acqui escence

Applicant maintains that Thomas Murray, opposer’s
former brand manager, knew of applicant’s nagazi nes and
related activities; encouraged applicant in its

activities; knew that applicant intended to register the
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DUPONT REG STRY nmark; and indeed “ceded to registration
of the DUPONT REG STRY mark.” (Brief, p. 36 ).
Applicant’s President and

Chi ef executive officer, Thomas duPont, testified on
direct exam nation that M. Miurray had know edge of
applicant’s magazi nes for some time, that M. Mirray
never objected to applicant’s use of “duPont REGQ STRY”;
and that M. Murray “encouraged ne in nmy endeavors and
congratul ated ne on an attractive, upscale, high quality
book”. (pp. 202-203).

On cross-exam nation, M. duPont testified that he
had “dozens” of conversations with M. Mirray regarding
applicant’s magazi nes, the first having occurred during
the initial year of publication; and that he sent copies
of the nmagazines to M. Murray. On further questioning,
M. duPont testified as follows:

Q Didyou ever tell M. Mirray that the conpany

pl anned to seek to register the words “duPont
REGQ STRY” in block print as a trademark in
the United States Patent and Trademark O fice?

A. Quote-unquote, no.

Q Didyou ever tell M. Mirray that the conpany

pl anned to register “duPont REG STRY” in any
format in the United States Patent and

Trademark O fice?

A. I'’mecertain that | told M. Mirray we were
going to register the tradenmark.

Q VWhen did that conversation occur?
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| have no recollection about when that was.
But you are sure it took place?

" mcertain.

Where did it take place?

| don’t know.

What did M. Miurray say?

| don’t recall.

What exactly did you say.

> 0 » © » © » O »

| don’t recall exactly what | said. That's
what | said; | don't recall exactly.

It is essentially opposer’s position that it did not
know of applicant’s intent to register the DUPONT
REG STRY mark in typed capital letters; and that it never
consented to the use or registration of the DUPONT
REG STRY mark in typed capital letters. Opposer admts
that M. Miurray and sone ot her DuPont representatives did
see sone of applicant’s nagazi nes at sone point.
However, according to opposer, these individuals saw the
“conposite mark” depicted on the magazi nes; e.g., DUPONT
REG STRY and the phrase “A Buyer’'s Gllery of Fine
Aut onpbi |l es” along with a steering wheel design on the

aut onobi | e magazi ne.
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It is well settled that when the right to register
is at issue, the affirmati ve defenses of |aches, estoppel
and acqui escence do not begin to run until the
applications are published for opposition. National
Cabl e Tel evi sion Association, Inc. v. American Cinema
Editors, Inc., 937 F.2d 1572, 19 USPQ2d 1424, 1431-1432
(Fed. Cir. 1991) and DAK Industries, Inc. v. Daiichi
Kosho Co., Ltd., 25 USPQ2d 1622 (TTAB 1992). In this
case, opposer tinmely filed oppositions to the involved
applications after publication of the marks, and thus,

t he defenses of |aches, estoppel and acqui escence are not
avail abl e to applicant here.

As regards applicant’s contention that opposer
consented to registration of the DUPONT REG STRY marKk,
the testinony of M. duPont regarding his conversations
with M. Miurray |acks sufficient detail for us to
conclude that M. Murray “ceded” to registration of the
mar K.

DECI SI ON

After careful consideration of all the evidence of
record bearing on the relevant duPont factors, we
conclude that confusion is likely to result fromthe
cont enpor aneous use of opposer’s DUPONT mar k and

appl i cant’ s DUPONT REGQ STRY marks on the parties’

36



Qpposition No. 109, 415

respective goods and services. |In particular, we believe
it likely that persons famliar with opposer’s DUPONT
mar k, would be likely to believe that opposer is
connected to applicant, in sone way, if not directly,

t hen by authorizing or sponsoring applicant’s activities.
We reach this conclusion by giving heaviest weight to the
exceptional fame of the DUPONT mark and the fact that
opposer uses its mark on a wide variety of goods and
services. An additional factor which weighs in favor of
this conclusion is the simlarity in comrerci al

i npressi on of opposer’s DUPONT mark and applicant’s
DUPONT REG STRY marks. \While we recogni ze that other
than the itenms of branded nerchandi se, e.g., T-shirts,
sport bags, and caps, none of the parties’ goods and
services are identical or closely related, we are m ndful
of our primary reviewing court’s further instruction in
Recot, supra at 1897 (enphasis added):

[ The] reasoning [that fanmous marks are
accorded nore protection precisely because
they are nore likely to be remenbered and
associated in the public mnd than a weaker
mar k] applies with equal force when
eval uating the likelihood of confusion between
mar ks that are used with goods that are not
closely rel ated, because the fame of a mark
may al so affect the likelihood that consuners
will be confused when purchasing these
products.
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Further, to the extent that we have any doubt on the
question of |ikelihood of confusion, we nmust resolve that
doubt agai nst the newconer inasnmuch as the newcomer has
t he opportunity of avoiding confusion and is obligated to
do so.

See TBC Corp. v. Holsa Inc., 126 F.3d 1470, 44 USPQd
1315 (Fed. Cir. 1997); and In re Hyper Shoppes (Ohio)
Inc., 837 F.2d 840, 6 USPQR2d 1025 (Fed. Cir. 1988).

I n view of our decision finding a |ikelihood of
confusion, we need not decide the issue of dilution.

Finally, as noted in footnote no. 7, applicant filed
notions to anmend the identification of goods in Serial
Nos. 75/123,644 and 75/128,916. In addition, applicant
filed notions to anend the dates of first use in Serial
Nos. 75/094,850; 75/123,644; and 75/100,959. In view of
our decision herein, the notions are noot. [t is noted,
however, that the evidence at trial supports the
amendnments to the dates of first use.

Deci sion: The opposition is sustained and

registration to applicant is refused in each application.
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