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Opi ni on by Wendel, Admi nistrative Trademark Judge:

Ri coh Conpany, Ltd. has filed applications to register
the mark WAVE PAK! and the marks WAVEPAK and design,? the
two designs being shown below, all for *“inage conpression

software for use in copier and fax machines.”

! Serial No. 75/354,282, filed Septenber 9, 1997, based on an
al l egation of a bona fide intent to use the mark in comerce.
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Serial No. 75/431, 988 Serial No. 75/431, 990

Regi stration has been finally refused in each
application under Section 2(d), on the ground of |ikelihood
of confusion with the mark WAVEPAK for “conputer hardware,
namely, circuit boards, power supplies, and connector
cabl es, and conputer prograns and user manual s supplied
t herew th.”3

The refusal s have been appeal ed* and applicant’s
request to consolidate the cases for purposes of briefing
and final decision has been granted. Both applicant and

t he Exami ning Attorney have filed briefs for the

consol i dat ed cases, but an oral hearing was not requested.

2 Serial Nos. 75/431,988 and 75/431,990, filed February 10, 1998,
based on allegations of a bona fide intent to use the marks in
conmmer ce.

® Registration No. 1,408,293, issued Septenber 9, 1986; Section 8
& 15 affidavits, accepted and acknow edged, respectively.

* The Examining Attorney had al so nade final the requirenent that
a stippling statement be inserted in the two applications
contai ni ng designs. Al though applicant failed to address this
requirement in its initial brief, applicant filed an amendnment
addi ng such a statenment in the two applications in conjunction
with its reply brief. The Exam ning Attorney subsequently
accepted the statenments and thus the requirenent is not before
us.



Ser Nos. 75/354,282; 75/431,988 and 75/431, 990

Here, as in any determ nation of |ikelihood of
confusion, two key considerations in our analysis are the
simlarity or dissimlarity of the respective marks and the
simlarity or dissimlarity of the goods with which the
mar ks are being used, or are intended to be used. See In
re Azteca Restaurant Enterprises, Inc., 50 USP@@d 1209
(TTAB 1999) and the cases cited therein.

As pointed out by the Exam ning Attorney, applicant’s
word mark, WAVE PAK, is nearly identical to the registered
mar k, WAVEPAK. The space between the two terns in
applicant’s mark fails to alter the identity of sound and
connotation of the marks or to nmaterially affect the
appearance of the marks. W also agree with the Exam ning
Attorney that the addition of a wave design in applicant’s
ot her two marks does not play a significant part in the
comerci al inpressions created by the marks. |f anything,
t he wave design serves to reinforce the term WAVE and, as
argued by the Exam ning Attorney, “contributes” to the
overall simlarity of comercial inpression of the
respective marks. See Ceccato v. Manifattura Lane Gaet ano
Marzotto & Figli S.p. A, 32 USPQRd 1192 (TTAB 1994). The

respective marks, as a whole, are highly simlar, and
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applicant’s word nmark and registrant’s mark are nearly
identical. Applicant has made no argunent to the contrary.
Instead, it is when we look to the simlarity or
dissimlarity of the respective goods that applicant takes
issue with the Exam ning Attorney. The Exam ni ng Attorney
t akes the basic position that the “conputer progranms” as
identified in the registration enconpass all varieties of
conput er prograns and, thus, applicant’s nore specific
i mage conpression software for use in copiers and fax
machi nes is covered thereby, citing In re Linkvest S A, 24
UsSPQd 1716 (TTAB 1992).°
Applicant strongly contends that its software is
specific to copiers and fax machines and is not a conputer
program as “conputer prograns” were intended to be covered
by the registration. Applicant refers to the specinens in
the registration file as evidence that registrant’s
conputer progranms were pronoted for use in turning a
personal conputer into a signal analysis workstation having
data storage, archiving and anal ysis capabilities.
Applicant insists that its software, by contrast, is not

designed to work on a conputer but rather to performthe

> W note that in the final refusal the Exam ning Attorney nade
addi tional argunents with respect to the simlarity of the
respective goods. In view of our disposition of the case, and
since the Exam ning Attorney made no reference to these arguments
in her brief, we find no need to review the argunments here.
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operation of inmge conpression on a copier or fax machine.
Rel yi ng upon prior Board hol dings that a relationship is
not necessarily established sinply because the goods of
both parties involve conputers and even conputer software
applicant argues that consideration nust be given here to
the specific nature and function of applicant’s software,
as well as that of registrant’s conputer prograns. Citing
In re Tracknobile, Inc., 15 USPQ@d 1152 (TTAB 1990),
applicant argues that this is a situation in which
reference should be made to the file wapper of the
registration in order to clarify the intended neani ng of

the broad term “conputer prograns,” and, as a result, to
see the differences in the nature of the respective goods.

It is well established that the question of |ikelihood
of confusion nust be determ ned on the basis of the goods
as identified in the involved application and the cited
regi stration, rather than on what any evidence may show as
to the actual nature of the goods. Canadian |nperial Bank
of Commerce v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQd
1813 (Fed. Cir. 1987).

Regi strant’ s goods are identified, in part, as
“conputer prograns.” There is no limtation as to type or

variety of programor the intended field of use. W do not

consi der the | anguage “conputer prograns and user nmanual s
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supplied therewith,” as found in registrant’s
identification of goods, to inherently place a limtation
on the use of registrant’s prograns, such that, as argued
by applicant, they are “supplied specifically to operate
with the conputer hardware.” Registrant’s goods are

identified sinply as “conputer prograns,” and thus
enconpass all conputer prograns, including software such as
applicant’s, regardl ess of the specific function and type
of machine in which the software nay be intended to be
used. The situation here parallels that in the Linkvest
case, in which we held that the registrant’s “conputer
progranms recorded on nagnetic di sks” enconpassed the
applicant’s nore specific conmputer software for data
integration and transfer.

Applicant’s reliance upon In re Tracknobile, Inc.,
supra, is msplaced. |In that case, the Board found it
appropriate to turn to extrinsic evidence because the terns
used in the identification of goods were unclear as to the
exact nature of the goods involved. The evidence was taken
under consideration in order to determ ne the neaning of
the terns in the trade, not the nature of the goods with
whi ch the mark was actually being used. |In fact, the Board
distinctly pointed out that

[i]t is inproper to decide the issue of
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| i kel i hood of confusion based upon a
conparison of applicant’s actual goods
with registrant’s actual goods. |If

regi strant’ s goods are broadly descri bed
inits registration so as to include
types of goods which are simlar to
applicant’s goods, then an applicant in
an ex parte case cannot properly argue
that, in point of fact, registrant
actually uses its mark on a far nore
limted range of goods which range

does not include goods which are simlar
to applicant’s goods.

Supra at 1153.

In the present case, there is no vagueness or
anbiguity in the goods as identified in the cited
registration. The neaning in the trade of the term
“conputer progranf is clear. Distinctions cannot be drawn,
as attenpted by applicant, with respect to either the goods
or the channels of trade based on the nature of the goods
with which registrant is purportedly actually using its
mar k. °

Applicant further insists that its software is not a
“conputer programi or even “conputer software,” since it is
bei ng used with copiers and fax machi nes, not a conputer
system The Exam ning Attorney has countered this argunent

by introducing the follow ng dictionary definitions:

sof t war e Instructions for the conputer. A series
of instructions that perforns a particul ar

® W note, as pointed out by the Examining Attorney, that, in
this case, the specinens in the file wapper upon which applicant
relies, have not been nade of record as evidence.



Ser Nos. 75/354,282; 75/431,988 and 75/431, 990

task is called a program
program A collection of instructions that tell the
conmputer what to do. A programis called
software, hence, program software and
I nstructions are synonynous.
software program A conputer progranconputer
application). Al conputer prograns
are software. Usage of the two words
t oget her is redundant, but conmon.’
Thus, the Exami ning Attorney maintains that the terns
“progrant and “software” are used interchangeably to
describe sets of instructions to “nmake el ectronic products
run.” Here, she argues, “since the applicant’s good are
software, they are accordingly used with conputerized
goods, albeit those with facsimle and copier functions.”
We agree. The fact that applicant’s software is being
used in copier and fax machi nes, and not an office conputer
system a personal computer, or a “conputer systeni as
envi si oned by applicant, does not obviate the fact that the
software may function as a set of instructions to a
conputerized el enent, a m croprocessor, wthin the
particular machine in which it is being used. Applicant
has provided no evidence that its software does not

function in this manner. Thus, taking the dictionary

definitions into account, we have no reason to concl ude

" The Conputer dossary (7'" ed. 1995).
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ot her than that applicant’s software i s enconpassed by the
“conputer progranms” of registrant.

Accordingly, in view of the high degree of simlarity
of the respective marks and of the overl appi ng of
applicant’s software by regi strant’s conputer prograns, we
find confusion likely if applicant were to use its WAVEPAK
mar ks on the goods recited in the involved applications.

Decision: The refusal to register under Section 2(d)

is affirmed in each of the three applications.

R L. Simms

B. A Chapnman

H R Wendel

Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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