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Bef ore Seeherman, Hairston and Holtzman, Admi nistrative Tradenark
Judges.

Opi ni on by Holtzman, Adm nistrative Trademark Judge:

Strategic Marketing Partners, Inc. has appealed fromthe
final refusal of the Trademark Examining Attorney to register the
mark SMP for "market research and busi ness marketing consultation

in the pharmaceutical and biotechnol ogy fields."?!

! Application Serial No. 75/402,227, filed Decenber 8, 1997 alleging
dates of first use on Septenmber 1, 1994.
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The Exami ning Attorney has refused registration under
Section 2(d) of the Trademark Act on the basis of Registration
No. 1,736,975 for the mark SMP ADVERTI SI NG (wi th " ADVERTSI NG'

di scl ai med) for "advertising agency services.?

When the refusal was nade final, applicant appealed. Briefs
have been filed. An oral hearing was not requested.

Here, as in any |ikelihood of confusion analysis, we |look to
the factors set forth inInre E I. du Pont de Nenmours & Co., 476
F.2d 1357, 177 USPQ 563 (CCPA 1973), giving particular attention
to the factors nost relevant to the case at hand, including the
simlarity of the marks and the rel atedness of the goods or
servi ces.

Turning first to the marks, we find that SMP and SWP
ADVERTI SI NG are substantially simlar in sound and appearance,
and create virtually identical comrercial inpressions. Wile
mar ks must be conpared in their entireties, there i s nothing
i nproper in giving nore or less weight to certain features of the
mar ks as being nore dom nant or otherw se significant, and
therefore to give those features greater weight. See In re
Nati onal Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. Cr.

1985). Here, the dom nant part of both marks is the acronym SWVP

2 | ssued Decenber 1, 1992; conbined affidavit under Sections 8 and 15
filed.
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The di scl ai med word ADVERTI SING i s descriptive and therefore | ess
significant. See In re National Data Corp., supra.

Appl i cant does not dispute the simlarity of the marks but
i nstead argues, based on Homeowners G oup v. Home Marketing
Specialists, 931 F.3d 1100, 18 USPQd 1587 (6'" Cir. 1991), that
the "extensive use" of SMP by third parties for "a variety" of
goods and services dininishes the |likelihood of confusion.® 1In
support of this position, applicant has submtted thirteen use-
based third-party registrations which, as the Exam ning Attorney
observes and applicant does not dispute, are for goods or
services which are unrelated to the services involved in this
case.

Applicant's argunent as to the effect of these registrations
i s unconvincing for several reasons. To begin with, the factor
to be considered in determ ning |ikelihood of confusion under du
Pont is the nunber and nature of simlar marks "in use on simlar
goods" (enphasis added). See In re E.I. du Pont de Nenmours &
Co., supra. The registrations on which applicant has relied are
not for simlar goods or services. Furthernore, third-party

regi strations are not evidence that the nmarks shown therein are

® The Court, quoting the Restatenent of Torts §729 (1938), said that
"[t]he greater the nunber of...nore or less simlar trade-nmarks already
in use on different kinds of goods, the less is the Iikelihood of
confusion...."
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inuse. Inre Albert Trostel & Sons Co., 29 USP@Rd 1783 (TTAB
1993). Finally, while third-party registrations may be used to
show the dictionary or commonly understood neaning of a termto
those in the trade, the goods and services in these third-party
registrations are so unrelated to the services herein as to be of
no use in determ ning whether SMP has any recogni zed nmeaning in
the field.

We turn then to the services. To support her position that
the respective services are related, the Exam ning Attorney has
subnmitted the followi ng evidence: Copies of over thirty third-
party registrations covering both types of services under the
same marks; marketing dictionary definitions of "advertising
agency" as a conpany which, if a "full service" agency, offers "a
conprehensi ve range of creative, production, market research,
strategi c planning, and nedi a pl anni ng/ buyi ng capabilities"; a
trade definition of "marketing"; a nunber of yell ow pages
listings for conpani es which offer both advertising and marketing
servi ces under the sane marks, sone of which contain specific
references to research services; printouts fromthe websites of
several advertising agencies which provide both advertising and
mar ket research services; and excerpts fromthe Nexis database
showing in at |east four of those articles that both advertising

and mar ket research services are provided by the sane conpani es.
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Applicant argues that the services are not simlar or
directly conpetitive and that the respective services are not
related nerely because they "may co-exist in sonme types of
advertising agencies (i.e., "full-service" agencies)."

Appl i cant further argues that because the Exam ning Attorney's
third-party registrations "explicitly include" market research in
addition to advertising agency services, the services in the
cited registration should be "limted" to advertising agency
services and, in any event, should not be "extended" to include
mar ket research services. Applicant maintains that its mark is
not used in connection with "marketing" services and has attached
its own definitions of "market research” to distinguish that
service fromthe "marketing" services as defined by the Exam ning
Attorney. Arguing that the services are in different channels of
trade and directed to different purchasers, applicant contends

t hat advertising agencies typically do not conduct "the types" of
mar ket anal ysi s conducted by applicant. According to applicant,
the purchasers of the respective services are know edgeabl e and
are likely to exercise a high degree of care, thus further

di mnishing the |ikelihood of confusion.

The Exami ning Attorney has shown that marketing research
services are specifically enconpassed within advertisi ng agency
services. W note, in particular, the definition of "adverti sing

agency" which nakes it clear that marketing research is one of
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the functions or activities a "full service" advertising agency
woul d provide. Wiether registrant in fact conducts narket
research services as part of its overall advertising agency
service or "the types" of market analysis provided by applicant
is not relevant. The question of |ikelihood of confusion is
determ ned on the basis of the recitation of services set forth
in the registration rather than on what any evi dence may show as
to the actual nature of the services, their channels of trade
and/ or cl asses of purchasers. Canadian Inperial Bank of comrerce
v. Wells Fargo Bank, 811 F.2d 1490, 1 USP@@d 1813 (Fed. GCir.
1987). There is no restriction in the registration as to the
range of services registrant's advertising agency woul d provide
or the custoners for those services. W nust therefore presune
that registrant is a "full service" agency offering marketing
research services in general as well as specialized fields,

i ncl udi ng the pharnaceutical and biotechnol ogy fields specified
in applicant's identification.

Moreover, it is not necessary that the services of the
applicant and registrant be simlar or even conpetitive to
support a finding of likelihood of confusion. It is sufficient
if the respective services are related in sone manner and/or that
the conditions surrounding their marketing are such that they
woul d be encountered by the sane persons under circunstances that

coul d, because of the simlarity of the marks used thereon, give
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rise to the m staken belief that they emanate fromor are
associated with, the same source. See In re Al bert Trostel &
Sons Co., supra. Even if conducting nmarket research is not an
activity which falls within the scope of services an advertising
agency woul d provide, the two services are, nevertheless, closely
rel at ed.

The nunerous third-party registrations submtted by the
Exam ni ng Attorney show that the same marks are registered for
bot h advertising agency services on the one hand and marketing
research and/or marketing consulting services on the other.

Al t hough, as we noted earlier, third-party registrations are not
evi dence of use of the marks in commerce, the registrations have
probative value to the extent that they suggest that the
identified services are of a type which may emanate froma single
source.* See, e.g., Inre A bert Trostel & Sons Co., supra at
1785-1786; and In re Micky Duck Mustard Co., 6 USPQR2d 1467 (TTAB
1988). Sinply because these registrants chose to delineate

"mar ket research" as a separate service does not nean that it is
necessarily a separate service. More inportant, whether market
research is or should be characterized as a separate service is

irrelevant. The relevant consideration is that, as shown by the

“ W note that none of these registrations involve house marks for
broad or diverse categories of services
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evi dence, purchasers woul d assune that both services are offered
by a single conpany.

In addition, the Nexis articles, website references and
Yel | ow Pages advertisenents submtted by the Exam ni ng Attorney
all show that marketing services and/or nmarket research services
are often provided by the same conpany which offers adverti sing
agency services. Applicant's apparent attenpt to discredit this
evi dence and di stingui sh the respective services on the basis of
the asserted differences in the definitions of "marketing" and
"mar ket research” is an exercise in splitting hairs. A
significant portion of these materials contain references to
mar ket research as well as marketing services and, in any event,
the Exam ning Attorney's definition of advertising agency
services (from The Marketing 3 ossary) contains a definition of
"mar keting services" as including "market researchers.”

It is clear fromthe foregoing evidence that advertising
agency services and market research services do not nerely
"coexist" in the sane industry but that they are, in fact,
closely related in the industry. Custoners for these services
woul d be likely to believe, in viewof the simlarity of the
respective marks, that both services emanate fromor are
sponsored by the sane source. Wiile it is reasonable to assune
that the rel evant custonmers at |east for applicant's services

woul d be rel atively sophisticated and know edgeabl e purchasers,
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even such purchasers are not imrune from source confusion
particularly under circunmstances where, as here, closely rel ated
services are sold to the sane purchasers under virtually
identical marks.® Seeln re Total Quality Group Inc., 51 USPQd
1474 (TTAB 1999).

Decision: The refusal to register is affirned.

E. J. Seeher man

P. T. Hairston

T. E. Holtzman

Adm ni strative Trademark
Judges, Trademark Tri al
and Appeal Board

®> This case is distinguishable fromE ectronic Design & Sales, Inc. v.
El ectronic Data Systens Corp., 954 F.2d 713, 715, 21 USPQ@d 1388 (Fed.
Cr. 1992) relied on by applicant. In that case, the parties
respecti ve goods and services on which the marks were used were deened
to be "different” and the respective purchasers were deened to be
"substantially different." (Supra, at 1393).



