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Opi ni on by Wendel, Admi nistrative Trademark Judge:
Nati onal Autonotive Parts Association has filed an
application to register the mark NAPA AUTOCARE “PEACE OF
M ND' for “busi ness managenent supervision in the
adm ni stration of warranties nmade by independent dealers in

the field of automobile repair.”?

! Serial No. 75/335,792, filed August 4, 1997, clainming a first
use date and a first use in comerce date of January 1, 1994. A
di scl ai ner has been nmade of the word AUTOCARE
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Regi stration has been finally refused under Section
2(d) of the Trademark Act on the ground of I|ikelihood of
confusion with the follow ng regi stered marks, all of which

are owned by the same entity:

for “vehicle repair and

mai nt enance servi ces perforned at
appl i cant aut onobi |l e deal ershi p”
in Cass 37; “autonobile, van and
truck | easing services” in Cass
39; and “aut onobil e deal ership
services” in Class 42;°

for “vehicle repair and

mai nt enance servi ces perfornmed at
appl i cant aut onobi |l e deal ership”
in Cass 37, “autonobile, van and
truck | easing services” in C ass
39; and “autonobil e deal ership
services” in COass 42; 3

for “vehicle repair and

mai nt enance services” in Cass 37;
“aut onobi l e, van and truck | easing
services” in Class 39; and

“aut onobi | e deal ership services”
in Gass 42.°

The requi renent that applicant submt substitute specinens

whi ch show use of the mark in the sale or advertising of

? Registration No. 2,081,339, issued July 22, 1997.

® Registration No. 2,079,108, issued July 15, 1997.

* Registration No. 2,057,554, issued April 29, 1997. A
di sclainer is nmade of the word DEALER
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the services identified in the application has al so made
final. Both the refusal under Section 2(d) and the

requi renment for speci nens have been appeal ed. Applicant
and the Exam ning Attorney have filed briefs, but an ora

heari ng was not request ed.

The Speci nens

The speci mens of record are printed warranty forns
whi ch according to applicant are given to purchasers at the
time that services and/or repairs are perforned on their
vehicles. The warranty is captioned the NAPA AUTOCARE
“PEACE OF M ND" NATI ONW DE LIM TED WARRANTY. St atenents
are found therein that the warranty is made by the
i ndependent deal er nanmed on the repair order but “wll be
honored by any NAPA AutoCare Deal er participating in the
prograni and that the warranty is not nmade by applicant
(NAPA) or the admnistrator, Anmeraan, Inc. Purchasers are
advised to either obtain warranty service fromtheir
original repairing dealer or, if farther than 25 mles from
this dealer, to go to the nearest participati ng NAPA
AutoCare facility. |If not aware of any such NAPA AutoCare
facility in the area, purchasers nmust contact the “Warranty

Adm ni strator” for assistance. |If necessary, the
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Adm ni strator may al so authorize repair work at a non- NAPA
Auto Care location. At the bottomof the warranty is found

the foll ow ng:

The Exam ning Attorney maintains that, at best, these
speci mens show use of the mark in the sale or advertising
of warranty services, and not use in the sale or
advertising of any type of business nanagenent of the
i ndependent dealers offering these warranty services. She
argues that the specinens are not directed to the consuner
of applicant’s services, who would be the warranty
adm ni strator, but rather to the third party to whomthe
deal er guarantees its repair services. The nmere fact that
the “Adm nistrator” is referred to in the warranty is said
to be insufficient to create a direct associ ati on between
the mark and the busi ness managenent supervi sion services
recited in the application.

Appl i cant contends that the specinens clearly
di stingui sh between the functions of the deal er who
perfornms the service/repairs and i ssues the warranty and
t hose of applicant who nmakes certain the warranty program

wor ks properly, with the aid of the Adm nistrator who acts
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on behal f of applicant. The display of the NAPA AUTOCARE
“PEACE OF M ND' mark on the warranty is said to indicate to
custoners that applicant is involved, although only to the
extent that the warranty programis properly managed.

We find the present specinens acceptable as evidence
as use of the mark sought to be registered in the sale or
advertising of the managenent supervision services
identified in the application. Although the warranty
points to the independent deal er who perforned the
servicel/repairs as the person who is extending the warranty
to the purchaser, the warranty al so sets forth the services
performed by the administrator in assisting purchasers who
are unable to obtain the warranted service fromthe
original dealer. The adnministrator is identified as the
one who carries out the “nationw de” aspects of the
warranty program W accept applicant’s representation
that this adm nistrator is acting on behalf of applicant in
perform ng these functions. Thus, the specinens adequately
show the use of the mark in connection not sinply with the
warranty itself, but also with the supervision of the
adm nistration of these warranties on a nationw de basis by
applicant, acting through a warranty adm ni strator,
presunably as part of the Nationwi de Warranty Center. The

adm ni stration services are being extended to the ultimte
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consumer as an assurance that the warranties of the
i ndi vi dual dealers will be honored. The managenent
supervi sion evidenced by the speci nens invol ves the
fulfillment of the warranties, not the supervision of the

adm ni strator perform ng these functions.

The 2(d) Refusal

Turning to the issue of |ikelihood of confusion, we
t ake under consideration those of the Du Pont factors® which
are relevant under the circunstances at hand. Two key
consi derations in our analysis are necessarily the
simlarity or dissimlarity of the respective marks and the
simlarity or dissimlarity of the goods in connection with
whi ch the marks are being used. See In re Azteca
Restaurant Enterprises, Inc., 50 USPQ2d 1209 (TTAB 1999)
and the cases cited therein.

Looking to the marks, the Exami ning Attorney cites the
general rule that |ikelihood of confusion is not avoi ded
bet ween ot herwi se confusingly simlar marks by nerely
addi ng or deleting a house mark or descriptive matter. She

takes the position that applicant has nerely appropriated

*Inre E.l. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973).
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t he domi nant feature of registrant’s three marks, nanely,
the slogan “PEACE OF M ND,” and added its house mark NAPA
and the descriptive word AUTOCARE t her et o.

Applicant contends that the phrase PEACE OF MND i s
clearly not the dom nant portion of the FIRESIDE YOUR PEACE
OF M ND DEALER mark and is questionably the dom nant
portion of registrant’s other two marks. Applicant points
to the design features of the registered marks as el enents
to be considered and further argues that the expression
“peace of mnd” is so conmonplace that it is devoid of
service mark significance. Applicant relies upon

dictionary definitions of “peace of mind"®

as support for
its contention that the phrase is nerely descriptive with
respect to the services of both registrant and applicant
and thus the comon use of this phrase cannot be the basis
for a holding of Iikelihood of confusion.

As a general rule, the addition of a house mark to one

of two otherwi se confusingly simlar marks will not serve

to avoid a likelihood of confusion. See In re Appare

® Applicant’s further reliance upon Exhibits E-F which have been
attached to its brief has been objected to by the Exam ning
Attorney as untinely. W sustain the objection and have not
consi dered these exhibits. The Exam ning Attorney has al so
objected to the dictionary definitions introduced by applicant,
in that applicant did not specifically request that the Board
take judicial notice thereof. W do not find such a request a
prerequisite to taking judicial notice of such definitions,
however, and we have considered them
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Ventures, Inc., 229 USPQ 225 (TTAB 1986); In re Christian
Dior, S. A, 225 USPQ 533 (TTAB 1985); In re C. F. Hat haway
Co., 190 USPQ 343 (TTAB 1976). In fact, the addition may
actual ly be an aggravation of the likelihood of confusion,
rather than a distinguishing factor. Exceptions are nmade
to this general rule, however, if (1) there are sone
recogni zabl e differences in the conflicting product narks,
i.e., the marks being used for the specific goods or
services, or if (2) the product marks are nerely
descriptive or highly suggestive or play upon comonly used
or registered terns, so that the addition of the house mark
may be sufficient to render the narks as a whol e

di sti ngui shable. See In re Christian Dior, S. A, supra,
and the cases cited therein.

We agree with the Exam ning Attorney that the phrase
or slogan PEACE OF M ND is the dom nant feature of the
PEACE OF M ND STANDARD EQUI PMENT mar ks of registrant. The
design elenent is mnimal in Registration No. 2,079, 108 and
even in Registration No. 2,081,339, the “fireside”
depi ction, although noticeable, would not be the portion of
t he mark which would be relied upon by purchasers in
referring to the source of the services. See Inre
Appetito Provisions Co., 3 USPQ2d 1553 (TTAB 1987). The

t erm STANDARD EQUI PMENT cl early has suggestive qualities
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when used in connection with services involving
aut onobi | es.

Furthernore, we cannot accept applicant’s argunents
that the phrase “peace of mnd” is so comonpl ace in
general that it nust be considered highly descriptive as
used in the respective marks. It is true that the phrase
falls within the general vernacul ar and has a recogni zed
dictionary nmeaning. So do nbst words which are used as
marks. The question is whether the phrase, which conveys a
connotation of “freedom from anxi ety or annoyance,” is
merely descriptive as used in connection wth vehicle
repair services or warranty services connected therewth.
Applicant has failed to submt any evidence which m ght
establish such descriptiveness. Wiile the phrase m ght be
construed as suggestive of the desired results of the
services, as noted by the Exam ning Attorney, the marks of
regi strant enploying the phrase are neither nerely
descriptive nor so highly suggestive that the addition of a
house mark by applicant would serve to obviate |ikelihood
of confusion. Nor is there any evidence of record that
third parties use the phrase such that it has becone
commonpl ace in the autonotive field.

On the other hand, we do not find a simlar |ikelihood

of confusion with respect to registrant’s mark FlI RESI DE A
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PEACE OF M ND DEALER, regardl ess of the services with which
it is being used. Here the house mark FI RESIDE plainly
dom nants the mark and the house mark woul d point to
regi strant as the source of the services offered
t hereunder. Wen the nmarks FI RESIDE A PEACE OF M ND DEALER
and NAPA AUTOCARE “PEACE OF M ND' are viewed in their
entireties, we find insufficient simlarity in the marks to
lead to any |ikelihood of confusion. While purchasers
woul d encounter the sane “Peace of M nd” slogan in both
mar ks, the presence of distinct house nmarks cannot be
i gnor ed.

Accordingly, we turn to a conparison of the services
of fered under registrant’s two PEACE OF M ND STANDARD
EQUI PMENT mar ks and applicant’s NAPA AUTOCARE “ PEACE OF
M ND' mark. The Exam ning Attorney argues that the
autonoti ve deal ership and repair and mai nt enance services
of registrant and the supervision services in the
adm nistration of warranties in the autonotive field of
applicant are closely related. In support of her position
that these services may well be assuned to originate from
t he sane source, she has nade of record several third-party
regi strations showing the offering of both repair services
and warranty services by a single entity under the sane

mar k.

10
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Applicant’s argunment is that its services, when
properly understood, will be ascertained as bei ng unrel ated
to autonotive repair and mai nt enance services per se.
Applicant insists that it is the independent deal ers who
performthe repairs and who provide the warranties to their
customers. Applicant, as the overseer of the adm nistrator
of the warranty program is said to have no direct
relationship with the custoners.

We conpl etely understand that applicant does not
itself performthe repair services or extend the warranty
rel ated thereto; the independent dealers affiliated with
applicant performthese services. Nonetheless, we find the
supervi sion of the adm nistration of this warranty program
which is performed by applicant under the mark sought to be
registered to be not only directly related to the
warranties but also to be a service which is proffered to
the sane persons to whomthe warranties have been extended.
Applicant itself has stated that the specinens indicate to
“the ordinary customer” that applicant is involved in the
proper managenent of the warranty program (Reply brief, p.
3). If the warranty forns submtted are true specinens of
applicant’s use of its mark, then the services being
proffered by applicant under the mark are directed to the

sane persons to whomthe warranti es have been nade.

11



Ser No. 75/335.792

Applicant’s services involve the managenent of the
nati onwi de warranty programthrough an adm nistrator such
that the warranties nade to the purchasers wll be
fulfilled. Al though the independent deal ers provide both
the repair services and the warranties extended therewth,
as the third-party registrations showis often the case,
applicant’s supervision of the warranty programis
inextricably related to these services. |If offered under a
mark simlar to registrant’s PEACE OF M ND STANDARD
EQUI PMENT mar ks which are used in connection with repair
and mai nt enance services, we find that confusion on the
part of purchasers is likely.

Decision: The refusal to register under Section 2(d)
is affirmed with respect to cited Registration Nos.
2,081,339 and 2,079,108. The requirenment for substitute

speci nens i s reversed.

H R Wendel

D. E. Bucher

C. M Bottorff
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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