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Opi ni on by Seeherman, Adm nistrative Trademark Judge:

Checquepoi nt Franchi se Corporation has appeal ed from
the final refusal of the Trademark Exam ning Attorney to
regi ster WORLDCASH as a mark for “banking and financi al
services; nanely, currency exchange and advi se [sic]
services; issuing and redenption of travellers cheques;

el ectronic funds transfer; cashing of personal cheques;
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[and] credit card services” in Class 36.1 Registration has
been refused pursuant to Section 2(d) of the Trademark Act,
15 U. S.C. 1052(d), on the ground that applicant’s mark so

resenbl es the mark WORLDCASH and desi gn, shown bel ow,

! Application Serial No. 75/281,588, filed April 25, 1997,
asserting first use in 1990 and first use in interstate conmerce
in 1990. It is noted that the drawi ng page of the application
states that “applicant has a bona fide intention to use the mark
in comerce” This statenment was apparently included because
applicant, which is a Bel gium conpany, asserted a Section 44(d)
claimof priority based on a UK application. The Exam ning
Attorney did consider the reference to a bona fide intention to
use the mark as being inconsistent with the statenent in the
application, and treated the application, which was acconpani ed
by speci nens, as being based on use in commerce.

It appears that applicant has used the British spelling for its
identification of services. W therefore read the word “advi se”
as used in the identification to nean “advice” as that word is
spelled in Arerican English, and to read “cheque” as “check.” It
i s suggested that, should applicant prevail in its appeal, it
submt an amendnent of its identification to reflect the conmmon
U S. spellings. Further, applicant nust submt the serial nunber
of the UK application on which its claimof priority is based.

The original application also included goods in Cass 16, and
regi stration was refused on a nunber of grounds in connection
with this class. Applicant filed its notice of appeal solely
with respect to the Cass 36 services, stating that it was
deleting Class 16 fromthe application
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and registered® for, inter alia,

banki ng services, not offered to the
general consunming public, related to

i nternational cash managenent for
clients with accounts in severa
countries, nanely, sales credit
financing and credit risk insurance,
factoring, issuing of credit cards and
credit card services, billing and debt
coll ection services, recovery of debts,
financi al managenent servi ces,

br okerage and underwiting of stocks
and bonds services, electronic banking,
real estate nanagenent, real estate and
nort gage agenci es services, insurance
br okerage, investnent managenent and
consul ting services (O ass 36)3

that, as used in connection with applicant’s identified
services, it is likely to cause confusion or m stake or to
decei ve.*

Bot h applicant and the Exam ning Attorney have filed

briefs; an oral hearing was not requested.

2 Registration No. 1,531,688, issued March 28, 1989; Section 8
affidavit accepted; Section 15 affidavit received.

® The cited registration also includes goods and services in
Classes 9, 16 and 35 for conputer programs, conputer program
manual s and accounting, bookkeepi ng, managenent consultation and
data processing services, all of which are “related to

i nternational cash managenent for clients with accounts in
several countries.” Because the Exam ning Attorney has discussed
only the dass 36 services in the section of her brief dealing
with the factor of the simlarity of the goods/services, we have
focused our discussion on those services as well.

* The final Ofice action also required a declaration pursuant
to Trademark Rule 2.71(b)(1). Applicant submtted such a
declaration with its appeal brief, and the Exam ning Attorney, in
her brief, accepted the declaration. Accordingly, this issue in
not before us.
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Wth its brief applicant has submtted a printout from
its website, and pronotional literature. Trademark Rule
2.142(d) provides that the record in the application should
be conplete prior to the filing of an appeal. Applicant’s
subm ssions are manifestly untinmely and, because the
Exam ning Attorney did not discuss themin her brief or
ot herwi se indicate that she consented to their being nade
of record, we have not considered them

W affirmthe refusal of registration.

Qur determnation is based on an analysis of all of
the probative facts in evidence that are relevant to the
factors set forth inlnre E.I. du Pont de Nenours & Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any Iikelihood
of confusion analysis, two key considerations are the
simlarities between the marks and the simlarities between
t he goods and/or services. See, Federated Food, Inc. v.
Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA
1976) .

Turning first to the marks, they convey the sane
commercial inpression. Applicant’s mark is WORLDCASH;, the
cited mark is WORLDCASH with the design of a gl obe.

Al t hough the globe is a noticeable part of the registrant’s
mark, it does not serve to distinguish the marks because it

reinforces the connotation of the word portion. Further,
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al t hough, as both applicant and the Exam ning Attorney have
acknow edged, marks nust be conpared in their entireties,
there is nothing inproper in stating that, for rational
reasons, nore or |ess weight has been given to a particul ar
feature of a mark. See In re National Data Corp., 753 F.2d
1056, 224 USPQ 749 (Fed. Cir. 1985). 1In this case, the
word portion of the cited mark is the dom nant part because
it would be used by purchasers to call for the registrant’s
services. Thus, it would make a greater inpression on
purchasers, and is the portion which is nore likely to be
remenbered. See In re Appetito Provisions Co., 3 USPQd
1553 (TTAB 1987).

Applicant also argues that its mark differs fromthe
registrant’s mark because its mark is depicted in block
letters, while the term WORLDCASH in the cited mark is
shown in stylized lettering. However, applicant has
applied for its mark in a typed drawing form which neans
that a registration would not be [imted to a particular
style of lettering. If a registration were to issue for
applicant’s mark, the protection to be accorded it would
include stylization simlar to that in the cited
registration.

Wth respect to the services, both applicant’s

identification of services and that of the registrant



Ser. No. 75/281, 588

include credit card services and el ectroni c banki ng.
Applicant’s identification uses the phrase “electronic
funds transfer,” but this is clearly enconpassed within the
nore general “electronic banking.” It is true that the
registrant’s services are specifically limted to “banking
services not offered to the general consum ng public which
are related to international cash managenment for clients
with accounts in several countries.” However, because
applicant’s services are not restricted as to custoners and
channel s of trade, we nmust assume that, at |east for sone
of the services, they would include the clients described
inthe cited registration. For exanple, the “electronic
funds transfer” (i.e., electronic banking) identified in
applicant’s application could be used in connection with

i nternational cash managenent for clients with accounts in
several countries.

Applicant has asserted that its mark is used in
connection with currency exchange services which are
directed toward individual consuners, such as travelers who
need to obtain foreign currency for travel abroad, or who
need to transfer funds in their personal banking accounts.
However, its identification is not so limted, and it is a
wel | established principle that the question of |ikelihood

of confusion in an ex parte proceedi ng nmust be determ ned
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on the basis of the identification of goods set forth in
the subject application and cited registration. 1In re

W I liam Hodges & Co., Inc., 190 USPQ 47 (TTAB 1976).
Therefore, whatever actual differences there nay be between
applicant’s services, channels of trade, and cl asses of
custoners and those of the registrant, to the extent that
these differences are not reflected in the respective
identifications, they cannot be considered.

Applicant has al so asserted that the consuners for
applicant’s and registrant’s services are sophisticated.
We agree that banking services are not inpul se purchases
and that clients for international cash managenent banki ng
services are discrimnating and sophi sticated purchasers.
However, because of the simlarities of the marks and the
services, even careful and sophisticated purchasers are
likely to believe that these marks are variants of each
ot her, and that both WORLDCASH per se and WORLDCASH with a
gl obe design identify services emanating froma single
sour ce.

Finally, applicant asserts that it and the registrant
have used their marks concurrently w thout any evi dence of
actual confusion, and that this shows that confusion is not
likely to occur. W are not persuaded by this argunent.

Applicant has not provided any evidence as to the extent of
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its use, nor is there any evidence as to the registrant’s
use, such that we can determ ne whether there has been an
opportunity for confusion to occur. Nor have we any
information as to whether the registrant has encountered
any confusion. Most inportantly, it appears from
applicant’s assertions and evidence that it is primrily
engaged in “retail -type currency exchange.” However,
because we nust determ ne the question of |ikelihood of
confusion based on the identification of services set forth
in the application, applicant’s experience regarding
confusion with respect to its nore limted activities does
not i ndicate whether confusion is likely with respect to

t he broader services identified in its application.

Decision: The refusal of registration is affirmnmed.

E. J. Seehermn

T. J. Quinn

P. T. Hairston
Adm ni strative Trademark Judges
Trademark Trial and Appeal Board



