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Opi ni on by Hohein, Adm nistrative Trademark Judge:

VWayne Peters has filed an application to register the

mark "VIRTUAL BIT" for the "devel opnent of software and gl oba
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conmput er i nformation network applications, and conputer
consul ting services."?

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U. S.C 81052(d), on the ground
that applicant's mark, if used in connection with his services,
so resenbl es both of the follow ng narks, which are owned by the
sane registrant, as to be likely to cause confusion, m stake or
decepti on:

(i) the mark "BIT," which is registered
for "computer software consulting services";?

and

(ii) the mark "BIT" and design, which
is registered, as illustrated bel ow,

for "conputer software consulting services".?

! Ser. No. 75/252,506, filed on February 18, 1997, which alleges a bona
fide intention to use the mark i n comrerce.

2 Reg. No. 1,747,595, issued on January 19, 1993, which sets forth
dates of first use of Decenber 22, 1982; conbined affidavit 8§88 and
15.

® Reg. No. 2,047,471, issued on March 25, 1997, which sets forth dates
of first use of Decenber 22, 1982.
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Appl i cant has appeal ed. Briefs have been filed, but
an oral hearing was not requested. W reverse the refusal to
register.

Turning first to consideration of the respective
services, it is well settled that that the issue of |ikelihood
of confusion nust be determ ned on the basis of the services as
they are respectively set forth in the involved application and
cited registration(s). See, e.g., CBS Inc. v. Mrrow, 708 F.2d
1579, 218 USPQ 198, 199 (Fed. Cr. 1983); Squirtco v. Tony
Corp., 697 F.2d 1038, 216 USPQ 937, 940 (Fed. Cir. 1983); and
Paul a Payne Products Co. v. Johnson Publishing Co., Inc., 473
F.2d 901, 177 USPQ 76, 77 (CCPA 1973). Applicant, in this
respect, asserts in his initial brief that, while the respective
services "are admittedly simlar, ... the Exam ner overstates
the case in stating that applicant's services are identical to
the registrant's services ... since only Applicant's services
specifically include devel opnent of gl obal conputer information
network applications.” However, it is clear that both applicant
and registrant offer conputer software consulting services
since, as applicant further concedes, applicant "provides
conput er consulting services including devel opnent of software
and gl obal conputer information network applications.” Thus,
whet her registrant's "conputer software consulting services" are

vi ewed as enconpassed by applicant's nore general "conputer
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consulting services,"” or whether applicant's "devel opnent of
sof tware and gl obal conputer information network applications”
are regarded as included within registrant's nore expansive

"conputer software consulting services," the respective services
plainly are at least identical in part and are otherw se so
closely related that, if marketed under the sanme or simlar

mar ks, confusion as to the source or sponsorship of such
services would be likely to occur.

Directing our attention, therefore, to consideration
of the respective marks, the Exam ning Attorney invokes the
general rule that "[t]he sinple addition of a termto a
registered mark is not sufficient to overcone a |ikelihood of
confusi on under Section 2(d)." As nore accurately stated in
TMEP Section 1207.01(b)(i) (citations omtted):

It is a general rule that |ikelihood of
confusion is not avoi ded between ot herw se
confusingly simlar marks merely by addi ng
or deleting a house mark or matter that is
descriptive or suggestive of the named goods
or services. Sonetines the rule is
expressed in terns of the dom nance of the
common term Thus, if the dom nant portion
of both marks is the sanme, then confusion
may be likely notw thstandi ng peri pheral
di fferences.

Here, while admtting that the marks at issue differ in sound
and appearance, the Exam ning Attorney neverthel ess contends

that such differences do not create a significantly different

overal|l commercial inpression inasnuch as the respective marks
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are simlar in connotation. Applicant's "VIRTUAL BI T* marKk,
Exam ning Attorney insists, is domnated by the term"BIT,"
which is the sole or distinguishing elenment of registrant's
"BIT" marks, because "the term VIRTUAL is so prevalent within
the conputer industry that it has little weight when conpared
with the relatively suggestive termBIT."

In particular, with respect to applicant's argunent
that the addition of the term"VIRTUAL" to the word "BIT"
changes the fundanental neaning of the latter, the Exam ning
Attorney contends that:

As Applicant correctly notes, the common
definition of VIRTUAL is as an adjective,
descri bi ng something which is "existing or
resulting in effect or essence though not in
actual fact, form or nane." The Exam ning
Attorney also agrees with Applicant's
assertion that consunmers are very fanmliar
with the word VIRTUAL "especially in |ight

of the recent popularity of 'virtual

reality' technology." .... However
Appl i cant i nappropriately concl udes that
VIRTUAL BIT is ... sonething "that has the
effect or essence of a bit, but is not
actually a bit." .... This statenent m ght
be true if Applicant was seeking to register
its mark for conputer circuitry; however,
Applicant's services consist of software
devel opnent and conputer consulting
services. Applicant ignores the fact that
the word BIT has been registered for these
sanme services. Because the termBIT already
identifies such services, a nore appropriate
conclusion is ... that VIRTUAL BIT is ...
"sonmet hing that has the essence of conputer
sof tware consul tation services but not the
typi cal physical form of such services;"
i.e., conputer software consulting services
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that are provided electronically, without a

traditional place of business. Prospective

consuners are likely to believe that the

term VIRTUAL BIT nerely identifies an

alternative nethod by which the registrant's

BIT services are provided.

Finally, as to various third-party registrations nade
of record by applicant for marks which either consist of or
contain the word "VIRTUAL" or contain the term"BIT," the
Exam ning Attorney maintains that, as to the fornmer, "the goods
and services are only tangentially related to the conputer
industry, and the ... registrations do nothing to rebut the
Exam ning Attorney's finding that the term VIRTUAL has little or
no nmeani ng when referring to conputer-rel ated products or
services." Such registrations, according to the Exam ni ng

Attorney, serve instead to highlight the fact that, as set forth

in the excerpt of record from The Conputer d ossary (7th ed.

1995), the word "VIRTUAL" is listed as "[a]n adjective applied
to al nost anything today that expresses a condition wthout
boundari es or constraints.” Thus, the Exam ning Attorney
concl udes, any trademark significance which the word "VI RTUAL"
may have in applicant's mark "is mninmal at best, and the
dom nant feature of the mark remains the termBIT."
Furthernore, the Exam ning Attorney insists that the
third-party registrations for marks containing the term"BI T"

are inadequate to show that such termis a "weak" nmark, entitled
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to only a narrow scope of protection, inasnuch as none of the
registrations is for conputer-related consulting services.
Consequent |y, because applicant's "VIRTUAL BIT" mark is

dom nated by the term"BIT" and the word "VI RTUAL, " which

nmodi fies such term is "a relatively weak adjective," the

Exam ning Attorney finds that applicant's contenporaneous use of
such mark, in connection with the devel opnent of software and

gl obal computer information network applications and with
conputer consulting services, would be likely to cause confusion
with registrant's use of its "BIT" marks in conjunction with
conmput er software consulting services.

We agree with applicant, however, that the respective
mar ks are distinguishable. As applicant correctly notes inits
reply, TMEP Section 1207.01(b)(i) provides that "[e]xceptions to
t he above stated general rule regarding additions or deletions
to marks may arise if: (1) the respective marks in their
entireties convey significantly different commercia
i npressions, or (2) the matter conmon to the marks is not |ikely
to be perceived by purchasers as distinguishing source due to
its nmere descriptiveness or the commobnness of its use.”

Al t hough we di sagree with applicant that he "has presented
evidence indicating that the word BIT is descriptive in the
conputer industry” and "is commonly used in many tradenmarks and

source identifiers," we concur with applicant that confusion is
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not likely. Specifically, notw thstanding that applicant's nmark
adds the suggestive term"VIRTUAL" to the term"BIT" in
registrant's marks, we find that, when considered in their
entireties, applicant's "VIRTUAL BIT" nmark presents a
significantly different comercial inpression fromregistrant's
"BIT" and "BIT" and design nmarks so as to preclude a likelihood
of conf usion.

In this regard, we observe that the record contains
vari ous excerpts fromthe "NEXI S" database which, for the nost
part, discuss or otherwise refer to "virtual private networks"
of conputers. The record also includes a definition fromthe

Random House Conpact Unabridged Dictionary (spec. 2d ed. 1996)

whi ch defines "virtual,"” in relevant part, as neaning "3.
tenporarily simulated or extended by conputer software: a
virtual disk in RAM virtual nmenory on a hard disk." Wile such
evi dence establishes that the term"VIRTUAL" has a technical
meaning in the field of conmputer products, the third-party
regi strations made of record by applicant denonstrate that such
term has al so been frequently adopted, in the field of conputer
services, as a mark or a portion thereof on account of its
suggesti veness for those services.

Mor eover, and perhaps of even greater inportance, such
regi strati ons show that while, as the other previously nentioned

dictionary definitions make clear, the term"VIRTUAL" is an
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anor phous or ethereal concept, it neverthel ess is not
essentially devoid of service mark significance as contended by
the Exam ning Attorney. To the contrary, as evidenced by the
third-party registrations* for such marks as "THE VI RTUAL LOT"
for "providing information in a wide variety of fields by neans
of a global conputer network,"™ "VIRTUAL VALET" for "personal
shoppi ng services for others provided on-line," "THE VI RTUAL PET
CEMETERY" for "providing pet information ... via a gl oba
conputer network," "THE VI RTUAL O L COVPANY" for "energy
consulting services," "THE VI RTUAL BI RDER' for "providing
information in the field of birding and bird watching via a
gl obal computer information network"” and "VI RTUAL DI ABETI C' for
"provi ding diabetes information through an on-1ine database, " it
is plain that the term"VIRTUAL," while suggestive of the
particul ar services recited, has source-indicative significance.
In a simlar vein, the following definition of record

from The Conputer dossary (7th ed. 1995) confirns that the term

"bit" has a special neaning in the conputer field:

“I1t is pointed out that while the third-party registrations in the
record do not constitute evidence of use of the marks which are the
subjects thereof, the registrations are entitled to sonme wei ght

i nasmuch as they show t he neaning of the subject marks, including any
suggestive portions thereof, in the same way that dictionaries nmay be
used. See, e.g., Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915,
189 USPQ 693, 695-96 (CCPA 1976).

> None of the above registrations, each of which issued on the
Princi pal Register, contains a disclainer of "VIRTUAL."
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(Blnary digiT) A single digit in a binary

number (0 or 1). Wthin the conputer, a bit

is physically a transistor or capacitor in a

menory cell, a magnetic spot on a disk or

tape or a high or a | ow vol tage pul sing

through a circuit. A Dbit is like a |ight

bul b: on or off.

Groups of bits nake up storage units in

the conputer, called characters, bytes, or

wor ds, which are mani pul ated as a group.

The nost comon is the byte, made up of

ei ght bits and equival ent to one

al phanuneric character.
As is the case with the word "virtual,"” the term"bit" has been
adopted by third parties in connection with marks which, in
their entireties, are suggestive of the goods or services with
whi ch such marks are associ ated. Exanples thereof in the record
include third-party registrations for marks such as "RENT- A-BI T"
for "rental and | easing of conputers,” "BIT-BY-BIT" for
"conputer hardware rental and | easing services," "BI TCOM for
"conputer prograns for data transm ssion and
t el econmuni cations,”™ "BIT-BY-BI T for "conputer prograns” and
"Bl TSTREAM' for "conputer software ... containing informtion
representing typefaces."”

It is clear, therefore, that when used in conjunction
with conputer software consulting services and such cl osely
rel ated services as the devel opnent of software and gl obal
conputer information network applications, the ternms "virtual"

and "bit" are both highly suggestive of those services.

Consequently, not only is the nere presence of the shared term

10
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"BIT" in applicant's mark and registrant's marks an i nsufficient
basis for a finding of Iikelihood of confusion, but the addition
to such termof the highly suggestive term"VIRTUAL" in
applicant's "VIRTUAL BIT" mark creates a mark which overal
differs significantly in comercial inpression fromregistrant's
"BIT" and "BIT" and design marks. In particular, rather than
engendering the connotation of "an alternative nethod by which
the registrant's BIT services are provided," as urged by the
Exam ni ng Attorney, we concur with applicant that the mark

"VI RTUAL BIT" conveys the inage of "sonething that has the
effect or essence of a bit, but is not actually a bit." As
appl i cant persuasively argues:

The consuner is ... capable of discerning a

difference in nmeaning and comerci al

i npressi on between the proposed and cited

mar ks, especially in light of the recent

popul arity of "virtual reality" technol ogy.

It is widely known that "virtual reality" is

not actually reality but is instead an

approxi mation or simnulation of sonething

whi ch appears to be reality. Consuners in

the conputer industry are especially capable

of noting this distinction.

Finally, as an additional factor, we note that
custoners for applicant's and registrant's services would
typically be know edgeabl e and di scri m nati ng consunmers who
woul d be expected to exercise care in the selection of a

conput er consultant which neets their needs. 1In |ight of such

pur chaser sophistication, and in view of the significant

11
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di fferences in appearance, sound, connotation and overal
commerci al inpression between the respective nmarks, we concl ude
t hat cont enporaneous use by applicant of the mark "VIRTUAL BI T"
for the "devel opnment of software and gl obal conputer information
net work applications, and conputer consulting services" is not
likely to cause confusion with registrant's use of the marks
"BIT" and "BIT" and design for "conputer software consulting

services."

Deci sion: The refusal to register under Section 2(d)

is reversed.

G. D. Hohein

B. A Chapnan

H R Wendel

Adm ni strative Trademark
Judges,

Trademark Trial and Appea
Board
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