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Opi nion by Hohein, Adm nistrative Trademark Judge:

Speci al Products Corporation "SPECO'" has filed an
application to register the mark "Bl O ST JOSEPH' for "food

suppl ements; and dietary suppl ements of vegetal origin."?!

1 Ser. No. 75/216,236, filed on Decenber 20, 1996, which alleges
dates of first use of March 1989.
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Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U.S.C. 81052(d), on the ground
that applicant's mark, when applied to its goods, so resenbl es
the mark "ST. JOSEPH," which is registered in the format shown

bel ow

for "aspirin,"?

as to be likely to cause confusion, m stake or
decepti on.

Appl i cant has appealed. Briefs have been filed and
an oral hearing was held. W affirmthe refusal to register.

Turning first to consideration of the respective
goods, applicant argues that its food supplenments and dietary
suppl enments of vegetal origin "are part of a general program
of nutrition, and [are] not indicated for treatnment of any
special condition"” as is the aspirin offered by registrant.
Aspirin, applicant contends, "is typically sold in the over-
the-counter (OTC) section of a retail store,” which "would
typically also include various brands of acetam nophen and

i buprofen, as well as cough and cold renedies, and the |ike."

By contrast, applicant asserts that "[t] he OIC section would

2 Reg. No. 436,204, issued on January 27, 1948, which sets forth
dates of first use of January 1, 1893; second renewal .
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not typically include food supplenents, and dietary
suppl enments of vegetal origin."

I n addition, applicant maintains that the goods at
i ssue woul d be purchased with care rather than inpulsively.
According to applicant:

[ Cl]onsunmers would make a rel atively
careful decision in deciding whether to
purchase the "food suppl ements; dietary
suppl ements of vegetal origin" of the
present application. These goods are
typically purchased by soneone who has a
hi gher than average interest in his or her
diet. The typical consuner of the present
goods woul d not be a so-called junk food
junki e, but someone who is interested in
i nproving the quality of his or her life
t hrough good nutrition. Thus, careful
scrutiny would be involved in the
pur chasi ng deci si on.

Li kewi se, a careful decision would be
made in the purchase of the "aspirin" of
the cited registration. This OIC nmedicine
is typically purchased for a specific
condition that affects the purchaser, or
the children of the purchaser. Such
condition usually involves disconfort or
pain. A careful purchasing decision would
be made, in an effort to alleviate the pain
or disconfort. Medications are usually the
subj ect of a careful purchasing decision,
given their use, possible side effects, and
possi bl e conflicts with other nedications.

I n consequence of the differences noted above in the
respective goods, applicant urges that there is no |ikelihood
of confusion.

The Exam ning Attorney, on the other hand, correctly

observes that it is well settled that goods need not be
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i dentical or even conpetitive in nature in order to support a
finding of likelihood of confusion. Instead, it is sufficient
that the goods are related in sone manner and/or that the
circunstances surrounding their marketing are such that they
woul d be likely to be encountered by the sane persons under
situations that would give rise, because of the marks enpl oyed
in connection therewith, to the m staken belief that they
originate fromor are in some way associated with the sane
entity or provider. See, e.g., Mnsanto Co. v. Enviro-Chem
Corp., 199 USPQ 590, 595-96 (TTAB 1978) and In re
| nt ernati onal Tel ephone & Tel egraph Corp., 197 USPQ 910, 911
(TTAB 1978).

Here, as support for his position that applicant's
and registrant's goods are so closely related that, if
mar ket ed under the same or simlar marks, confusion as to the
source or sponsorship of such goods would be |ikely, the
Exam ni ng Attorney has made of record ten use-based third-
party registrations of marks which are registered for "dietary

food suppl ements,” "dietary supplenments” or "dietary fibre"
[sic] on the one hand and "aspirin” or "children's aspirin" on
the other. Although the third-party registrations are

adm ttedly not evidence that the different marks shown therein

are in use or that the public is famliar with them they

nevert hel ess have sone probative value to the extent that they
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serve to suggest that the goods listed therein are of the
ki nds which my emanate froma single source. See, e.g., In
re Albert Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB
1993) and In re Miucky Duck Mustard Co. Inc., 6 USPQ2d 1467,
1470 (TTAB 1988) at n. 6. In light of such evidence, we agree
with the Exam ning Attorney that, even though applicant's
goods typically would not be sold in the same section of
retail outlets as registrant's OTC nedication, applicant's
food suppl ements and dietary supplenents of vegetal origin are
nevertheless so closely related in a commercial sense to
registrant's aspirin that, if sold under the same or simlar
mar ks, confusion as to the origin or affiliation thereof would
be likely to occur.

Turning, therefore, to consideration of the marks at
i ssue, applicant nmaintains that, when considered in their
entireties, the respective marks engender different comrerci al
i npressions. Noting, in particular, that the | abels submtted
with the application as specinens of use describe one of
applicant's products as "a high quality nutrient concentrate
made of yeasts" and further state that the "whole of the

yeast's nutrinments are conmmonly called "BIOS ," applicant

argues that:

The first and primary portion of the
commercial inpression of the ... BIO ST
JOSEPH mark is made by the initial term
BI O, which suggests the BIOS in the goods.
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This term Bl O does not appear in the mark

of the cited registration. There is no

suggestion of this termin the mark of the

cited registration.

Applicant further asserts that because registrant's "ST.
JOSEPH' mark "appears ... in a style of print that is quite
different fromthe style of print which appears on the

speci nens” for applicant's "Bl O ST JOSEPH' mark, "consumers of
t he goods of the cited registration ... have cone to recognize
the particular style of print as an integral part of the
trademark of the cited registration" and thus woul d

"i nmedi at el y" distinguish such mark from applicant's mark.

The Exam ning Attorney, on the other hand, contends
that confusion is |likely because the respective marks "create
t he sane overall inpression in that both contain the ternms ST.
JOSEPH. " According to the Exam ning Attorney, "applicant has
merely added the common prefix BIOto the registered mark,"
the mere addition of which is not sufficient to avoid a
i kel i hood of confusion. As to the stylization of
registrant's mark, the Exam ning Attorney insists that,
because applicant seeks registration of its mark in typed form
and such form necessarily includes the sane stylized format as
that in which registrant's mark appears, "there are no design
el ements to aid in distinguishing the marks. ™

We concur with the Exam ning Attorney that the

respective marks are so simlar that, when used in connection
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with applicant's and registrant's goods, confusion as to
source or sponsorship is likely. Specifically, when
considered in their entireties, the marks "Bl O ST JOSEPH' and
"ST. JOSEPH" are substantially simlar in sound, appearance
and connotation due to the shared presence of the term "ST(.)
JOSEPH, " which on this record nust be presuned to be an
arbitrary termas applied to the respective goods. Although
there is nothing in the record to substantiate the Exam ning
Attorney's contention that use of the prefix "BIO" in
applicant's mark is "common" for food and dietary suppl enents,
we nevertheless find such termto be highly suggestive and
therefore insufficient to distinguish applicant's mark as a
whole fromregistrant's mark. In particular, whether the
prefix "BIO-" is regarded as highly suggestive of the "BIOS"
or nutrients in the yeasts of applicant's products, as urged

3

by applicant, or whether, as we judicially notice,” such

4

prefix is highly suggestive of a biological,” as opposed to a

31t is settled that the Board may properly take judicial notice of
dictionary definitions. See, e.g., Hancock v. Anerican Steel & Wre
Co. of New Jersey, 203 F.2d 737, 97 USPQ 330, 332 (CCPA 1953) and
Uni versity of Notre Dane du Lac v. J. C. Gournet Food Inports Co.
Inc., 213 USPQ 594, 596 (TTAB 1982), aff’'d, 703 F.2d 1372, 217 USPQ
505 (Fed. CGir. 1983).

“1n this regard, Wbster's Third New | nternational Dictionary (1993)
at 218 lists for the prefix "bio-" the entry "see 2bi-," which in
turn at 211 is defined in relevant part, under the entry "?bi- or
bio- comb form" as "2 : biology : biological,” with the latter of
such terns at 218 set forth as an adjective meaning "1 : of or
relating to biology or to life and living things : belonging to or
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synthetic, origin for applicant's goods, which include several
bi ol ogically or naturally derived conponents,® the dom nant
source-indicative feature of applicant's mark is still the
arbitrary term"ST JOSEPH," which as a practical matter is
identical to registrant's "ST. JOSEPH' mark. Overall, the
respective marks are therefore substantially simlar in sound,
appearance, connotation and conmercial i npression.

As to applicant's assertion that its mark and
registrant's mark nevertheless differ significantly in their
stylization, the Exam ning Attorney is correct in his
contention that there is no distinguishing difference in
appearance and that, in |egal contenplation, applicant's mark
nmust be regarded as suitable for presentation in the identical
stylization as that utilized by registrant. This is because a

typed drawi ng, which is the format in which applicant seeks to

characteristic of the processes of life ... 2 : used in or produced
by practical application of biology <biological nethods> ..." and as
a noun connoting "a biological product (as a globulin, serum
vaccine, antitoxin, or antigen) used in the prevention or treatnent

of disease.” 1In a simlar vein, The Random House Dictionary of the
Engl i sh Language (2d ed. 1987) at 209 defines "bio-" as "a conbining
formmeaning "life" occurring in |oan-words from G eek (biography);

on this nodel, used in the fornmati on of conpound words

(bi ol um nescence)"” and at 210 sets forth "biological" as "adj. 1.
Pertaining to biology. 2. O or pertaining to the products and
operations of applied biology: a biological test. --n. 3. Pharm Any
substance, as a serum or vaccine, derived from ani mal products or

ot her biol ogical sources and used to treat or prevent disease.”

> Specifically, applicant's labels list the follow ng "I NGRED ENTS :
Pl asnol ysatus of yeasts, rosemary honey, nmangrove honey,
bl ackcurrant, Dblueberry.”



Ser. No. 75/216, 236

register its mark, is not limted to the depiction of a mark
such as "BI O- ST JOSEPH' in any special form See Phillips
Petroleum Co. v. C. J. Webb, Inc. 442 F.2d 1376, 170 USPQ 35,
36 (CCPA 1971). Instead, "[a]s the Phillips Petrol eum case
makes cl ear, when [an] applicant seeks a typed or block letter
registration of its word mark, then the Board nust consider
all reasonable manners in which ... [the mark] could be
depicted”. |INB National Bank v. Metrohost Inc., 22 USPQd
1585, 1588 (TTAB 1992). Here, we see no reason why applicant
coul d not choose to present its entire mark in the same manner
as registrant's mark and, in fact, the specinens of use
indicate that applicant's nost prom nent use of its mark is in
the format "BIO- St-JOSEPH," in which the "St" portion thereof
is like the "St." portion of registrant's mark. Applicant's
mar k, therefore, not only cannot be viewed as distinguishable
fromthe stylized format enployed by registrant's mark, but it
must be regarded as identical thereto in stylization.
Furthernmore, at the oral hearing, applicant insisted
that the "ST" portion of its "BIO ST JOSEPH' mark could rel ate
to or stand for anything and thus, unlike the term"ST." in
registrant's "ST. JOSEPH' mark, would not necessarily be
pronounced or understood as the word "saint". W judicially

noti ce, however, that the both the terns "St" and "St." are
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accepted abbreviations for the word "saint".® Thus, and
particularly since, as noted above, the "ST" part of
applicant's mark as actually used is in the form"St" and, in
addi tion, the specinens of use refer to applicant's goods as
"Distributed by ST JOSEPH PHARMACY & G FTS," applicant's nmark
woul d tend to be pronounced and vi ewed as "BI O SAI NT JOSEPH"
just as registrant's mark is pronounced and understood as
"SAINT JOSEPH'. Aurally and connotatively, as well as
visually, applicant's mark is therefore substantially simlar
to registrant's mark. On the whole, the respective marks
consequently project substantially the sane conmmerci al

i npressi on.

As a final consideration, we observe that, even if
custoners for applicant's and registrant's goods were to be
regarded as sophisticated and di scrimnating purchasers
(despite the absence of any evidence on this record to support
such an assunption), the fact that consunmers may exercise care
in selecting aspirin products and various food and dietary
suppl enments to inprove or maintain their health "does not
necessarily preclude their m staking one trademark for

anot her" or that they otherwi se are entirely inmune from

® For instance, Webster's Third New International Dictionary (1993)

at 2217 defines the term"st" as "abbr 1 often cap saint," while The
Random House Dictionary of the English Language (2d ed. 1987) at 1852
lists "St." as, inter alia, "1. Saint."

10
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confusion as to source or sponsorship. Wncharger Corp. V.
Ri nco, Inc., 297 F.2d 261, 132 USPQ 289, 292 (CCPA 1962). See
also In re Deconmbe, 9 USPQ2d 1812, 1814-15 (TTAB 1988); and In
re Pellerin MInor Corp., 221 USPQ 558, 560 (TTAB 1983).

Accordi ngly, we conclude that custonmers and
prospective purchasers, famliar with registrant's stylized
mark "ST. JOSEPH' for "aspirin,” would be likely to believe,
upon encountering applicant's substantially simlar mark "Bl O
ST JOSEPH' for both "food supplenents; and dietary supplenents
of vegetal origin," that such closely related goods emanate
from or are otherw se sponsored by or affiliated with, the
sane source. In particular, and even if consuners of such
products were to notice the difference between applicant's
mark and registrant's mark due to the presence of the highly
suggestive prefix "BIO" in the fornmer, they could still
reasonably believe that applicant's "BI O ST JOSEPH' food and
di etary supplenents constitute a new or expanded product |ine
fromthe same source as the producers of registrant's "ST.
JOSEPH" aspirin.

Deci sion: The refusal under Section 2(d) is

af firmed.

G. D. Hohein

11
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P. T. Hairston

C. M Bottorff

Adm ni strative Trademark
Judges,

Trademark Trial and Appeal
Board
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