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In re Mchael Russell
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J.W Gpple of Gpple & Hale for M chael Russell.

Kat heri ne Bush, Trademark Exam ning Attorney, Law Ofice
112 (Janice O Lear, Managi ng Attorney).

Before Simms, Wendel and Bucher, Adm nistrative Trademark
Judges.

OQpi nion by Simrs, Adm nistrative Trademark Judge:

M chael Russell (applicant) has appealed fromthe
final refusal of the Trademark Exam ning Attorney to
regi ster the asserted nmark DEWE, DI CKUM & HOWNE for paper,

paper articles, printed matter, nanely, stationery and
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busi ness cards.' The Examining Attorney has refused
regi stration on the ground that the asserted mark does not
function as a tradenmark to identify and distinguish
applicant’s goods (Sections 1, 2 and 45 of the Act,
15 USC 881051, 1052 and 1127). Applicant and the Examining
Attorney have submitted briefs but no oral hearing was
requested.
We affirm.
Some of the specimens of record, a business card and a

letterhead, are reproduced below.

! Application Serial No. 74/411,812, filed July 13, 1993, based
upon applicant’s bona fide intention to use the nmark in comrerce.
After a Notice of Allowance was issued, applicant filed a

St atenment of Use on Novenber 28, 1997, based upon use and use in
comerce since February 1997. It appears that the delay in the
prosecution of this application was occasi oned by the |oss of the
original file and the need to reconstruct a new one.
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It is the Examining Attorney’'s position that,
considering the commercial inpression of applicant’s
asserted mark and the significance of that mark, it would
be perceived as a hunorous play on words on a fictitious
busi ness card or stationery and not as a trademark
I ndicating origin of the goods. The Exam ning Attorney
notes that the asserted nmark is displayed promnently in
the center of business cards and at the top of the sanple
pi ece of stationery. The Exam ning Attorney contends that
busi ness cards typically convey information such as the
nane of a firmor person, title, address, telephone nunber,
etc. Here, the Exam ning Attorney argues that the asserted
mark is not on an ordinary business card but as a hunorous
novelty itemand that the asserted nmark woul d t herefore not
be perceived as a trademark but rather as an "ornanent al
feature" of the goods.

Applicant, on the other, contends that the asserted
mark functions as a trademark to indicate the source of the
goods and di stingui shes those goods fromthe products of
others. Applicant argues that the asserted mark is not an
i nformati onal or instructional slogan, as was the situation

in sone of the cases cited by the Examining Attorney.? See

2 Applicant also contends that this Ofice has nade a prior
determ nation that his service mark is registrable and that this
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In re Rem ngton Products, Inc., 3 USPQ2d 1714 (TTAB 1987)
(PROUDLY MADE IN THE USA used in connection with electric
shavers does not function as a tradenmark) and In re Tilcon
Warren, Inc., 221 USPQ 86 (TTAB 1984) (WATCH THAT CHI LD on
a bunper sticker attached to construction vehicles does not
function as a mark for construction material).

W agree with the Exam ning Attorney that the asserted
mark is not likely to be perceived as a trademark
I ndi cating source or origin of business cards and
stationery. As has often been stated, not all words,
desi gns, synbols or slogans used in the sale or advertising
of goods or services function as trademarks or service
mar ks for those goods or services. Here, the specinens
t hensel ves indicate that the asserted mark is the nane of a
fictitious law office. Purchasers, therefore, are likely
to view the asserted mark as sinply the hunorous "off-
color” name of a law firmand not as an indication of
origin of the business cards or stationery on which they
appear. Even for those who do not understand the nature of

t he nessage conveyed by the asserted mark, we believe that

determ nation is entitled to a presunption of validity. 1In this
regard, the Examining Attorney’s explanation, on page 8 of her
brief, concerning the exam nation of intent-to-use applications
and the subsequent exam nation of specinens filed with anendnents
to allege use and statenents of use, is well taken. See also
TMEP 8905 et seg.
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t hese words woul d not function as a mark indicating origin
of the goods. Business cards which present the nane of a
law firm for exanple, serve to denonstrate use of that |aw
firms name as a service mark used in connection with the
performance of |egal services but do not generally act as a
vehicle to identify the conpany that is the source of the
paper products thensel ves.

Deci sion: The refusal of registration is affirned.
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