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Skor o
Cancel |l ati on No. 27, 236
Aut o Wax Conpany, | nc.
V.

Leon HusisianEI

Bef ore Chapnman, Wendel, and Bucher, Adm nistrative
Trademar k Judges.

By the Board:

Leon Husi sian owns Registration No. 1,758,748
i ssued on March 16, 1993, on the Principal Register for
the mark AUTO MAG C CAR WASH and design for “vehicle

washi ng and cl eaning services” in O ass 37,E]as shown

bel ow.

! It is noted that respondent’s registration issued in the
nane of the original applicant, Leon Husisian, as an
individual. M. Husisian has referred to hinself as a joint

owner of the mark in his answer to the petition to cancel
and in his Section 8 affidavit filed with the Ofice on
February 28, 1998. There is no record of any transfer of
interest in the registration recorded with the Assignnent
Branch of this Ofice.

2 The registration states that no claimis nmade to the
exclusive right to use “car wash” apart fromthe mark as
shown. It is noted that the Post Registration Branch
cancel ed respondent’s registration under Section 8 on August
30, 2000, but subsequently reinstated the registration on
Novenber 2, 2000.



Cancel | ation No. 27,236

On Decenber 1, 1997, Auto Wax Conpany, Inc. filed
a petition to cancel the AUTO MAG C CAR WASH
registration claimng priority of its registered mark
AUTO MAG C for various car care products,EI as shown

bel ow.

AUTO- MAG C

Petitioner alleges that respondent’s mark, AUTO MAG C
CAR WASH and desi gn, when used in connection with his
identified services is likely to cause confusion,
m st ake or deception.

Respondent, in his answer, denies all of the
salient allegations.

On Septenber 11, 2000, the Board issued an order
to show cause why the cancell ati on proceedi ng shoul d
not be deened the equival ent of a cancellation by

request of respondent in light of the registration

3 Regi stration No. 814,774, issued Septenber 13, 1966,
Section 8 affidavit accepted, Section 15 affidavit

acknow edged, renewed; for AUTO-MAG C for “auto waxes and
polishes” in Cass 4; “plastic dye” in Cass 6; “notor
sealer for use as a finish for notor exteriors, |acquer
thinner, tire paint, and notor paint” in Cass 16; and “wax
renover, tar remover, car shanpoo, and white sidewall
cleaner” in Cass 52.
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havi ng been cancel |l ed because of the insufficiency of
respondent’s Section 8 affidavit. |In response to the
show cause order, respondent filed on Cctober 6, 2000,
a petition to the Comm ssioner as well as a response to
the Board stating that the cancellation of its
registration was the result of two procedural errors
made by the Post Registration branch of this Ofice.
As noted previously herein, the registration has since
been reinstated by the Post Registration Branch.

Thus, the show cause order having now been
di scharged, the Board will now consider petitioner’s
notion for summary judgnent filed May 17, 1999.EI As
grounds for the notion, petitioner states that there is
no issue of priority in light of petitioner’s prior
registration; that the literal portions of respondent’s
mark and petitioner’s entire mark are substantially
simlar; that the goods and services as set forth in
the respective registrations are related; that the

parties use the sane marketing channels with petitioner

4 On June 14, 1999 respondent filed a notion to accept his
late-filed response to petitioner’s notion for summary

j udgnent invoking good cause. His notion is granted, and
respondent’s late-filed brief is accepted. On July 12,
1999, respondent filed a “nmotion pursuant to Fed. R Gv. P.
Rule 11” in response to petitioner’s opposition to
respondent’s request that the Board accept respondent’s
late-filed response to petitioner’s notion for summary
judgnment. Respondent’s notion for sanctions is denied as

i mproper under Fed. R Civ. P. 11(c)(1), and as unwarranted
on this record.
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selling its goods to car washes for use by car washes
and for the car washes to resell to retail custoners;
and that petitioner’s mark has becone farmus.EI

Respondent opposes the notion contending that his
application was not refused registration in |ight of
petitioner’s prior registration; that petitioner has
delayed in bringing this petition and thereby
acqui esced to respondent’s use of the mark; and that
the marks are dissimlar, given respondent’s design
el enent .

A party noving for sunmary judgnment has the burden
of denonstrating the absence of any genui ne issue of
material fact, and that it is entitled to sumary
judgnment as a matter of law. Fed. R Cv. P. 56(c).

See also, Celotex Corp. v. Catrett, 477 U S. 317

(1986). Wen the noving party’s notion is supported by
evi dence sufficient, if unopposed, to indicate that
there is no genuine issue of material fact, and that

the noving party is entitled to judgnment, the nonnoving

> It is noted that both parties have argued the guidelines
to be followed in determining a |ikelihood of confusion as
set out in Polaroid Corporation v. Polaroid Electronics
Corp., 287 F.2d 492, 128 USPQ 411 (2" Cr. 1961). The
parties are advised that in cases before the Board, the

i ssue of likelihood of confusion is governed by Inre E.I.
du Pont de Nenours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA
1973), which enunerated thirteen possible evidentiary
factors to be considered in determning a |likelihood of
confusion. Wiile the factors set out in Polaroid are
simlar, the relevant du Pont factors that are of record
wi Il be discussed herein.
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party may not rest on nere denials or conclusory
assertions, but rather nust offer countering evidence,
by affidavit or as otherwi se provided in Fed. R Civ.
P. 56, showing that there is a genuine factual dispute
for trial. See Fed. R Cv. P. 56(e), and Octocom

Systens Inc. v. Houston Conputer Services Inc., 918

F.2d 937, 16 USPQ2d 1783 (Fed. Cir. 1990).

Petitioner has established that there are no
genui ne issues of material fact to be tried and that
petitioner is entitled to sunmary judgnent as a matter
of law, and respondent has not raised a genuine issue
of material fact.

As stated previously, in determ ning whether there
is a genuine issue of material fact remains as to
| i kel i hood of confusion we |look to the factors

enunerated in Inre E. |. du Pont de Nemours & Co., 476

F.2d 1357, 177 USPQ 563, 567 (CCPA 1973). Here the
rel evant factors are the simlarity/dissimlarity of
the marks, as presented in the registrations; the
simlarity/dissimlarity and nature of the goods and
services, as identified in the registrations; and the

channel s of trade.
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Priority

Petitioner established continuous use since “the
| at e 1950’5”,E]and its ownership of its federal
registration for the mark since 1966. O Respondent’ s
first date of use, as set forth in its registration, is
Novenber 1, 1988.EI Thus, any issue as to priority has

been el i m nat ed.

Simlarity of the Marks

A conparison of the marks as set forth in the
regi strations denonstrates their simlarity. 1In
viewi ng the marks as a whole, there is one portion that
is clearly domnant in respondent’s mark, the literal

portion, AUTO MAG C. See, G ant Food, Inc. v. Nation's

® Petitioner’s president, David MIller, avers that it began
using its mark in the late 1950's and has used the mark
conti nuously since.

" \While petitioner has provided a status and title copy of
its registration, it is noted that it is stale, having been
certified by the Patent and Trademark O fice in 1989. W
have therefore not considered the registration in
determning priority, but rather find priority established
through the parties’ statenents as to when each started
using their respective marks.

8 I'n a cancel l ation proceeding in which both parties own
registrations, petitioner nmust establish prior rights in the
subj ect mark, and respondent can defeat petitioner’s claim
by establishing that, as between the parties, respondent
possesses prior rights in the mark sought to be cancell ed.
See, Brewski Beer Co. v. Brewski Brothers Inc., 47 USPQd
1281, 1284 (TTAB 1998). Petitioner established through M.
Mller’'s declaration that it began use in the late 1950’ s
wher eas respondent’s earliest established use is subsequent
t hereto.
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Foodservice, Inc., 218 USPQ 390, 395 (Fed. G r. 1983).

This conclusion is reached by noting the size of the
wording in relation to the design elenent; that the
generic portion of the mark, CAR WASH, does not

di stinguish the marks; and that the literal portionis
the part of the mark that people will use in referring
to respondent’s services. Thus, conparing the dom nant
portion of respondent’s mark, AUTO MAG C, to the

dom nant portion of petitioner’s mark, AUTO MAG C, the

literal portions of the marks are identical.

Simlarity of the Goods and Services and
Channel s of Trade

In support of these factors, petitioner has
provided, inter alia, a declaration fromLynn Ferrera,
t he owner of Auto Magic of Western New York, who avers
that she distributes car care products nmanufactured by
petitioner to car washes, autonotive deal ers and
autonobil e detailers who in turn sell these car care
products to their retail custoners. Through the
declaration of its president, David MIler, petitioner
establishes that it advertises its goods through
printed flyers, brochures, nagazine advertisenents and
ot her forms of advertising to the car wash industry as
well as the ultimte consuner of the car wash services.

From the evidence of record (declaration of Lynn
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Ferrera), respondent’s services are advertised, at a
m ni mum through | ocation signs and coupons to retai
custoners, thereby establishing that the goods of
petitioner and services of respondent are advertised
and sold to the sane class of purchasers.

In response, on the issues of the
simlarity/dissimlarity of the marks as well as the
goods and services, respondent st at es? t hat r espondent
first learned of petitioner’s mark in 1987EEI at an
I nternational Car WAsh Association Convention; that he
subsequent |y adopted his mark in 1988, but he is
unawar e of anyone, including petitioner, who uses a
simlar design in conjunction with the words AUTO
MAG C, that respondent uses his mark on services while
petitioner does not provide services; that petitioner
shoul d have known of respondent’s nanme sooner than
petitioner acknow edges because the nane appears in the

I nternational Car Wash Association directory; and that

°® \While respondent subnitted nunerous attachnents (e.g.

copi es of a nenbership directory; a convention guide; and a
| etter about discovery) to its brief in opposition to
petitioner’s notion for sumary judgnent, these are not
identified or supported by affidavit or declaration.

Further, there are two pages of responses to interrogatories
that are not identified and appear to have been the subject
of an opposition proceeding rather than the present
cancel |l ati on proceedi ng before the Board. W have not

consi dered these attachments due to their |ack of

aut henti cati on.

10 Respondent’s statenment appears in his answer to
petitioner’s interrogatories.
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the parties’ respective marks create different
commerci al inpressions. Respondent further contends
that petitioner, because of its delay in petitioning to
cancel respondent’s registration has acqui esced in
respondent’ s use of the markld  Suffice it to say that
inlight of the simlarity of the marks, the
establ i shed rel ati onship between the invol ved goods and
services, and the channels of trade, none of the
argunents put forth by respondent raise a genuine issue
of material fact.

Accordingly, we find that there is no genui ne
issue of material fact as to the ultimate issues of
priority and likelihood of confusion.

Petitioner’s notion for summary judgnent is
granted, the petition to cancel is granted, and
Regi stration No. 1,758,748 will be cancelled in due

course.

11t is noted that respondent did not plead acqui escence
as an affirmative defense in its answer. (See, Blansett
Pharmaceutical Co. v. Carnrick Laboratories, Inc., 25 USPQd
1473 (TTAB 1992).) Inasnmuch as petitioner has treated
respondent’s argunments in its unpl eaded defense on the
nmerits, and petitioner did not object thereto, the Board
hereby deens the pleading to have been anended by agreenment
of the parties. See TBMP § 528.07(b). However, respondent
has not established its right to sunmary judgnment on its

def ense of acqui escence.
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