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Opi nion by Wendel, Adm nistrative Trademark Judge:
SiimN Trim Inc. has filed a petition to cancel
Regi stration No. 1,990,294 for the mark SLIM 80 for
“dairy products, namely yogurt.”?!
In the petition to cancel, SIimN Trim Inc.

(petitioner) alleges that petitioner is the owner of the

! Registration No. 1,990,294, issued July 30, 1996 from an
application filed under Section 1(b) on April 25, 1994, claimng
inits statenent of use a first use date and first use in
conmer ce date of August 1994.
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marks SLIM SLIM CHEEZ, SLIMN LIGHT, SLIMN TRI M and
SLIMLI NE, all of which have been used for food products
for weight conscious consuners, these products including
| ow fat yogurt, non-fat mlk, |ow fat cottage cheese, and
ice mlk, since long prior to 1994; that petitioner is

t he owner of the mark SLI M FREEZ whi ch has been used for
|l ow fat frozen yogurt nmi x and other foods since |ong
prior to 1994; that petitioner is the owner of several
regi strations for the above referenced marks;? that

petitioner and its predecessors have |licensed the use of

2 The nost relevant of these registrations are:

Regi stration No. 604,012, issued March 29, 1955, for the mark
SLIM FREEZ for frozen ice m |k dessert; second renewal

Regi stration No. 608, 411, issued July 5, 1955, for the nmark
SLI M CHEEZ (stylized) for cottage cheese; second renewal ;

Regi stration No. 915,987, issued July 6, 1971, for the mark
SLI M and design for non-fat mlk; first renewal;

Regi strati on No. 920, 794, issued Septenber 21, 1971, for the
mark SLIMN TRIM (stylized) for lowfat mlk, |owfat cottage
cheese, low fat yogurt, and ice mlk; first renewal;

Regi stration No. 929,698, issued February 22, 1972, for the
mark SLIMN LIGHT (stylized) for lowfat mlk, ice mlk, |ow
fat cottage cheese, and |low fat yogurt; first renewal

Regi strati on No. 996,908, issued October 29, 1974, for the
mark SLIMN TRIM (stylized) for conducting a dietary weight
control program first renewal;

Regi stration No. 1,342,986, issued June 18, 1985, for the mark
SLIMN TRIM (stylized) for cheese; Section 8 & 15 affidavits;

Regi stration No. 1,459,397, issued Septenber 29, 1987, for the
mark SLIMN TRIM (stylized) for light sour creamand ultra
pasteurized mlk for coffee; Section 8 & 15 affidavits;

Regi stration No. 1,741,514, issued Decenber 22, 1992, for the
mark SLIMN TRIMfor reduced calorie butter; Section 8 & 15
affidavits; and

Regi stration No. 1,851,150, issued August 23, 1994, for the
mark SLI MLINE for |low fat cottage cheese and | ow fat yogurt.
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its marks in connection with the production, narketing
and sale of various dietary foods and beverages and the
conduct of weight control programs; and that respondent’s
mark SLIM 80 w Il cause confusion and deception in that
t he purchasing public will believe respondent’s yogurt
products are sponsored, approved, or sold by petitioner.
Respondent, in its answer, has denied the salient
all egations of the petition to cancel and has set forth
the affirmative defenses of |aches and acqui escence,?
based on allegations of petitioner’s failure to tinely
object to registration of respondent’s mark. Respondent
all eges that its application was published for opposition
Novenmber 15, 1994; that petitioner failed to file a
timely notice of opposition; that since the mark was not
opposed respondent began and | ater expanded use of its
mar k; that petitioner filed an untinely notice of
opposition on August 30, 1996 and did not file a petition
to cancel until March 1997.

The Record

The record consists of the file of the involved
registration; the stipulated testinony and acconmpanyi ng
exhi bits of George MIIls, Vice President of petitioner;

the stipulated testinony and acconpanyi ng exhi bits of

3 W note that respondent has pursued only the | aches defense.
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Samuel Leifer, President of respondent; and the status
and title copies of petitioner’s thirteen pleaded
registrations, made of record by petitioner’s notice of
reliance. Both parties filed briefs, but an oral hearing
was not requested.

The record shows that the sole function of
petitioner is to nmanage the |licensing of its tradenmarks
to dairies or others who manufacture and sell products
under the marks, in the same manner as did its
predecessors, Bellbrook Dairy and Edl o Enterprises, Inc.,
fromwhomit obtained by assignnent many of its marks.
Under petitioner’s |licensing program petitioner
provides the |licensee with a package desi gn, product
specifications, nerchandising and advertising tools, and
petitioner conducts quality control to ensure adherence
to specifications. The licensee has the option of adding
its brand nane to its particul ar package design, along
with the mark licensed from petitioner.

Petitioner’s marks are used on |low calorie, |ow fat
food itens, predom nantly dairy products, and are sold in
various areas of the United States in supermarkets and
other retail grocery outlets. Petitioner’s |icensees

sold over 4.5 mllion units of cheese and yogurt conbi ned
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and over 19 million units of mlk in the year 1997 (a
unit of cheese is 8 0oz., a unit of yogurt is 6-8 oz. and
aunit of mlk is a quart). Petitioner and its |licensees
engage in many fornms of advertising, including
cooperative advertising with supermarkets in newspapers,
mer chandi si ng pronotions, point-of-sale materi als,

tel evision advertising and the like. M. MIIls, in his
stipulated testinony, estimted the advertising
expenditures by the |licensees alone in 1997 at

approxi mately $473, 000.

M. MIlls testified that petitioner has used its
mark SLIM not only on non-fat m |k, but also on non-fat
yogurt, with the first use thereof being in 1992. He
identified yogurt cartons bearing the SLIM mark used by
licensee Clover Stornetta in the San Francisco area from
1992 (Exhibits 23 and 24) and one bearing the SLIM mark
used by licensee Crystal in 1992 in northern California.

Respondent is a small conpany specializing in kosher
dairy products and operates in the New York metropolitan
area as well as upstate New York. Respondent’s dairy
products are manufactured under the strictest Othodox
standards and accordingly are priced approximtely 15%
nore than non-kosher dairy products. Respondent fil ed

its intent-to-use application in April 1994 and began
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limted use of its SLIM 80 mark in August 1994, with

sal es of about 200,000 units of yogurt that year. The
mar k was published for opposition on November 15, 1994.
When no opposition was filed to its mark by Decenber
1994, respondent increased usage of its mark and has had
sal es of approximately 500,000 units for each year from

1995 to 1998.

The Petition for Cancell ation

There is no issue as to priority. The status and
title copies of petitioner’s registrations which have
been made of record establish filing dates for the
under | yi ng applications which are earlier than
respondent’s filing date of its intent-to-use
application, the earliest date upon which respondent may
rely. Furthernore, the testinony of George MIIs
corroborates petitioner’s use of its marks well prior to
respondent’s filing date.

Turning to the issue of |ikelihood of confusion, we
t ake under consideration all of the du Pont factors which
are rel evant under the present circunstances and for
which there is evidence of record. See E. |. du Pont de

Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).
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We | ook first to the goods of the parties and the
simlarity or dissimlarity thereof.

Petitioner has made evidence of record of its use of
its common [aw SLIM mark on non-fat yogurt since a tinme
prior to the filing of applicant’s application.
Petitioner’s registrations for its marks cover several
|l ow fat dairy products. Most significant for our present
anal ysis, petitioner has registered its mark SLIM for
non-fat mlk, and its marks SLIMN TRIM SLIMN LIGHT
and SLIMLINE for, inter alia, |ow fat yogurt.

Al t hough respondent argues that petitioner has
failed to properly establish common |aw rights in the
mark SLIM for yogurt, we do not agree. The stipul ated
testimony of George MIIls substantiates use of the mark
SLIM for yogurt by two of petitioner’s |icensees in
certain areas of California well prior to the earliest
dat e of use upon which respondent nmay rely. Respondent’s
argunents that petitioner has not proven either dates of
first use in interstate conmmerce or that it is the proper
owner of the mark are to no avail. In the first place,
use in interstate comerce is not necessary under Section
2(d); all that is necessary is that a mark has been
“previously used in the United States by another and not

abandoned.” Prior use by petitioner has been established
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and respondent has presented neither argunent nor

evi dence that petitioner has abandoned this use of its
SLIM mark. Moreover, petitioner has established that
both Clover Stornetta and Crystal are |licensees of
petitioner and thus the cartons which have been made of
record bearing the SLIM mark as used by the |icensees
constitute evidence of use which inures to petitioner’s
benefit.

Respondent’s goods, as identified inits
registration, are yogurt. Although respondent argues
that its yogurt differs frompetitioner’s |ow fat yogurt
in that respondent’s product is manufactured in
accordance with the strictest Othodox Jew sh standards,
this difference is not reflected in the identification of
goods.* It is well established that when eval uating
i kel'i hood of confusion in proceedi ngs concerning the
registrability of marks, we consider the goods as

identified in an involved registration, regardless of any

4 Al though respondent, in its brief, has stated that it is
willing to amend its identification of goods to specify “Kosher”
or “Kasruth” yogurt, no consideration can be given to this
untinely offer. Had respondent wi shed to rely upon the

provi sions of Section 18 whereby restriction of its application
m ght be considered as a neans of avoiding |ikelihood of
confusi on, respondent should have proffered an anendnent to this
effect earlier in the proceeding such that petitioner wuld be
put on notice and the issue fully tried. See Reflange Inc. v R-
Con International, 17 USPQRd 1125 (TTAB 1990); Space Base Inc.
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evi dence of record as to the particular nature of the
goods. See Ml es Laboratories Inc. v. Naturally Vitam ns
Suppl enents Inc., 1 USPQ2d 1445 (TTAB 1987) and the cases
cited therein. Accordingly, respondent’s yogurt nust be
presunmed to be identical to petitioner’s yogurt.

Even if petitioner could not rely upon its conmon
law rights in SLIMfor yogurt, which is not the case,
petitioner has registered the same mark for non-fat mlk.
I n addition, petitioner has two registrations for marks
(SLIM N TRIM and SLIM N LI GHT) for both low fat m |k and
| ow fat yogurt, along with other items. Petitioner has
made of record several newspaper advertisenents featuring
bot h products bearing the sane mark in the sane ad (e.qg.
Exhi bit 69) and a photograph of a store display of mlk
and yogurt in close proximty to each other in the dairy
case (Exhibit 72). W consider this sufficient evidence
to show that yogurt and non-fat mlk are closely rel ated
products and that custoners would be likely to assune
t hat both products emanate froma single source, if a
simlar mark is used thereon.

Respondent’s further argunments as to the differences
in channels of trade and class of customers because its

yogurt is a kosher product are also to no avail. As has

v. Stadis Corp., 17 USPQ2d 1216 (TTAB 1990). No such anendnent
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been frequently stated, in the absence of any |limtations
in the identification of goods in the involved
registration as to channels of trade, we nmust presune
that the goods travel in all the normal channels of trade
for such goods. See Kangol Ltd. v. KangaROOS U.S. A, 974
F.2d 161, 23 USPQd 1945 (Fed. Cir. 1992). Respondent’s
yogurt, as identified in its registration, cannot be
construed, as respondent argues, as being sold
exclusively in small kosher grocery stores. 1In a simlar
vein, respondent’s custoners cannot be restricted to
persons seeking a kosher product. The channels of trade
and the classes of custoners for respondent’s yogurt nust
be presumed to enconpass all supernmarkets and ot her
retail outlets in which yogurt and related dairy products
are sold and all custonmers who purchase such products.
Mor eover, there is no reason why kosher yogurt woul d not
be found in the same supermarkets as non- kosher products
such as petitioner’s. In this connection, we take
judicial notice that many supermarkets offer both kosher
and non-kosher products.

No particul ar degree of sophistication can be

presunmed for the purchasers of these |ow cost itens; even

was subm tted.

10
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if respondent’s yogurt sells for a 15% hi gher price, this
is not a mpjor difference in cost.

Respondent al so argues that the parties’ goods are
sold in geographically renote areas, with respondent’s
sal es being in New York State and petitioner’s sales
primarily on the West Coast. This argunment is equally
unper suasi ve. Federal registration creates the
presunption that respondent has the exclusive right to
use its mark throughout the United States and any present
geographic limtation in markets is irrelevant. See
Coach House Restaurant Inc. v. Coach and Six Restaurants
Inc., 934 F.2d 1551, 19 USPQ2d 1401 (11'" Cir. 1991).

Thus, we turn to a highly significant factor in this
proceeding, the simlarities or dissimlarities of the
mar ks of the parties. W make this conparison keeping in
m nd the well -established principle that the degree of
simlarity necessary to support a conclusion of
I'i keli hood of confusion decreases when the marks are
bei ng used on virtually identical goods. See Century 21
Real Estate Corp. v. Century Life of America, 970 F.2d
874, 23 USPQ2d 1698 (Fed. Cir. 1992).

Because it is the closest of petitioner’s marks to
respondent’s mark SLI M 80, we have focused our

consi deration on petitioner’s mark SLIM which includes

11
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both its common law rights in the mark for non-fat yogurt
and its registration of the mark for non-fat mlKk.

For purposes of conparison, petitioner’s mark mnust
be viewed as the word SLIM as shown bel ow, the design

el ement of the mark as used and as registered is mniml.

Respondent’s mark consists of the identical word, SLIM
and the nunber 80. Despite respondent’s argunents to the
contrary, we do not find the addition of this number
sufficient to distinguish the marks. The conmercia
i npressions created by the marks as a whole are highly
simlar.

Al t hough respondent insists that “80” is the
dom nant conponent of its mark and nust be given greater
wei ght, we fail to see how the nunber 80 woul d be vi ewed
as other than the calorie count of respondent’s yogurt.
The specinens of record show that the cal orie count of 80
is set forth on the front label, in close proximty to
the mark SLIM 80. Even if we consider the mark SLIM 80
wi thout referring to its presentation on the carton, we
bel i eve that custoners would perceive the mark as a

vari ation of petitioner’s mark SLI M being used for a

12
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particul ar type of yogurt. Wth calorie count being of
such great significance in connection with food products
for wei ght-conscious consuners, the correlation of the
nunber 80 and cal ori e count woul d appear to be

i nevi tabl e.

Applicant’s argunment that the term*®“slini is
frequently used in connection with weight |oss products,
and thus is highly suggestive, or that “a glut of
conpani es are using marks containing a ‘slim conmponent”
has not been substantiated.® Although SLIM may have sone
suggestive significance when used with a | ow calorie
product, we consider the nunmber 80, as used in
respondent’s mark, to be far nore suggestive than the
term SLIM despite respondent’s contentions otherw se.

We think the situation here is anal ogous to those prior
cases in which the predecessor of our principal reviewng
court held the conmponents “vita” in VITA-SLIM and “sta”

in STA-SLIMto be the elements with | esser significance

> Attachment A to respondent’s brief, referring to third-party
marks, is not in evidence because it was not submtted during
respondent’s testinony period, as pointed out by petitioner in
its reply brief, and accordi ngly has been given no

consi deration. The search report introduced by respondent’s
witness is not evidence of use of, or famliarity of the public
with, the marks in the applications and registrations |isted
therein. See Ode Tyme Foods Inc. v. Roundy’s Inc., 961 F.2d
200, 22USPQ2d 1542 (Fed. Cir. 1992). Even the three marks which
respondent specifically relies upon have not been shown to be in
use.

13
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in the marks and thus found a likelihood of confusion of
each mark with petitioner’s mark SLIM® See,
respectively, Bellbrook Dairies, Inc. v. Hawt horn- Ml | ody
Farnms Dairy, Inc., 253 F.2d 431, 117 USPQ 213 (CCPA 1958)
and Bel | brook Dairies, Inc. v. Bowran Dairy Co., 273 F.2d
620, 124 USPQ 316 (CCPA 1960).

Respondent’s argunents with respect to the
differences in trade dress and the display of the
respective marks are immaterial. Respondent’s
registration is for the mark SLIM 80 in typed form and
t hus respondent is free to use its mark in any format.
Respondent is in no way restricted to its present display
in which the term SLIMis not as prom nent as the nunber
80. As our principal review ng court has stated, for a
word mark we ordinarily do not ook to the trade dress,
whi ch may be changed at any time. See Specialty Brands
Inc. v. Coffee Bean Distributors Inc., 748 F.2d 669, 223
USPQ 1282 (Fed. Cir. 1984). Although it is true that
trade dress may be viewed as evidence that two narks
project simlar comercial inpressions, the converse is
not true. Whether or not respondent’s present display of

its mark enphasi zes the nunber 80 is immterial; the

® W note that the court specifically held that the term*“slint
was only suggestive when used with skimmlk and not
descri pti ve.

14
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di spl ay could be changed tonmorrow to one nuch nore
simlar to that used for petitioner’s SLIM marKk.

Respondent has al so rai sed the factor of actual
confusion, pointing out that at the tinme of subm ssion of
its brief the respective marks had been in use for al nost
five years with no reported instances of actual
confusion. Respondent has stated, however, that its
selling arena is limted to New York State whereas
petitioner’s sales appear to be concentrated on the West
Coast. Although this geographic disparity cannot support
respondent’s claimof the absence of any |ikelihood of
confusion, it obviously explains the absence of actual
confusion up until the present time. Thus, we can accord
little significance to this factor in our determ nation
of likelihood of confusion.

Wei ghing the factors shown to be relevant to our
present determ nation of |ikelihood of confusion, we find
the balance to fall solidly in petitioner’s favor. W
rely in particular on the simlarity of comrerci al
i npressions of the respective marks and the identity or
cl ose rel ationship, of the goods with which these marks

are being used.

15
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Respondent has rai sed, however, the affirmative
def ense of | aches, arguing that petitioner’s delay in
filing its claimagainst respondent’s mark was
unr easonabl e and that respondent’s reliance upon this
failure of petitioner and its expansion of sal es under
its mark would result in material prejudice to respondent
if it were required to discontinue use of its mark
Petitioner, in response, contends that respondent has
failed to carry its burden of proof with respect to this
defense; that if respondent’s position were adopted, the
entire remedy of filing a petition for cancellation would
be rendered neani ngl ess.

As set forth in Lincoln Logs Ltd. v. Lincoln Pre-Cut
Log Hones Inc., 971 F.2d 732, 23 USPQ2d 1701 (Fed. Cir.
1992), the elenments of |aches are (1) unreasonabl e del ay
in assertion of one s rights against another; and (2)
mat erial prejudice to the other attributable to this
delay. As applied to a cancellation proceeding, the
defense is tied to the party’s registration of its mark
and the time fromwhich |aches starts to run is the date
the mark is published for opposition. See National Cable
Tel evi si on Association Inc. v. Anerican Cinema Editors

Inc., 937 F.2d 1572, 19 USPQ2d 1424 (Fed. Cir. 1991).

16
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Respondent’s mark was published for opposition as an
intent-to-use application on Novenber 15, 1994.
Petitioner failed to file a notice of opposition during
the thirty day period. Respondent filed its statenment of
use on February 7, 1996 and the registration issued July
30, 1996. Petitioner, apparently in the m staken belief
t hat respondent’s mark had been published for opposition
on this latter date, filed a notice of opposition on
August 30, 1996. The notice was refused as untinely and
returned to petitioner. Petitioner then filed the
present petition to cancel on January 27, 1997.°

As stated above, petitioner nust be considered to
have been on notice of respondent’s mark as of the date
of publication for opposition, November 15, 1994. Since
petitioner missed the tine to file an opposition,
however, petitioner’s only renmedy was to file a petition
for cancellation after issuance of the registration.

The fact that there was a delay of over two years
bet ween t he date of publication of the application and
the filing of the petition to cancel cannot be attributed
to petitioner’s inaction. Respondent did not file its
statenment of use until alnmpst fifteen nonths after the

publication date. Thus, fifteen nonths of the two year

" Respondent’s reference to March 1997 reflects the time when

17



Cancel | ati on No. 25, 986

delay in the issuance of the registration was solely
because of respondent’s failure to file its statenment of
use until February 7, 1996, even though respondent clains
to have begun use of its mark in August 1994 and to have
expanded its use in Decenber 1994.

The only time delay which can be attributed to
petitioner is fromJuly 30, 1996, when the registration
i ssued, until the petition to cancel was filed on January
27, 1997. We do not consider this six-nonth del ay
unreasonabl e, especially in view of petitioner’s attenpt,
al beit untinmely, to file an opposition. Wre we to hold
ot herwi se, the remedy afforded under the Trademark Act
for cancellation would be virtually elim nated.
Accordingly, we find that respondent has failed to
establish an unreasonabl e delay on the part of
petitioner, the first elenent in a |aches defense. Thus
we need not consider the elenment of material prejudice to
respondent .

Deci sion: The petition to cancel is granted.

E. J. Seeher man

the petition was served on respondent by the Board.

18
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H R Wendel

G F. Rogers

Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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