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Opi nion by Seeherman, Adm nistrative Trademark Judge:

Digi International Inc. has opposed Control net,
| ncorporated's applications to register DI G HOVE' and

DIGWRE,? both filed on October 22, 1996 on the basis of

1 Application Serial No. 75/185, 410.
2 Application Serial No. 75/185, 625.
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a bona fide intention to use the mark in comerce, for
"conmputer software for the devel opnent, design and
manuf act ure of sem conductor cores and integrated
circuits; sem conductor cores, integrated circuits and
integrated circuit subassenblies for use with conputer
network protocols” in Class 9, and "design of
sem conductor cores, integrated circuits and conputer
software for use by the conmputer conmmuni cations and
conputer networking industries.”

As grounds for opposition opposer has alleged that
it manufactures and sells, under the housemark DI G,
conputer connectivity hardware and software, and
provi des, under the DIG mark, various services connected
wi th such goods, including installation, maintenance,
repair, training, technical support and design. Opposer
has further alleged that it owns registrations for the
mar ks DI G BOARD, DI G and design and DI GI | NTERNATI ONAL
all for use in connection with various types of conputer
connectivity hardware and software; that it has been
using the formative DIG in connection with conputer
connectivity hardware and software and associ at ed
services since 1985, and has applied to register the mark

DI Gl FAX, DIGI BOARD CLASSIC, DIG and DI Gl (stylized)
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prior to the filing date of applicant's applications;
t hat opposer owns a famly of DIG marks; and that
applicant's use of DIG@ HOVE and DIGWRE for its
identified goods and services, particularly because they
are used with conputer network protocols, is likely to
cause confusion or m stake or to deceive.

In its answer applicant denied all the salient
al l egati ons of the notice of opposition, admtting only
that the pleaded registrations issued, and that the
applications were filed.

The record includes the pleadi ngs and evi dence
subm tted by opposer under a notice of reliance. The
evi dence consists of certified status and title copies of
opposer's pl eaded registrations and of the registrations
issuing fromits pleaded application for DI G
CLASSI CBOARD and an unpl eaded application for DIQ
CONNECTS and design,® as foll ows:
DI G BOARD m croconput er hardware and

conputer programs for use in
communi cati ons*;

3 Al though opposer made no nention of a pending application for

this mark in its notice of opposition, in its requests for

adm ssion it made specific requests relating to |ikelihood of
confusion with this mark and pendi ng application. Accordingly,
we deem that the issue of likelihood of confusion with respect
to this mark was tried, and therefore deemthe pleadings to be
anended pursuant to Rule 15(b) of the Federal Rules of Civi
Procedur e.

4 Registration No. 1,666,495, issued December 3, 1991; Sections
8 and 15 affidavit filed.
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DI Gl | NTERNATI ONAL
(I NTERNATI ONAL
peri pheral s,

di scl ai ned)

for

DI G CLASSI CBOARD

Regi stration
Regi stration
Regi stration
Regi stration

656

m croconputer circuit boards and
peri pherals for use in connection
with nulti-user systens and | ocal
area networks; and m croconputer
software, nanely, software for
operating such m croconputer
hardware, software for term na
enmul ati on, software for data
conmmuni cations in multi-user
systens, software for data
conmuni cations in | ocal area

net wor ks and software for renote
| ocal area network access?;

m croconputer hardware, circuit
boards, m croconputer

and software, nanely, software

operating such m croconput er
hardware, software for term na
ermul ation, software for data
communi cations in nulti-user
systenms, software for data
communi cations in | ocal area

net wor ks, and software for renote
| ocal area network access, al

for use in data comunications®;

conputer network connectivity
har dware and software’; and

conput er hardware and software
for data comruni cati ons and
hardware and software designed to
operate with data comruni cati ons
products. ®

2,019,613, issued Novenber 26, 1996.
2,132,925, issued January 27, 1998.
2,176,760, issued July 28, 1998.
2,193,984, issued October 6, 1998.
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Opposer has al so submtted, under a notice of
reliance, copies of the interrogatories, docunent
producti on requests and requests for adm ssion that it
served on applicant, along with a declaration by its
attorney attesting to applicant's failure to respond
thereto. The interrogatories and requests for production
of docunents have no evidentiary value. (Opposer never
made a notion to conpel; further, even if applicant had
provi ded responses to the docunment production requests,
such responses cannot be made of record by notice of
reliance. See Trademark Rule 2.120(j)(3)(ii).) However,
Rul e 36(a) of the Federal Rules of Civil Procedure (made
applicable to Board proceedi ngs by Trademark Rul e
2.116(a)) provides that the matter of which an adm ssion
is requested is deemed admtted unless, within 30 days
after service of the request, the party to whomthe
request is directed serves upon the requesting party a
written answer or objection. Because applicant nade no
response what soever to the requests for adm ssion, we
deem all the matters contained therein to be admtted.

Applicant did not submt any evidence. Only opposer
filed a brief. An oral hearing was not requested.

Priority is not in issue in view of opposer's

subm ssion of its pleaded registrations and the
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registrations which issued fromits applications, as set
forth above. King Candy Conpany v. Eunice King' s
Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974).

Because opposer did not submt any evidence with
respect to its alleged famly of DIG marks, we nust
consi der the question of |ikelihood of confusion with
respect to the individual marks. Qur determ nation of
i kel'i hood of confusion is based on an analysis of all of
t he probative facts in evidence that are relevant to the
factors set forth in In re E. 1. du Pont de Nemours & Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973).

Applicant has admtted that its goods and services
are closely related to the goods identified in each of
opposer's registrations; that applicant's goods and
services are in the sane field, and that its DI G WRE and
DI G HOVE products will be sold in the same or simlar
channel s of trade as are opposer's conmputer network
connectivity hardware and software products provided
under its various DIG marks; and that there is overlap
of the potential purchasers of opposer's identified
products provided under its DIG marks and the potenti al
purchasers of applicant's products and services offered
under the marks DIGIWRE and DI G HOVE. Essentially,

then, we are dealing with closely related goods and/ or
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services, sold through the sane or simlar channels of
trade, and to the sane purchasers.

We further find that applicant's marks are very
simlar to opposer's various DIG marks. DIG is clearly
t he dom nant part of each of opposer's marks. It is the
sol e verbal elenment of DIG and design, and therefore the
portion that consuners are nore likely to note and
remenber. See In re Appetito Provisions Co., 3 USPQd
1553 (TTAB 1987). In the other marks, the additional
wor ds have a suggestive or descriptive connotation, such
that DIG woul d have the stronger source-identifying
rol e.

DIG is also the dom nant portion of applicant's
marks; it is the beginning element, and it is followed by
words with a descriptive or suggestive connotation in
connection with applicant's identified goods and
services. Moreover, applicant has admtted that it is
not aware of any third-party uses of a DI G -containing
mark in connection with conputer network connectivity
hardware and software, nor is there any evidence of such
use or registrations in the record.

For the foregoing reasons, we find that applicant's
use of the marks DIGWRE and DI G HOVE in connection with

its identified goods and services would be likely to
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cause confusion with opposer's registered marks DIG and
desi gn, DI G | NTERNATONAL, DI Gl BOARD, DI Gl CLASSI CBOARD
and DI GI CONNECTS and design.°

We woul d al so point out that applicant has admtted
that "[o] pposer's DIGI mark is well known in connection
with conmputer network connectivity hardware and software"
(Adm ssion No. 30) and that it is a strong mark when used
in connection with such goods.! Admission No. 32.
G ving the appropriate weight to this factor in the
i kel'i hood of confusion analysis, the case for finding
i kel'i hood of confusion is even stronger with respect to

opposer's DIG and design mark.

Deci sion: The opposition is sustained.

E. J. Seeher man

T. J. Quinn

° In reaching this decision we have noted applicant's adnission

that applicant's use of the marks DA WRE and DI G HOVE woul d be
likely to cause confusion with "Cpposer's above identified D gi
mar ks." Requests for Adm ssion Nos. 25 and 26. W point out
that the issue of likelihood of confusion is a matter of |aw,
and nmust be determ ned by the Court; thus, although adm ssions
by a party may be considered in reaching this determ nation, the
ultimate decision nust rest with the trier of fact.

10 we have assumed that the reference in the requests for

adm ssion is to opposer's mark DIA@ and design, since the other
pl eaded marks include other wording.
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