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Opi ni on by Hanak, Adm nistrative Trademark Judge:

Mount ai n Vi ew Sof t ware Cor poration (applicant) seeks
to regi ster WORKERS COVPANI ON in typed drawi ng form for

“conputer prograns and software for use in analyzing and
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generating docunments for workers’ conpensation.” The
intent-to-use application was filed on October 16, 1996.

Blue Cross and Blue Shield of South Carolina
(opposer) filed a notice of opposition alleging that |ong
prior to October 1996, it both used and registered the
mar k COMPANI ON for various types of insurance services.
I n addition, opposer alleged that through its wholly
owned subsi di ary Conpani on Property and Casualty, it used
t he mark COMPANI ON specifically for workers’ conpensation
i nsurance, and that through its other wholly owned
subsi di ary Conpani on Technol ogies, Inc., it used the mark
COVPANI ON i n connection with conmputer software for use in
t he insurance industry.

Applicant filed an answer which denied the pertinent
al l egations of the notice of opposition.

Opposer nmade of record evidence and filed a brief.
Applicant did neither. An oral hearing was not
requested. The record in this case is fully sunmari zed
at pages 4-5 of opposer’s brief.

In any likelihood of confusion analysis, two key,
al t hough not exclusive, considerations are the simlarity
of the goods and services and the simlarity of the

mar ks. Federated Foods, Inc. v. Fort Howard Paper Co.,

544 F.2d 1098, (192 USPQ 24, 29 (CCPA 1976) (*“The
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fundanmental inquiry mandated by Section 2(d) goes to the
cunmul ative effect of differences in the essenti al
characteristics of the goods [and services] and
differences in the marks.”).

Considering first the goods and services, we note
t hat opposer has properly nade of record a certified
status and title copy of its Registration No. 1,566, 320
for the mark COVPANI ON depicted in the typed draw ng
form The services of this registration include
i nsurance adm ni stration and underwriting including
accident, health, property, casualty, death and life
i nsurance (Class 36) and the custom design of conputer
har dware and software systens for professional offices
(Class 42). While this registration does not include the
specific words “workers’ conpensation insurance,” the
record denmonstrates that this insurance is a form of
casualty insurance.

In addition, the record denonstrates that since
1984, opposer through its wholly owned subsidiary
Conpani on Property and Casualty Insurance Conpany has
of fered workers’ conpensation insurance under the mark
and trade name Conpanion Property and Casualty. Finally,
since 1986 opposer through its wholly owned subsidiary

Conpani on Technol ogi es Corporation has offered conputer
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software to process various insurance clains including
specifically workers’ conpensation clains under the mark
and trade nane Conpani on Technol ogi es.

In view of the foregoing, we find that the goods and
services for which opposer has established prior rights
inits COMWANI ON marks are essentially identical to or
extrenely simlar to the goods for which applicant seeks
to register its mark WORKERS COVMPANI ON (conputer programns
and software for use in analyzing and generating
docunments for workers’ conpensation).” To be nore
specific, opposer’s Registration No. 1,566,320 for the
mar k COMPANI ON — whi ch registration issued on Novenber
14, 1989 long prior to applicant’s filing date of October
16, 1996 — specifically includes the “custom design of
conput er hardware and software systens for professiona
offices.” Obviously, insurance offices are professional
of fices, and thus opposer’s registration is broad enough
to include the custom design of conputer software for
anal yzi ng i nsurance docunents, specifically including
wor kers’ conpensati on docunents. Mbreover, as previously
noted, the record reflects that since 1986 opposer has
actual ly used the trade nanme and mark Conpani on

Technol ogi es specifically in connection with software for
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use i n processing insurance clainms, including
specifically workers’ conpensation cl ains.

Mor eover, opposer’s Registration No. 1,566,320 al so
i ncludes insurance adm nistration and underwiting for,
anong ot her types of insurance, casualty insurance. One
type of casualty insurance is workers’ conpensation
i nsurance. | ndeed, in actual practice, opposer has
continuously sold since 1984 worker’s conpensati on
i nsurance under the trade name and mark Conpani on
Property and Casualty. \While workers’ conpensation
i nsurance and conputer software for use in analyzing and
generating docunents for workers’ conpensation insurance
are not identical services and goods, they are very
closely rel ated services and goods.

In sum as indicated previously, we find that
opposer has established prior rights in its COVPAN ON
mar ks and names for goods which are essentially identica
to applicant’s goods and for services which are extrenely
simlar to applicant’s goods.

Turning to a consideration of the marks, we note at
t he outset that when the goods of the parties are in part
identical as is the case here, “the degree of simlarity
[ of the marks] necessary to support a conclusion of

i kely confusion declines.” Century 21 Real Estate Corp.
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v. Century Life of America, 970 F.2d 874, 23 USPQ2d 1698,

1700 (Fed. Gir. 1992).

We find that opposer’s registered mark COMPANI ON and
opposer’s trade nane and unregi stered mark Conpani on
Technol ogies are both very simlar to applicant’s mark
WORKERS COMPANI ON when all three are used in connection
with computer software for use in analyzing and
generating docunments for workers’ conpensation insurance.
Appl i cant has adopted opposer’s registered mark COVPANI ON
inits entirety and added thereto the highly suggestive
word WORKERS. In this regard, we have little doubt that
as applied to software for use in analyzing workers’
conpensati on i nsurance, the word WORKERS is indeed highly
suggestive. Likew se, we find that applicant’s mark
WORKERS COMPANI ON is extrenely simlar to opposer’s
previously used trade nane and unregi stered mark
Conpani on Technol ogies in that when used in conjunction
with conputer software for anal yzing workers’
conpensati on i nsurance, the word “technol ogies” is
i kewi se highly suggestive of conputer software.

It has |long been held that one nmay not appropriate
the entire mark of another (COVPANI ON) and escape
liability by the addition thereto of a highly suggestive

term such as WORKERS. Bel | brook Dairies v. Hawthorn-
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Mel | ody Dairy, 253 F.2d 431, 117 USPQ 213, 214 (CCPA

1958) and cases cited therein.

Moreover, to the extent that there are any slight
doubts on the issue of likelihood of confusion, said
doubts are renoved when one recogni zes that applicant is
seeking to register its mark WORKERS COVPANI ON i n typed
drawing form Because applicant seeks to register its
mark in typed drawing form we are obligated to consider
all reasonable manners in which applicant could depict

its mark. Phillips Petroleumv. C. J. Wbb, 442 F.2d

1376, 170 USPQ 35, 36 (CCPA 1971); | NB National Bank V.

Metrohost, 22 USPQ2d 1585, 1588 (TTAB 1992). One
reasonabl e manner of presentation of applicant’s mark
woul d be to depict the word WORKERS on one line in
sonmewhat snmaller lettering and the word COMPANI ON on a
second line in somewhat |arger lettering. When so
depicted, applicant’s mark would be extrenely simlar to
opposer’s regi stered COVMPANI ON mar k.

Finally, while we have no doubts that there exists a
i kel'i hood of confusion, it need hardly be said that to
the extent that there are any doubts whatsoever on this
i ssue, said doubts nust be resolved in favor of opposer
as both the long prior registrant and user of the

af orenmenti oned COVPANI ON mar ks and trade nanes. Inre
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Martin's Fanous Pastry Shoppe, Inc., 748 F.2d 1565, 223

USPQ 1289, 1290 (Fed. Cir. 1984).

Deci sion: The opposition is sustained.

E. W Hanak
C. E. Wlters

D. E. Bucher

Adm ni strative TrademarKk
Judges, Trademark Tri al
and Appeal Board



