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Trademar k Judges.

Opi nion by Chapman, Adm nistrative Trademark Judge:

The Board, in its decision, dated June 27, 2000,
sustai ned the opposition by SkyTel Corp. to the
registration of the mark applied for by
appl i cant, Vehicle Access Corporation, |ncorporated.

The tinme to request reconsideration of that decision

ended on July 27, 2000 pursuant to Trademark Rul e
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2.129(c). However, on August 9, 2000, applicant filed a
“request for copy of the final decision and notion to
reset the tine to file a notice of appeal”; and on August
23, 2000 applicant filed a “nmotion to reopen tinme to file
request for reconsideration,” along with applicant’s
“request for reconsideration of the final decision.”
Opposer filed a brief in opposition to applicant’s
request for reconsideration.

In its nmotion to reopen the tinme to file a request
for reconsideration, applicant stated that it did not
receive a copy of the June 27, 2000 decision fromthe
Board, and thus, applicant could not docket any
subsequent dates. In view of applicant’s attorney’s
statenents to this Board, applicant’s tinme to file a
request for reconsideration is hereby extended to August
23, 2000, and applicant’s request for reconsideration,
filed on that date, is considered timely filed.*

Appl i cant asserted three Board errors on page 2 of
its request, specifically: (1) the Board conpared
opposer’s pagi ng and nessagi ng services with a conponent

of applicant’s goods, rather than with applicant’s

1 Applicant’s attorney obtained a facsinile copy of the June 27,
2000 Board deci sion from opposer’s attorney, but applicant
stated it is still without a good quality copy of the Board
decision. In view thereof, a copy of the June 27, 2000 Board
decision is enclosed herewith for applicant’s attorney.
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product itself; (2) the Board did not properly weigh

evi dence regardi ng consuner care; and (3) the Board did
not properly

eval uate the strength of opposer’s marks. Later, on page
13, in the “conclusion” section of its request, applicant
set forth the followi ng six asserted errors by the Board:
(1) inproperly basing our analysis on the simlarity of
the parties’ goods and services on a conpari son of
opposer’s services with a conmponent of applicant’s goods
and not on the goods thensel ves despite “unrebutted

evi dence that consunmers will not care about the
conponents of applicant’s product”; (2) failing to

i ndependently evaluate the conditions under which, and
buyers to whom sales would be made, and, instead,
treating this du Pont? factor as a sub-el ement of the
simlarity or dissimlarity of the goods and services;
(3) inmproperly ignoring the evidentiary weight that
shoul d have been accorded the third-party registrations

i ntroduced to show that “SKY” has been “commonly adopted
in connection with communications related services”; (4)
i nproperly considering statenents outside of the evidence
in evaluating the third-party registrations; (5)

i nproperly ignoring that opposer comm ssioned a consumer
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recognition survey and failed to introduce the results
thereof; and (6) inproperly ignoring that opposer
adm tted consuners do not associ ate “SKYPAGER’
exclusively with opposer.

| nasnuch as applicant’s initial list of three
asserted errors is subsuned within its later list of six
asserted errors, we will address the six alleged errors.

Applicant’s argunment regarding our finding on the
rel at edness of the goods and services is not well taken,
and our factual finding on this du Pont factor is fully
supported in our original decision. Sinply put, we did
not conpare a conponent of applicant’s goods wth
opposer’s services. Rather, as we are constrained to do,
and as explained in the original decision, we conpared

applicant’s goods as identified in the application with

opposer’s services as registered. Applicant’s
identification of goods reads “vehicle anti-theft systens
conprising cellular tel ephones, pagers, two way pagers,
and satellite signal processors.” A fair and reasonable
reading of this identification is that applicant intends
to sell a “systeni (not a “device,” a term used
frequently in applicant’s request for reconsideration)

conposed of not one, but all of the itens |isted--

2lnre E. |. du Pont de Nenours & Co., 476 F.2d 1357, 177 USPQ
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“cel lul ar tel ephones, pagers, two way pagers and
satellite signal processors” (enphasis added). Moreover
in applicant’s business plan (a “confidential” exhibit to
applicant’s co-founder Harvey Carnel’s testinony) under
t he headi ng “Technol ogy Description,” applicant clearly
enphasi zes the significant role that pagi ng goods and
services will play in the operation of applicant’s
system For exanple, it includes statenments such as
“SKYLOCK uses a specially designed digital controller
that is activated by signals from existing paging
networks”; “[i]t is inmportant that we have a sound | ong
termrelationship with paging providers”; and “[a] paging
service will be selected that can provide nationw de
cover age.”

Mor eover, while applicant again argues that only one
of the types of “backbones” for the systemw || be
sel ected, the identification of goods is not so |limted.
Harvey Carnmel, applicant’s co-founder, testified that
appl i cant has not comrenced use and that pagi ng services
remain a viable option for the operation of applicant’s

system In addition, M. Carnel’s testinony that

563 (CCPA 1973).
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applicant’s custonmers will not be concerned about which
backbone systemis used is nmere specul ation.?

Further, both the record and our previous decision
reflect that opposer has worked with other conpanies to
of fer services other than paging, including businesses
such as a monitoring of courier boxes and of vending
machi nes, as well as a partnership with a conpany to work
on “devel oping” a vehicle nonitoring system (al beit the
| atter has not yet evolved).

We are not convinced by applicant’s attenpt to
di stinguish the case of In re Martin’s Fanous Pastry
Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed. Cir.
1984). There is no requirenent in the Martin' s case that
in order for the Board to find goods and/or services are
conpl enentary, we nust essentially find the sane facts as
the Court found with regard to “wheat bran and honey
bread” and “cheese.”

We find no error in our factual finding that
applicant’s “vehicle anti-theft systenms conprising

cellul ar tel ephones, pagers, two way pagers, and

3 W note opposer’s objection to applicant’s argument in
footnote 4 of applicant’s request for reconsideration. Qpposer
contends, and we agree, that the information in footnote 4 is an
untinmely attenpt to introduce unsubstanti ated evi dence regardi ng
the likely degree of care of purchasers. The information in
applicant’s footnote 4 has not been consi dered.
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satellite signal processors” and opposer’s “paging” and
“messagi ng” services are conplenentary and rel at ed.

Regar di ng our finding about the conditions under
whi ch, and the buyers to whom sales would be nmade, this
is again a factual finding with which applicant sinply
di sagrees. Qur decision was clear that (i) the goods and
services, as identified, carry no restrictions at all,
maki ng applicant’s argunment that it will target fleet
vehicle owners irrelevant; and (ii) even if opposer’s
core custoner base is frequent business travelers, and
its target market is all males ages 25 to 45, applicant’s
co-founder testified that applicant’s vehicle anti-theft
system coul d be used in passenger cars, show ng that
applicant’s goods could be directed to the general
public, thereby enconpassi ng opposer’s target custoners.
Thus, there is no error in our finding that the
conditions of sale and the purchasers for the invol ved
goods and services overl ap.

Appl i cant next contends that we inproperly ignored
the weight to be accorded the third-party registrations
subm tted by applicant to show the weakness of the term
SKY in connection with communications services. This is
agai n reargunent of argunents previously nade,

specifically that the third-party registrations show the
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SKY prefix has been commonly adopted. As we pointed out
in our previous decision, none of applicant’s third-party
regi strations cover the specific goods/services involved
herein, nanely “paging services” or “vehicle anti-theft
systenms.” The mere fact that a word is registered by

ot hers for other goods and/or services, does not
establish that the word is commonly adopted and thus weak
in the relevant field. Further, inportantly, the
registrations are not evidence of use or that the public
is famliar therewth. See Smth Brothers Manufacturing
Conpany v. Stone Manufacturing Conpany, 476 F.2d 1004,
177 USPQ 462 (CCPA 1973); and AMF | ncorporated v.
Anmerican Leisure Products, Inc., 474 F.2d 1403, 177 USPQ
268 (CCPA 1973).

Appl i cant argues that the Board went outside the
record and di scounted the evidentiary weight of the
third-party registrations because we consi dered opposer’s
argunent in its reply brief regarding ownership and
settlenment or |icense agreenments in relation to sone of
the third-party registrations. Even assum ng that we now
conpletely ignore opposer’s attorney’s statenments on
ownership or settlenment/license agreenments, nonethel ess,
the nost relevant fact remains that applicant submtted

no evidence of the public’ s awareness of the third-party
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mar ks in the marketplace. Thus, even considering all of
the third-party registrations, they are still accorded
very little weight in the circunstances of this case. In
view of the above, and because we al so held that opposer
established a fam |y of SKY prefix marks, we find no
substantive error in the weight accorded the third-party
regi strations made of record by applicant.

Appl icant argues that it is error for the Board to
ignore “the fact that opposer commi ssioned a consuner
recognition study and failed to introduce the results”;
and further, that the Board should accept as fact that
“opposer’s failure to introduce the results of the survey
nmeans that the survey results were not favorable.” These
argunments are specious. First, even applicant
acknow edges that evidence to gauge the strength of a
mark may be subm tted through direct or circunstanti al
evi dence. Thus, opposer is not obligated to submt
di rect consuner evidence. (In this case, opposer
established that its famly of marks are entitled to a
broad scope of protection through circunstanti al
evi dence, e.g., its numerous federal registrations, and
testi nony by opposer regarding, inter alia, marketing and
advertising strategi es, expenditures, sales, trade

channel s, and the manner of use of opposer’s famly of
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mar ks.) Second, opposer’s witness testified as foll ows
regardi ng the “branding studi es” (not “consuner
recognition surveys” as characterized by applicant in its
request for reconsideration) (MKelvey dep., p. 43):

Q Do you recall any earlier studies?

A. Yeah, there were sone branding

studi es done a few years back, but off

the top of nmy head, | can’t renenber

what the recall was for our brand.

Appl i cant apparently did not obtain discovery
regardi ng such studies, and, in any event, applicant did
not pursue this matter at trial. Thus, applicant cannot
now be heard to conplain that little is known in this
record about any “brandi ng studi es” conducted by opposer.
There is absolutely no evidence on which the Board could
make any inference (negative or positive to opposer)
about the branding studies in question. |In fact, the
studies could involve marks, and or goods/services
unrel ated to those involved herein.

Finally, applicant’s argunment that we inproperly
i gnored opposer’s adm ssion that consunmers do not
associ ate one of opposer’s marks, SKYPAGER, exclusively
wi th opposer is unconvincing. Applicant relies on a
portion of the testinony of opposer’s w tness, MKelvey,

to assert that opposer’s mark SKYPAGER has been used

descriptively by consumers, and thus, the weight accorded

10
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that mark is dimnished. The involved testinmony
(McKel vey dep., pp. 43-44), was in response to the
guestion “Can you explain why SkyTel has sel ected or
adopt ed several marks that all begin with the word
“*Sky’ ?”; and the witness’ full response is set forth
bel ow.

VWhen we first started off with SkyTel
— 1 think it was back in 1988 when we
started using the SkyTel brand for

t he conpany, we were the first to

of fer nationw de pagi ng and we chose
a product nanme for our first

nati onwi de nuneric pager called
SkyPager. And SkyTel was the only
conpany that had a nationw de
frequency and coul d deliver

nati onw de pagi ng and becane the
defacto standard for nationw de
pagi ng back in the late '80s and
early "90s. And the SkyPager becane
so well known and so popul ar that
peopl e actually begin to refer to al
nati onw de pagi ng or pagi ng as “Sky

page nme.” They started using it as a
verb, and the SkyPager becane quite
well known, and it’s still used quite

often regardl ess of the paging
conpany; “Why don’t you just send ne
a Sky page?” (Applicant relies on
the portion in italics.)
We sinply do not read opposer’s testinony to have
the breadth and the specific | egal nmeaning that applicant
reads into it. This testinony is froma |lay w tness,

and, taken in context, appears to enphasize the success

and renown of opposer’s business and SKYPAGER mark. Even

11
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if we were to interpret this testinony as evidence of
public m suse of opposer’s SKYPAGER mark, applicant did
not counterclaimto cancel opposer’s registrations for
SKYPAGER. Applicant cannot be heard to attack the
validity of opposer’s SKYPAGER registrations at this
stage. Therefore, the SKYPAGER registrations are
entitled to the full presunptions of the |aw under
Section 7(b) of the Trademark Act.

Accordingly, we stand by our decision dated June 27,
2000, and applicant’s request for reconsideration is

deni ed. *

R L. Sinmms

C. E. Walters

B. A Chapnan
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board

“ Mpplicant’s notion to reset the tine to file a notice of
appeal is moot inasnmuch as the tinme for appeal runs fromthe
date of the decision on applicant’s request for reconsideration.
See Section 21(a)(2) of the Trademark Act, and Trademark Rul e
2.145(d) (1).
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