THIS DISPOSITION
12/ 29/ 00 IS NOT CITABLE AS PRECEDENT
OF THE T.T.A.B.

Paper No. 23
PTH

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Hew et t - Packard Conpany
V.
Packard Press, Inc.
by change of nane from Packqui sition Corporati onH

OQpposi tion No. 106, 540
to application Serial No. 75/000, 036
filed on Cctober 2, 1995

On Rermand From
The U. S. Court of Appeals For The Federal Circuit

El i zabeth A. Sheets of Hew ett-Packard Conpany for
Hewl ett - Packard Conpany.

Timot hy D. Pecsenye of Bl ank, Ronme, Com nsky & McCaul ey for
Packard Press, Inc.
Bef ore Quinn, Hairston and Wendel, Adm nistrative Trademark
Judges.
Opi nion by Hairston, Adm nistrative Trademark Judge:

The U.S. Court of Appeals for the Federal Grcuit, in a
deci si on dated Septenber 25, 2000, at F. 3d , 56

USPQ2d 1351 (Fed. Cir. 2000), vacated the Board' s Septenber

! W note that during the pendency of the appeal Packquisition
Cor poration changed its name to Packard Press, |Inc.
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27, 1999 decision sustaining the opposition of Hewl ett-
Packard Conpany to registration of the mark PACKARD
TECHNOLOG ES for the follow ng services:

Data and i nformati on processing in class 35;

El ectronic transm ssion of data and docunents

via conputer termnals; electronic transm ssion

of nessages and data in class 38; and data

and digital information (nmedia duplication of);

conversion fromone nedia formto another

medi a (docunent data transfer and physical)

in class 40.

The Court remanded the case to the Board to: (1) nake
findings as to the simlarity/dissimlarity in the
appear ance, sound and connotation of the marks HEW.ETT-
PACKARD and PACKARD TECHNOLOG ES as a whol e, and expl ain any
rational reasons for enphasizing a particular portion of
these marks; (2) state findings on the rel at edness of
opposer’s goods/services and applicant’s services, and (3)
apply the proper legal test in determ ning whether opposer’s
goods/ services and applicant’s services are rel ated.

We turn first to a consideration of the marks HEWETT-
PACKARD and PACKARD TECHNCOLOG ES. Despite the obvious
di fferences in appearance and sound of these narks as a
whol e, we remain of the view that the marks create simlar
comercial inpressions. W readily acknow edge that the
mar ks nmust be conpared in their entireties. However, in

articulating reasons for reaching a conclusion on the issue

of |ikelihood of confusion, “there is nothing inproper in
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stating that, for rational reasons, nore or |ess weight has
been given to a particular feature of a mark, provided the
ultimate conclusion rests on consideration of the marks in
their entireties.” In re National Data Corp., 753 F.3d
1056, 24 USPQ 749, 751 (Fed. G r. 1985). For instance,
“that a particular feature is descriptive or generic with
respect to the involved goods or services is one comonly
accepted rationale for giving less wight to a particular
portion of a mark . . .” 224 USPQ at 651.

Here, the disclaimed term TECHNOLOG ES in applicant’s
mar Kk PACKARD TECHNOLOG ES is highly suggestive/descriptive
of applicant’s services. Thus, when applicant’s mark is
considered as a whole, it is the term PACKARD which is the
dom nant and di stingui shing el enent thereof. See e.g., In
re Dixie Restaurants Inc., 105 F.3d 1405, 41 USPQR@d 1531
(Fed. Cir. 1997) [DELTA is the dom nant portion of the mark
THE DELTA CAFE and design because the disclai med word CAFE
is generic of applicant’s restaurant services.] Thus, the
dom nant el enent of applicant’s mark is identical to the
t erm PACKARD which is a prom nent el enent of opposer’s mark.

Al'so, in this case, the inclusion of the term
TECHNOLOG ES in applicant’s mark results in greater
simlarity in overall commercial inpression between the
mar ks because, as evidenced by the services listed in the

pl eaded regi strations, opposer’s business is in the
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technol ogy field. Further, in reaching our finding that the
marks are very simlar in overall comrercial inpression, we
have considered the fact that there is no evidence of record
of third-party use of the term PACKARD for any of the

i nvol ved goods and services. See Inre E. |. duPont de
Nenours & Co., 476 F.2d 1357 (CCPA 1973) [One of the
factors to be considered in determ ning |ikelihood of
confusion is “the nunber and nature of simlar marks in use
on simlar goods.”].

We turn next to a consideration of the parties’
respective goods and services. W note at the outset that
opposer took no testinony and offered no evidence other than
copies of its pleaded registrations. W have no testinony
or other evidence in this case as to the rel ationship
bet ween opposer’s goods and services and applicant’s
services. |In other words, there is no evidence that goods
and services of the type involved herein would be expected
by the consum ng public to emanate fromthe same source.

Rat her, we sinply have the bl anket assertions of opposer, in
its brief on the case, that its goods and services and

applicant’s services are “closely related or identical” and
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“could be used in conjunction [wth each other].” (Brief, p.
16).EI Al t hough, at first blush, the goods/services of the
parties woul d appear to be at | east tangentially rel ated,
opposer failed to present any evidence wth respect to the
identity/rel atedness of the parties’ goods/services. In
particular, there is no evidence that goods/services of the
type involved herein are offered by the sanme conpanies. Nor
is there evidence regardi ng precisely how opposer’s goods
and services and applicant’s services woul d be used toget her
and/ or woul d be encountered by the sane cl asses of
purchasers. Upon further review, we are unable to concl ude
sinply fromthe identification of goods/services in
opposer’s registrations and the recitation of services in
applicant’s application that such goods/services are
sufficiently related to support a finding of |ikelihood of
conf usi on.

In sum notwi thstanding the simlarities in the overal

commerci al inpressions of the marks HEW.ETT- PACKARD and

> For exanpl e, opposer asserts: “The Cass 36 services listed in
t he opposed application are: data and information processing.
These services are closely related or identical to the follow ng
goods and services of Opposer, which all relate to the processing
of data and/or information: prograns for use in informtion
mani pul ati on; apparatus used for data acquisition and processing;
data acqui sition and handling systens; conputers and data
processing systens; rental and | easing services for data
processi ng equi pnment; consultation services in the field of data
processing; and retail mail and tel ephone order services for data
processi ng products.”
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PACKARD TECHOLOG ES as a whole, we find that there is no

| i keli hood of confusion in this case because opposer has
failed to establish that the goods and services involved
herein are related in the mnd of the consumng public as to
their source or origin.

Deci sion: The opposition is dism ssed.

T. J. Quinn

P. T. Hairston

H R Wendel
Adm ni strative Trademark Judges
Trademark Trial and Appeal Board



