THIS DISPOSITION

IS NOT CITABLE AS PRECEDENT
OFTHFTTAR

Hearings:*' Paper No. 31
Sept enber 2, 1999 BAC
June 22, 2000 11/ 8/ 00

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

RE/ MAX | nternational, |nc.
V.

St ephen R Bl agden

Opposition No. 103,814
to application Serial No. 74/724,634
filed on Septenber 5, 1995
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WIIl & Emery for RE/MAX International, Inc.

Stephen R Bl agden, pro se.

Bef ore Seeherman, Chapnman and Rogers, Adm nistrative
Trademar k Judges.

Opi nion by Chapman, Adm nistrative Trademark Judge:
Stephen R Bl agden has applied to register on the

Princi pal Register the mark shown bel ow

! Due to very unusual scheduling problens, there were two ora
hearings held in this case. Both parties were advised of both
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for “advertising services, nanely, providing hone sellers
a telephone-facsimle forumfor listing their honmes” in

I nternational Class 35. The application is based on
applicant’s clainmed dates of first use and first use in
commerce of July 30, 1995.

As grounds for opposition, opposer alleges that
since at |east as early as June 1, 1973 opposer has used
its registered mark RE/ MAX (Registration No. 1,139, 014)
for “real estate brokerage services” (International Cl ass
36) and for “rendering technical aid and assistance to
others in the establishment and operation of a real
est ate brokerage agency” (International Class 35); that
opposer’s affiliates, i.e., RE/MAX franchi sees and RE/ MAX
sal es associ ates, have al so used the mark in connection
with real estate brokerage services since June 1, 1973,
as authorized through franchi se agreenents and
i ndependent contractor agreenents; that opposer has
t housands of affiliates, both in the United States and
t hroughout the world; that since 1973 opposer and all of
its affiliates (worldw de) have spent substantial sums in
devel opi ng, pronoting and mai ntaining the RE/ MAX mark;

that as a result of opposer’s extensive use of its mark

hearings, but only applicant attended the first hearing, and
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RE/ MAX, it is fanpus; and that applicant’s mark, when
used in connection with his services, so resenbles
opposer’s previously used and regi stered mark, as to be
likely to cause confusion, mstake, or deception.?

I n his answer applicant denies the salient
al l egations of the notice of opposition.

The record consists of the pleadings; the file of
t he opposed application; opposer’s notice of reliance on
a status and title copy of its pleaded Registration No.
1,139,014; and the testinmony, with exhibits, taken by
opposer of (i) M. Stephen R Blagden, applicant, (ii)
M. Daryl Jesperson, opposer’s president, and (iii) Ms.
| rm na Stroud, one of opposer’s in-house paralegals.
Applicant has submtted no evidence on his own behalf in
this case, and applicant did not attend the depositions
of M. Jesperson or Ms. Stroud.

Opposer filed a brief on the case.® As explained in
footnote 1, applicant attended the oral hearing before

this Board on Septenber 2, 1999, and opposer’s attorney

only opposer’s attorney attended the second heari ng.

2 pposer al so pl eaded dilution under Section 43(c)(1) of the
Trademark Act. Opposer did not pursue this issue in its brief
on the case. In fact, to the contrary, it is very clear from
opposer’s brief on the case that only the issue of likelihood of
confusion is involved in this proceeding. (See, e.g., opposer’s
brief, pp. 3, 5 13 and 20.) The issue of dilution will not be
further discussed herein.
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attended the oral hearing before this Board on June 22,
2000.

Opposer, RE/MAX International, Inc., is a franchisor
of real estate sales offices, which offer a variety of
r eal
estate services to the general public. Opposer was
established in January 1973, with its first office
opening in March 1973, and with first use of the mark
RE/ MAX in interstate commerce on June 1, 1973.

Wor| dwi de, there are currently about 2,860 operational

of fices, with about 46,500 sal es agents. Approxi mately
82% of the sal es agents, or 38,000, are in the United
States, and since the early 1980s opposer has had RE/ MAX
agents in all 50 states.

Opposer franchises the right to use the mark RE/ MAX
to real estate brokerages which, in turn, enter into
contractual relationships with their sales agents to
all ow the sales agents to use the RE/ MAX nanme and marK.
These sal es agents operate on the “100 percent comm ssion
concept” (Jesperson, dep., p. 9), whereby they receive
100 percent of the commi ssions earned, but they are
responsi ble for 100 percent of the expenses, including

adverti sing.

3 Applicant filed an untimely brief, and opposer’s notion to
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Si nce 1973, the total anpunt spent on consumer-
directed advertising and promotion of the services
of fered under the RE/ MAX mark by the sal es agents
wor |l dwi de is over $1.6 billion. In the |last seven years
(through 1996), each agent spent about $5000 per year on
this advertising. (M. Jesperson testified about how he
conputed the total advertising figures based on separate
agents covering their own advertising expenses, and he
characteri zed these advertising figures as “very, very
conservative” (dep., p. 12). This advertising is done by
the agents directly to the consunmer. |In addition,
opposer itself spends about $6 mllion per year on
“industry-directed” advertising, which is directed to
sal es people and brokers. (This includes a |arge
advertising and pronotional effort by opposer to
encour age agents and potential franchisees to beconme part
of the RE/ MAX organi zation).

Opposer’s RE/ MAX real estate brokerage services are
advertised, inter alia, in print media such as national
and | ocal newspapers; broadcast nmedia such as radio and
tel evision commercials; through the Internet; and in
sports stadiums. In addition, opposer sponsors sporting

events such as NASCAR racing; distributes personal

strike sane was granted by Board order dated June 9, 1998.
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pronmotion itenms such as key chains, pens, coffee cups and
cal endars; and actively participates in philanthropic
concerns such as the Children’s Mracle Network (for
which it is the second | argest fundraiser). Also,
opposer’s RE/ MAX mark appears on its fleet of 89 hot-air
bal | oons, which is the largest in the world. Opposer’s
RE/ MAX advertisenents are directed to the general public,
i ncl udi ng home owners, hone sellers, home buyers, real
estate agents, brokers, corporations and potenti al

franchi sees.

Opposer was the first real estate organization to
establish a site on the Internet, and the site currently
has 80, 000 property listings. Every page of opposer’s
Internet site includes the RE/ MAX mark, and the site
recei ves thousands of “hits” or visits on a daily basis.

Al so since 1973, opposer has used the RE/MAX mark in
connection with over 6 mllion honme sale transactions
(worl dwi de), which relates to $717.5 billion dollars in
sal es. Opposer did not break these figures down to
reflect donmestic sales, although M. Jesperson, opposer’s
president, stated that “[w] e have presence worl dwi de, but
these sales are principally in the United States” (dep.,

p. 14).
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Applicant, Stephen R Blagden, |ocated in Arlington,
Massachusetts, comrenced use of his mark, RE-FAX, in July
1995, and his services, identified after anmendnent as
“advertising services, nanely, providing honme sellers a
t el ephone-facsimile forumfor listing their homes,”* are
directed primarily to hone sellers. However, he also
intends to reach home buyers, or anyone interested in
reaching home sellers or honme buyers, such as real estate
agents, nortgage brokers, insurance conmpani es and novers
(Bl agden dep., pp. 10-11). \When a hone seller signs up
for applicant’s services, the following two |lines are
added to the seller’s classified advertisenent:

Info by fax 24 hrs a day cal
800- RE- FAX- ME | ndx # XXX

Thereafter, when an interested home buyer sees the
ad, he calls the 800 number, enters the index nunmber of
t he house, and enters his own fax nunber, whereupon the
information on that house is faxed to him In a brochure

descri bing the opportunities involved in being a “RE-FAX

representative,” applicant uses the phrase “About RE-Fax

“In his application as filed, applicant stated the follow ng in
t he “goods and/or services” portion of his application:

“Service to help sellers of homes to sell their honmes by
providing information available on line 24 hours a day by fax.
Al'so, to provide realtors the capability to provide listing
information on their own by fax. That is where the nane cones
from- Real Estate by fax — RE-fax.”
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Real Estate Listing Service” (Blagden dep., exhibit 2).
Applicant testified that his service is one that is used
prelimnary to or in tandemwith a real estate brokerage
service, but that it is not a substitute therefor because
he does not “do any brokerage services or anything el se
that a real estate agent does” (Blagden dep., p. 17).
Rat her, in applicant’s view, his services could elimnate
real estate brokerage.

Applicant advertises his services in newspapers;
t hrough post card mailings; and on the Internet and by
sendi ng advertisenments to fax nmachi nes (Bl agden dep., p.
54, and exhibits 10, 14, 17 and 18). His custoners’
adverti sements of their homes, with the two additi onal
i nes including 800-RE- FAX- ME, and opposer’s
advertisenments of hones for sale, have appeared in the
same newspaper and in fact in directly adjacent
advertisenents. (“The Boston Sunday d obe,” August 27,
1995, Bl agden dep., exhibit 4.)

M . Bl agden acknow edges both that by the early to
m d 1980s he was aware of the mark RE/MAX and that it was
used by real estate brokers; and that opposer is probably
one of the top 20 real estate conpanies in the United

St at es.
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We turn first to the question of priority. As noted
above, opposer filed a status and title copy of its
pl eaded registration. In view of opposer’s ownership of
a valid and subsisting registration for its mark, the
i ssue of priority does not arise. See King Candy Conpany
v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ
108 (CCPA 1974); and Carl Karcher Enterprises Inc. v.
Stars Restaurants Corp., 35 USPQ2d 1125 (TTAB 1995).

Mor eover, opposer’s first use, as established in this
case, is 1973, whereas applicant’s established first use
is July 1995.

Thus, the sole issue before the Board is |ikelihood
of confusion. Qur determ nation of |ikelihood of
confusi on nust be based on our analysis of all of the
probative facts in evidence that are relevant to the
factors bearing on the likelihood of confusion issue.
See Octocom Systens, Inc. v. Houston Conputer Services,
Inc., 918 F.2d 937, 16 USPQ2d 1783 (Fed. Cir. 1990); and
In re E. I. du Pont de Nenours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973). Based on the record before us in
this case, we find that confusion is |ikely.

We consider first the du Pont factor of
simlarity/dissimlarity and the nature of the parties’

respective services, as identified in the application and
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opposer’s registration. See Canadi an |nperial Bank of
Comrerce, N. A v. Wells Fargo Bank, 811 F.2d 1490, 1
UsP@2d 1813 (Fed. Cir. 1987); and In re Smth and
Mehaf fey, 31 USPQd 1531 (TTAB 1994).

It is well settled that the involved services (or
goods) need not be identical or even conpetitive in order
to support a finding of |ikelihood of confusion. Rather,
it is sufficient that they are related in some manner or
that the circunstances surrounding their marketing are
such that they would be likely to be encountered by the
sane persons under situations that would give rise,
because of the marks used thereon, to a m staken belief
that they originate fromor are in sone way associ ated
with the same producer, or that there is an association
bet ween t he producers of the services (or goods). That
is, absolute identity of services (or goods) is not
required. See In re Melville Corp., 18 USPQRd 1386 (TTAB
1991); and In re International Tel ephone & Tel egraph
Corp., 197 USPQ 910 (TTAB 1978).

In the case now before us, opposer’s services,
identified in its registration as “real estate brokerage
services,” enconpass a wide variety of real estate
services, including applicant’s services, identified as

“advertising services, nanely, providing honme sellers

10
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with a tel ephone-facsimle forumfor listing their
homes.” That is, there is no limtation in opposer’s
“real estate brokerage services,” and therefore,
opposer’s services could include providing honme sellers
with a tel ephone-facsimle forumfor listing their hones.
Mor eover, the record establishes that opposer often
di stri butes/di ssem nates information on |isted real
estate in a manner very simlar to that enployed by
applicant. M. Jesperson explained that once a property
has been listed by an agent, it is pronoted in various
ways dependi ng on the property. For exanple, sone hones
may be advertised in “supermarket publications” such as
“Homes Il lustrated”; expensive properties my be
advertised in national newspapers such as “The Wal
Street Journal” and “USA Today”; “horsey proprieties” may
have a specialized brochure made and distributed to
menmbers of the “Arabian Horse Association.” He also
expl ai ned that faxing information about properties
between all interested parties (e.g., sales agents,
br okers, honme sellers, home buyers) is the way the real
estate busi ness conmuni cates today. He specifically
testified that faxing the Multiple Listing Service
listings is “very commonpl ace, an everyday event”; and

al though the information sent by applicant by fax is in a

11
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different format from opposer’s, still the “information
about the properties is typically conmmunicated by fax.”
(Jesperson dep., pp. 40-43).

We are not insensitive to applicant’s position that
he does not sell real estate through a traditional
br oker age agency, and that his is a new way to sell rea
estate. Although applicant does not offer the full array
of real estate brokerage services, clearly applicant’s
services involve providing a particular nethod for people
to sell their homes. Any specific differences in the
parties’ respective services in this case is not
controlling because applicant’s services are enconpassed
within opposer’s services as identified inits
registration; and, in any event, the salient question to
be determ ned is not whether the services of the parties
are likely to be confused, but rather whether there is a
i keli hood that the public will be msled into the belief
that the services originate froma conmmon source. See
The State Historical Society of Wsconsin v. Ringling
Bros. -Barnum & Bail ey Conbi ned Shows, Inc., 190 USPQ 25,
30 (TTAB 1976).

Peopl e selling their honmes (or considering selling
their hones) | ook in home sal es advertisenents for a

sense of the market, and thus, they would be aware of

12
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advertisenments by various conpanies intended to induce
the seller to utilize their respective real estate
services. That is, purchasers of the real estate
services such as opposer’s, or “advertising services”
relating to home sales, such as applicant’s, are likely
to assunme, if the services are offered under confusingly
simlar marks, that the services are in some way
sponsored by or associated with the sanme source. See
Seligman & Latz, Inc. v. Merit Mercantile Corporation,
222 USPQ 720 (TTAB 1984).

We find that opposer’s services as identified inits
registration and the services identified in applicant’s
application are simlar in nature, and applicant’s
services overlap with or are enconpassed by opposer’s
servi ces.

The next relevant du Pont factors are the channels
of trade and the simlarity of purchasers. As explained
previously, the Board nust consider the services as
identified in the involved application and registration.
Because neither identification is limted, the services
set forth in applicant’s application and opposer’s
registration nust be presuned to nove through all normal
channel s of trade and be available to all potenti al

custonmers. See In re El baum 211 USPQ 639 (TTAB 1981).

13
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There is no question that both parties’ offer their
services to the general public and, specifically, both
parties offer their services to persons interested in
selling their homes. Although applicant is not offering
a real estate brokerage service, he is offering
essentially a real estate listing service for hone
sellers through simlar, and sonetines identical channels
of trade (e.g., both applicant and opposer advertise
their respective services in newspapers) to the sane
purchasers or potential purchasers (honme sellers).

Anot her du Pont factor we consider in this case is
the strength of opposer’s mark. Opposer has denonstrated
that its mark is very strong and well-known in the real
estate business. In particular, opposer has engaged in a
signi ficant nunber of hone sale transactions conducted
under the mark RE/ MAX for over twenty years, and its
agents have spent a substantial dollar anount over the
years for consuner-directed advertising and pronotion of
t he RE/ MAX mark. Thus, opposer’s well-known mark is

entitled to a broad scope of protection.®> See Cunni ngham

W are reluctant to find, on the record before us, that
opposer’s RE/MAX mark is “fanpbus.” This is because opposer did
not provide the breakdown of its United States sales and
advertising figures, or place the sales and advertising figures
in any context, for exanple, whether opposer is the |eading or
one of the leading real estate brokerages in the United States.
(Further, we realize that the “sales” figures for opposer are,

14
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v. Laser Colf Corp., 222 F.3d 943, 55 USPQd 1842 (Fed.
Cir. 2000); and Henry Siegel Co. v. M & R International

Mg. Co., 4 USPQ2d 1154, 1161 (TTAB 1987).

in fact, the total dollar value of the honmes sold through
RE/ MAX, and do not reflect the nunmber of units sold.) Also,
opposer provided no direct evidence of consuner recognition of

the mark. In short, opposer has left us to speculate as to the
sal es and advertising nunmbers for the United States, and
opposer’s place in the real estate industry. See Fossil Inc. v.

Fossil Group, 49 USPQ2d 1451, 1457 (TTAB 1998); and Cenera
MIlls Inc. v. Heath Valley Foods, 24 USPQRd 1270, 1277 (TTAB
1992) .

15
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Turning next to a consideration of the invol ved
mar ks, we nust analyze the simlarities/dissimlarities
as to sound, appearance, connotation and comrerci al
i npressi on. The marks RE/ MAX and RE- FAX, when viewed in
their entireties, are simlar in sound and appearance.
The only differences between these marks are that
applicant’s mark has an “F” instead of an “M” and a
hyphen instead of a slash. Both marks, which consist of
two syllables, rhyme. The purchasing public may not
notice the difference of one letter when the marks are
spoken. See Steelcase Inc. v. Steelcare Inc., 219 USPQ
433 (TTAB 1983).

The evidence shows that RE is an abbreviation for
“real estate,” and we therefore find that the public
woul d understand that “RE’ connotes “real estate” in both
parties’ marks. Although “max” and “fax” obviously
convey different meanings, e.g., “maxi muni and
“facsimle,” when the marks are considered in their
entireties, purchasers will view RE-FAX as a variation of
RE/ MAX, and assune that opposer has adopted RE-FAX for
this specialized nmethod (“tel ephone-facsinile forunm') of
listing homes for sale. Thus, even though purchasers may
realize that applicant’s mark is different from opposer’s

mark, they are likely to view both marks as indicating

16
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services emanating froma single source. That is, they
are likely to believe that applicant’s mark is a vari ant
of opposer’s mark, used in connection with real estate
servi ces whi ch enphasize facsinmle transm ssions.®

Finally, we disagree with opposer’s argunment that a
wrongful intent on the part of applicant in adopting his
mar k RE- FAX can be inferred. Although applicant
acknow edges that he was aware of opposer as a rea
estate broker since the early to md 1980s, and he
conceded, albeit reluctantly, that opposer is probably
anmong the top 20 real estate conpanies in the United
States, nere know edge of another’s mark does not
establish bad faith or wongful intent.

On bal ance, and considering all of the evidence on
the relevant du Pont factors, and giving each such factor
its appropriate weight in the circunstances of this case,
we find that confusion is |ikely between applicant’s nmark
RE- FAX and opposer’s mark RE/ MAX when used on their

respective services.

® While we recognize that the sale of a home is a najor consuner
transaction (for the buyer and the seller), the record before us
contai ns no evidence regarding the sophistication of the

i nvol ved purchasers or the degree of care that would be utilized
in choosing a listing service for the sale of one’s hone (as

di stingui shed fromthe obvious degree of care that would be
utilized in deciding whether to sell one’s honme or in choosing
whi ch hone to buy).

17
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Deci sion: The opposition is sustained, and

registration to applicant is refused.

E. J. Seeher man

B. A Chapnman

G F. Rogers
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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