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Qpi nion by Cissel, Adm nistrative Trademark Judge:
On June 27, 1994, Star Nursery, Inc., a corporation
organi zed in existing under the | aws of Nevada, filed an

application to register the mark shown bel ow
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for "mulch used to plant trees and flowers," in Cass 31.
The basis for the application was applicant’s claimof use
of the mark in interstate commerce since March 15, 1994.
The application was anended to state that the |ining shown
in the drawing is a feature of the mark, and does not
I ndi cate col or.

A tinely Notice of Opposition was filed on Septenber
20, 1995 by Master Nurserymen’s Association, a California
corporation. As grounds for the opposition, opposer
asserted that since January 1960, it had used the mark
"PAYDIRT" in in connection with the sale of all-purpose soi
mul ches and soil conditioners; that its mark was regi stered
In conjunction with its house mark "49'ER' in California;
and that applicant’s mark, as used in connection with the
goods specified in the application, so resenbles opposer’s
mark "PAYDI RT," as used in connection with opposer’s
products, that confusion is |likely. Attached to the Notice
of Opposition were a copy of opposer’s California state
trademark registration certificate for the mark "49 ER PAY
DI RT" and a photograph of a container of opposer’s "organic
soil builder and top dressing with conposted chicken
manure."” The trademark "Paydirt"” is promnently displ ayed

on the bag beneath the mark "MASTER NURSERY. "
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Applicant tinely filed an answer to the Notice of
Opposi tion, denying the essential allegations set forth by
opposer therein.

A trial was conducted in accordance with the Trademark
Rul es of Practice. Both parties filed briefs, and both
presented their argunents at the oral hearing conducted
before the Board.

The record before the Board in this proceeding includes
the file of the opposed application, opposer’s 1986
California state trademark regi stration referenced above for
the mark "49' ER PAY DI RT,", and the testinonial depositions,
wi th exhibits, of Stephen Noonan; Betty Immer; Richard
Kline; Harold Mendon, Jr.; Ron Pacinini; Mark G1I1; Manue
Baet a; Janes Joseph; Paul Bernhard, Jr.; Robert Batenan; and
Kurt Josephson.

The issues before the Board in this appeal are priority
and |ikelihood of confusion. Based upon a careful review of
the record before us, we hold that opposer has priority and
that confusion is likely.

Qpposer was formed in 1958 as a retail nursery
cooperative. At least as early as 1963, it first used "PAY
DIRT" along with its house mark, "49 ER' to identify its
soi | anmendnent product, which is a m xture of, anong ot her

t hi ngs, chicken manure, peat noss and vegetabl e byproducts.
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This m xture is used by gardeners to enhance the quality of
their soil for planting trees and fl owers.

Qpposer’s house mark, "49'ER " was used on many of
opposer’s goods. On packages of opposer’s soil anmendnent
product, the mark "PAY DI RT" was used separate fromthe
house mark, beneath it and in a different typeface. Shown
below is a exanple of how the two marks were pronoted by

opposer. (Ehibit 17 to the deposition of M. Baeta).

Used as such, "PAY DIRT" clearly created a comerci al
I npressi on separate fromthat of opposer’s house mark

As early as 1978, opposer was selling its soi
anmendnent product under both of its trademarks in interstate
commerce. The mark "49' ER PAY DI RT" was registered in the
state of California on Decenber 12, 1986, and that
registration remains in effect.

The record shows that during 1993 and 1994, opposer’s
menbers di scussed expandi ng from opposer’s Northern

California base of operations into the market in the
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sout hern part of that state and using a new house mark which
woul d have nore appeal in that area. The thinking behind
the adoption of the "Master Nursery" house mark was that the
references to "49' ER' would not create a favorable
commercial inpression in Southern California, where
association wth the San Franci sco professional footbal
teamor the Northern California gold rush mght not attract
custonmers in the sane way that it had for opposer’s nenbers
in the north.

In May of 1994, opposer began selling its soil
anmendnent product in Southern California under the mark
"PAYDI RT" in conjunction with opposer’s new house nark,
"MASTER NURSERY, " al though in the northern part of the
state, the sanme product continued to be marketed under the
mark "PAY DIRT," used in conjunction with the "49' ER' house
mark. An exanple of how the product was pronoted under the
new house mark is shown below. (Exhibit 17 to the Baeta

deposition.)

Shown separately on the Master Nursery product bag as

"Paydirt" in large letters in a different typeface fromthe
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"MASTER NURSERY" house mark, the product mark still created
a separate commercial inpression apart fromeither the house
mark or the conbination of the house and product marks, just
as "PAY DI RT" had created a separate conmercial inpression
apart fromeither the"49 ER' house mark or the conbi nation
of "49' ER' and "PAY DI RT."

At the tine the trial testinony was taken in this case,
opposer continued to market its soil amendnment as both "PAY
DIRT" with the house mark "49' ER' and as "PAYDI RT" under the
house mark "Master Nursery," dependi ng on the geographic
| ocation of the particular retail outlet where the product
was being sold. Although in Southern California the term
was presented with no space between "PAY" and "D RT," the
commercial inpression created by "PAY DIRT" and "Paydirt" is
essentially the sane.

Not wi t hst andi ng applicant’s argunment to the contrary,
opposer has not abandoned either "Pay Dirt" or "49 ER PAY
DIRT" in connection with with its soil anmendnent. Applicant
argues strenuously that the record establishes that
opposer’s nenbers voted to discontinue selling the "49" ER
PAY DI RT" soil anmendnent, and applicant uses this argunent
as the basis for contending that opposer abandoned use of
"PAY DIRT." While the record does show that the nenbers
I ndicated their willingness to replace the "49' ER' house

brand with the "MASTER NURSERY" house brand, the record does
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not establish that anyone associated with opposer i ntended
to abandon the product mark used wi th opposer’s soi
amendnent. Irrespective of the conclusion one may reach
W th respect to whether what happened at the annual neeting
of the owners of opposer constituted evidence of abandonnent
of the "49" ER' house mark, their actions cannot be
reasonably interpreted as an indication of the intention to
abandon the product mark which continues to be used on their
soi | anendnent.

Applicant is a chain of nurseries in Nevada, Arizona
and Utah. It first used the mark it seeks to register, a
stylized presentation of the term"PAYDIRT," in April of
1994, the nonth before opposer began use of "Paydirt"” in
conjunction wth its new house mark, "Master Nursery."

Al t hough applicant becane aware of opposer’s use of
"49' ER PAY DI RT" in connection with opposer’s product prior
to the actual introduction of applicant’s "PAYD RT" product
and prior to the filing of the opposed application to
regi ster the mark, applicant maintains that it adopted its
mark in good faith. In any event, applicant contends that
it believed that opposer was discontinuing its use of the
"49' ER PAY DI RT" tradenark, although applicant did not
contact opposer in order to verify what applicant asserts it

had been told in this regard.
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Applicant has conceded that its "PAYDI RT" product is
al so a soil anmendnent. For purposes of our analysis, the
goods of the parties are the sanme. They nove in simlar
channel s of trade and are sold to ordinary consuners, who
use themfor the same purpose, i.e., as an additive to soi
in which plants are grown. Qpposer’s products are sold only
In stores operated by opposer’s nenbers, but these
I ndependent retail nurseries are the sanme kinds of stores
where applicant’s products are also sold. If simlar marks
are used on both applicant’s and opposer’s goods, custoners
famliar wth opposer’s products are likely to be confused
when they encounter applicant’s goods bearing a simlar mark
I n conpeting nurseries. That opposer’s nenbers do not sel
applicant’s goods is not determ native. Both products are
pronoted and sold in simlar ways to the sanme types of
consuners.

In view of opposer’s priority of use and the identity
of the goods involved, this case turns on whet her
applicant’s "PAYDIRT" mark is so simlar to opposer’s marks
that confusion is likely.

Applicant argues that we shoul d consider opposer’s mark
to be "49' ER PAY DI RT," rather than sinply "PAY DI RT" or
"PAYDI RT," and that when this is done, the marks in their
entireties are not simlar. Applicant further contends that

opposer’s adoption of the "Master Nursery Paydirt" mark
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occurred after opposer had abandoned its "49 ER PAY DI RT"
mar k and subsequent to applicant’s adoption of the mark it
seeks to register, so that whether applicant’s mark is
likely to cause confusion with the "Master Nursery Paydirt"
mark is irrel evant.

We cannot adopt this position, however. As noted
above, opposer has used the sane term albeit in two
slightly different formats ("PAY DIRT" and "Paydirt") as its
trademark for its soil anendnent product, and by virtue of
such use, has created proprietary rights in the term
separate and apart fromthe conbination of the product mark
wi th opposer’s house marks.

As opposer points out, the test for |ikelihood of
confusion is not whether the marks can be di stingui shed when
they are subjected to a side-by-side conparison. The issue
IS whether the marks create simlar overall comerci al
I mpressi ons, notw thstandi ng the exi stence of subordinate
design el enents. Cenetron Corp. v. Mrris Coupling & C anp
Co., 203 USPQ 537 (TTAB 1979), Visual Information Institute,
Inc. v. Vicon Industries, Inc., 209 USPQ 179 (TTAB 1980).
Key elenents in this regard are appearance, pronunciation
and connotation, and simlarities in these characteristics
may outwei gh any differences. Wen the products with which
the marks are used are identical, as is the case here, the

mar ks do not have to be as simlar in order to be likely to
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cause confusion as would be the case if the goods were not
the sane. Aires Systens Corp. v. Wrld Book Inc., 26 USPQd
1926 (TTAB 1993).

In the case at hand, applicant has essentially adopted
and used opposer’s trademark on the same goods. Moreover,
even if we were to consider opposer’s rights to be limted
to the conbination of "49'ER' and "PAY DI RT," applicant has
essentially taken a key elenent from opposer’s trademark, in
fact, half of that mark, and adopted it, in a stylized
presentation, as its owm mark for the identical goods.

Under these circunstances, confusion is clearly likely.

Applicant argues that opposer has failed to establish
that it has proprietary rights inits mark, and that even if
it were able to prove such rights, opposer has failed to
establish that the mark is distinctive. Further, applicant
argues that confusion is not |likely because the marks of the
parties, in their entireties, are not simlar, the marketing
channel s are not simlar, there is no evidence that actual
confusion has occurred, and that opposer has failed to
establish that its mark is fanbus. None of these argunents
s well taken.

Contrary to applicant’s assertions, "PAY DIRT" is not a
termwhich is nmerely descriptive of opposer’s goods.

Rather, it is a suggestive term as applied to the goods

involved in this case, which is inherently distinctive as an

10
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I ndi cator of the source of opposer’s soil anmendnent
products. In any event, applicant raised this argunent for
the first time inits brief. It was neither pleaded by
applicant nor tried by the parties.

The record shows that "49'ER' is a house mark used by
opposer on many of its products. The conbination of this
house mark with the term"PAY DIRT" results in a trademark
t hat suggests that opposer’s goods, which are added to soil,
will make that "dirt" richer, as the mners who took part in
the gold rush of 1849 becane when they hit paydirt.

Qpposer points to a dictionary definition of "paydirt" as
"earth, ore, or gravel with a netal content rich enough to
make m ning profitable.” Even if this suggestive word, or,
for that matter, even if the suggestive conbination of the
word with "49"ER " were not inherently distinctive (which
we do not believe to be the case), opposer’s use and
pronotion of the mark in connection with opposer’s goods for
over thirty years has clearly resulted in it becom ng

di stinctive of opposer’s soil anmendnment product. Contrary
to applicant’s argunent, opposer was not obligated to plead
either that its mark is distinctive or that it has becone
fanmous, nor was opposer required to prove such clains, in
view of the fact that its mark is inherently distinctive.

Applicant argues that opposer’s use of the term"49 ER'

inits mark renders the mark sufficiently different from

11
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applicant’s mark to obviate the possibility of confusion as
to the source of the products on which the marks are used.
Appl i cant enphasizes that its mark is presented in a
stylized, distinctive typeface which includes gradati ons of
shading in the lettering and a depiction of |ines weaving
around the letters, whereas opposer’s mark is "49" ER PAY

DI RT," which is used along wth several other indicators of
source all on opposer’s packagi ng. Applicant argues that
"49' ER' is the dom nant portion of opposer’s mark, in that
It is |less descriptive than "PAY DIRT," and that, in any
event, the conbination of terns used by opposer is
sufficiently different fromapplicant’s stylized
presentation of "PAYDI RT" that when the marks are consi dered
in their entireties, confusion is unlikely.

As noted above, however, we disagree. QOpposer uses the
"PAY DI RT" mark and has rights in it separate and apart from
the mark "49'ER " Mreover, wth respect to the conbi nation
of the two marks, for those who are famliar with opposer’s
use of the conbination of its house mark with this product
mark, the "PAY DI RT" portion of "49" ER PAY DI RT" woul d
clearly have significance at |east equal to that of the
"49' ER' conponent. Even if "49 ER' had not been shown to be
a house mark used with other product marks on a nunber of
di fferent goods, applicant’s mark, by incorporating a

significant portion of opposer’s conbination mark, creates a

12
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simlar comercial inpression. Wether the planting soi
additive is referred to as "49  ER PAY DIRT," "PAY D RT,"
"Paydirt" or "PAYDIRT," the connotation is essentially the
same because of the clever association between soil and
paydirt. This simlarity is not elimnated by applicant’s
use of various design elenents in the way the word is
present ed.

Additionally, we note that applicant’s trade dress is
evocative of the Gold Rush era, in that the bag in which the
goods are sold features an illustration of half a dozen
mners dressed in clothing fromthat period, holding shovels
and other mning tools. The connection with opposer’s
"49' ER PAY DIRT" as it appears on opposer’s bags is
unm st akabl e. The trade dresses of the parties provide
further evidence that the word marks create simlar
commercial inpressions. See Specialty Brands, Inc. v.
Coffee Bean Distributors, Inc., 748 F.2d 669, 223 USPQ 1281
(Fed. Gir. 1984).

Applicant further argues that "[t]he nobst critical
factor in determining the |ikelihood of confusion is whether
there is any evidence of actual confusion.” (brief, p.24).
The issue is whether or not confusion is likely. It is well
settled that proof of actual confusion is not required in

order to show that confusion is likely. Bandag, Inc., v. A

13
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Bolser’'s Tire Stores, Inc., 750 F.2d 903, 223 USPQ 982 (Fed.
Cr. 1984).

Simlarly unpersuasive is applicant’s argunment that the
potential for confusion is de mnims. Applicant contends
that "...it is hard to imagine that a consumer will go into a
Star Nursery looking for '49'er Pay Dirt' or now 'Master
Nursery Paydirt' and purchase Star Nursery PAYDIRT on the
mistaken belief that the product is from the same source.

Indeed, the more likely scenario is that consumers will
purchase their soil amendment products regardless of brand
wherever they purchase their plants.” (brief, p. 24). The
logical extension of this argument is that the trademarks
used on these products make no difference at all and that
even identical marks on identical products will not be

likely to cause confusion because the customers will know
with whom they are dealing. To reach such a conclusion
would be to disregard the marks altogether, a proposition
which is contrary to the fundamental principles upon which
the law of trademarks is founded.

In summary, applicant has adopted essentially the same
term, "PAYDIRT," and applied it to the same product that
opposer had been selling under that mark for years. Even if
we consider opposer's mark to be the combination of its
product mark with its first house mark, when this mark is

considered in its entirety and is compared to applicant's

14
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mark, the marks create simlar commercial inpressions and
their use on identical goods is |ikely to cause confusion.
Pur chasers aware of opposer’s "49" ER PAY DI RT" nul ch, who
t hen encounter applicant’s "PAYD RT" mnulch, are likely to
believe, m stakenly as it would turn out, that these
I dentical goods emanate fromthe sane source.

Accordingly, in view of opposer’s priority of use, the
opposition is sustained and registration to applicant is

r ef used.

R L. Sinms
R F. G ssel
E. W Hanak

Adm ni strative Trademark Judges,
‘ Trademark Trial & Appeal Board
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