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V.

Texl on Cor poration

Qpposi tion No. 92, 897
to application Serial No. 74/262,159
filed on April 3, 1992

WIlliam G Pecau of Pennie & Ednonds for Texaco |nc.

Texlon, Inc., pro se.

Bef ore Seeherman, Walters and Bottorff, Adm nistrative
Trademar k Judges.

Qpi ni on by Seeherman, Adm nistrative Tradenmark Judge:

Texaco I nc. has opposed the application of Texlon,

Inc.' to register TEXLON as a trademark for "oil based notor

Y Inits "informal" answer and its formal answer applicant

referred to itself as both Texlon, Inc. and Texl on Corporation.
Noting this discrepancy, the Board contacted by tel ephone A C
Galvin, the officer of applicant who signed the original paper,
who stated that the correct nane of applicant is Texlon

Corporation. The Board thereupon allowed applicant 20 days in
which to subnmit a witten request to correct the mstake inits
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oil additive for inproving the performance of notor vehicles

for retail sale to the general public."?

As grounds for
opposi ti on opposer has alleged that it and its predecessor
have been engaged in all phases of the oil and gas industry;
that since prior to applicant’s clainmed date of first use in
Novenber 1991, opposer and its predecessor have conducted
busi ness under the trade nane TEXACO that its conpany nane,
TEXACO, is fanous; that since 1903 opposer has used the mark
TEXACO for various petrol eum products, including autonotive
oils and greases; that since prior to Novenber 1991 opposer
has used various marks beginning with the prefix TEX

I ncl udi ng TEXLUBE, TEXLITE, TEXGOLD and TEXLIN, for

pet rol eum based products, and that the public regards these
mar ks as being part of a famly of marks belonging to
opposer; that opposer owns registrations for TEXACO and its
ot her TEX-prefix marks; and that applicant’s mark so
resenbl es opposer’s marks TEXACO and its TEX-prefix famly
of marks that, when it is applied to applicant’s identified
goods, it is likely to cause confusion or mstake or to

decei ve.

corporate nane. No such request was ever filed; accordingly,
Ofice records continue to reflect applicant’s name as Texl on,
I nc.

2 Application Serial No. 74/262,159, filed April 3, 1992 and
asserting first use and first use in conmerce in Novenber 1991.
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In its answer applicant admtted "that Texaco is a
maj or energy corporation” and essentially denied the
remaining allegations in the notice of opposition.

The record includes the pleadings; the file of the
opposed application; and the testinony, with exhibits, of
opposer’s four wi tnesses. Qpposer has also submtted, under
a notice of reliance, applicant’s responses to certain of
opposer’s interrogatories and requests for adm ssion, and
certified status and title copies of its registrations for

the foll owi ng marks and goods and/or services:?

Pet r ol eum product s,
conprising fuel-oils, gas-
TEXACO oils, illumnating-oils,

| ubricating-oils, and
asphal t-oi |l s* and for gas
station services®

® Applicant also made of record Registration No. 1,651,153 for

TEXLIN, but O fice records show that this registrati on was
cancelled in 1998 for failure to file a Section 8 affidavit.
Simlarly, Ofice records show that Registration No. 1,015, 093
for TEXANDO has expired. Another registration nmade of record by
opposer, No. 124,602 for TEXACOwith a star design for oils and
greases, was due for renewal on February 25, 1999. At this point
Ofice records do not reflect that a renewal application has been
filed, but neither do they indicate that the registration has
expired. The existence of this registration would not nmake a
difference in our decision herein; therefore, in order to avoid
any question about our decision should it transpire that a
tinmely, acceptable application for renewal was not filed, we have
chosen not to discuss this registration, and do not base our
decision on it.

* Registration No. 57,902, issued Decenber 4, 1906; Section 8
affidavit accepted; Section 15 affidavit received; renewed four
times.

® Registration No. 704,947, issued August 24, 1965; Section 8
affidavit accepted; Section 15 affidavit received; renewed.
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TEXLUBE Pet r ol eum products--vi z.,
| ubricating-oil s®
TEXLI TE Ker osene-oi | ’
TEXGOLD Sol ubl e oil®
Lubricating and hydraulic
TEXANVATI C oils intended for use in
hydraul i ¢ transm ssi ons of
aut onoti ve vehicl es®
Testing of lubricant sanples
TEXCHEK for preventive maintenance of

engi nes?f

TEXCHEK PLUS

Testing of lubricant sanples
for preventive mai ntenance of
engi nes'?

TEXNAP

Processi ng oil s'?

® Registration No. 128,185, issued December 23, 1919; renewed

three tines.

" Registration No. 129,404, issued February 17, 1920; renewed

three tines.

8 Registration No. 933,473, issued May 9, 1972; Section 8
affidavit accepted; Section 15 affidavit received; renewed.

® Registration No. 483,623, issued May 4, 1948; Section 8
affidavit accepted; Section 15 affidavit received; renewed tw ce.

10 Registration No. 927,947, issued January 25, 1972; Section 8
affidavit accepted; Section 15 affidavit received; renewed.

1 Registration No. 1,322,745,

i ssued February 26, 1985; Section

8 affidavit accepted; Section 15 affidavit received.

12 Registration No. 926,388, issued January 4, 1972; Section 8
affidavit accepted; Section 15 affidavit received; renewed.
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TEXCL Pet r ol eum products--vi z.,
| ubricating-oils®
TEXCLAD Lubricants, particularly for

use with earth noving
machi ner y**

(with the representation of
the star disclai ned)

Lubricating oils®

Petrol eum asphalt oils,
cutting oils, cylinder oils,
gas oils, gasoline,

| ubricating greases,

ker osene, napht ha,
illumnating oils,

| ubricating oils, road oils,
and paraf fin'®

Gas station services?’

13 Registration No.
affidavit accepted;
times.

4 Registration No.
affidavit accepted;

15 Registration No.
four tines.

16 Registration No.
affidavit accepted;
times.

17 Registration No.
affidavit accepted;

128, 186, issued Decenber 23, 1919; Section 8
Section 15 affidavit received; renewed three

792,826, issued July 20, 1965; Section 8
Section 15 affidavit received; renewed.
76, 131, issued Decenber 14, 1909; renewed

150, 620, issued January 3, 1922; Section 8
Section 15 affidavit received; renewed three

794,948, issued August 24, 1965; Section 8
Section 15 affidavit received; renewed.
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Gasol i ne'® and gas station
servi ces®

Gasol i ne?® and gas station
servi ces?

Applicant did not nmake any evidence of record.

Opposer and applicant filed briefs on the case; an oral
heari ng was not requested.

Priority is not in issue in view of opposer’s
regi strations, which are of record. See King Candy Conpany
v. Eunice King’s Kitchen, Inc. , 496 F.2d 1400, 182 USPQ 108
(CCPA 1974). Moreover, the evidence shows that opposer has
used such marks as TEXACO the TEXACO and star | ogo,
TEXAVATI C, TEXCHEK, TEXGOLD, TEXPAR, TEXNAP since |ong prior

to applicant’s use of TEXLON in 1991.

18 Registration No. 1,222,305, issued January 4, 1983; Section 8
affidavit accepted; Section 15 affidavit received.

19 Registration No. 1,315,019, issued January 15, 1985; Section 8
affidavit accepted, Section 15 affidavit received.

20 Registration No. 1,222,306, issued January 4, 1983; Section 8
affidavit accepted; Section 15 affidavit received.

2l Registration No. 1,315,020, issued January 15, 1985; Section 8
affidavit accepted; Section 15 affidavit received.
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Turning to the issue of |ikelihood of confusion, we
first note that, although opposer has asserted inits
pl eading and argued in its brief that it has a famly of
TEX-prefix marks, the evidence of record does not support
this conclusion. Although opposer does have registrations
for and uses various marks beginning with the letters TEX,
it is well settled that the nmere ownership of a nunber of
mar ks showi ng a common feature is insufficient to establish
a claimof ownership of a famly of marks characterized by
the feature in the absence of evidence that the various
marks said to constitute the famly were used and pronoted
together in such a manner as to create anong purchasers an
associ ati on of common ownershi p based upon the famly
characteristic. See Hester Industries Inc. v. Tyson Foods
Inc., 2 USPQ2d 1646 (TTAB 1987). The pronotional materials
subm tted by opposer are insufficient to denonstrate that
t he general public would regard the TEX-prefix as the
surnanme of a famly of marks owned by opposer. Conpare, J&J
Snack Foods, Corp. v. MDonald s Corp., 932 F.2d 1460, 18
USPQ2d 1889 (Fed. Cir. 1991).

Secondly, we note that although throughout its brief
opposer has referred to its notor oil as TEXACO HAVOLI NE, in
fact the trademark TEXACO does not appear on the |abels for

this notor oil, and apparently has not since at |east 1987.
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In determ ning the issue of |ikelihood of confusion we
have considered all the duPont factors for which there is
evidence in the record. Wth respect to the goods,
applicant’s goods are identified as "oil based notor oi
additive for inproving the performance of notor vehicles for
retail sale to the general public."” QOpposer has registered
and used marks consisting of or containing the term TEXACO
for a variety of petrol eum products and rel ated servi ces,

I ncl udi ng TEXACO for gas-oils, lubricating oils and gas
station services; TEXACO | ogos, consisting of the word
TEXACO wWth a T-with-Star design, for gasoline and

| ubricating oils and gas station services; TEXLUBE and TEXOL
for lubricating oils; and TEXCHECK and TEXCHEK PLUS f or
testing of lubricant sanples for preventive maintenance of
engines. The lubricating oils identified in opposer’s
various registrations would enconpass notor oils, and by
their very nature are closely related to oil-based notor oi
additives such as that identified in applicant’s
application. Further, there is a close relationship between
t he various petrol eum products opposer sells, such as
gasoline and anti-freeze, and a notor oil additive. Al of
t hese products are petrol eum based, and all are used in
notor vehicles to inprove or aid the performance of the
vehicle engine. Simlarly, gas station services are rel ated

to notor oil additives, in that gas stations provide various
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pet rol eum based products for use in notor vehicles,

I ncluding notor oil additives. Applicant’s notor oi
additive could not only be sold to the sane custoners who
pur chase opposer’s various petrol eum products or who use
opposer’s gasoline station services but, because many of the
gasoline stations selling opposer’s TEXACO gasoline are

I ndependent|y owned, applicant’s notor additives could even
be sold at TEXACO service stations. ??

We al so note that for many years opposer has produced a
notor oil. Although this product currently bears the
product mark HAVOLINE, it al so features opposer’s |l ogo of a
T-within-a-star. Opposer has produced a market research
survey showi ng that in an "unai ded awar eness study", i.e.,
show ng the | ogo without any information about the conpany,
92% of the people interviewed associated this logo with
opposer. In addition, opposer frequently pronotes its
HAVOLI NE notor oil in conjunction with references to its
TEXACO trademark or trade nanme. This study, conbined with
opposer’s |long use of the trademark HAVOLI NE, and
significant sales and pronotion of this notor oil, indicate
a public awareness that notor oil emanates from opposer, and
I's further evidence of the related nature of notor oi

additives with gasoline and gasoline station services.

22 Al though normal ly the Board will not find |ikelihood of

confusion if the opposer were creating the situation which would
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Wth respect to the marks, applicant’s mark TEXLON and
opposer’s marks TEXACO, TEXLUBE and TEXOL are simlar, in
that all begin with the letters TEX. Mreover, the second
syl l ables in opposer’s TEXLUBE and TEXOL marks are
suggestive of the goods for which they are used--LUBE for
| ubricating oils, and OL for oil, while the second syllable
of applicant’s mark, LON, is suggestive of a nmgjor
I ngredi ent of applicant’s notor oil additive, which is
commonly sold under the trademark TEFLON. Because opposer’s
mar ks and applicant’s mark have a common fornul ation, and
thus create simlar comrercial inpressions, consuners are
likely to believe that |ubricating/notor oils sold under the
mar ks TEXLUBE and TEXOR, and oil -based notor oil additives
sol d under the mark TEXLON, emanate fromthe sanme source.

As for opposer’s mark TEXACO as well as its various
TEXACO | ogos, an additional factor favoring opposer is the
fame of these marks. Opposer has presented evi dence of use
and advertising of its TEXACO marks for al nost 50 years.
There are over 14,000 TEXACO service stations | ocated
t hroughout the United States, and sales of TEXACO brand
gasol i nes average $5 billion per year. O her TEXACO branded
products sold at retail, in the ten-year period between 1985
and 1995, were in excess of $6 billion. Opposer advertises

Its products and services in a wde variety of nedia,

|l ead to confusion, in this case opposer’s TEXACO gasoline is

10
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i ncluding television, radio, nmagazi nes, billboards, and

t hrough point of sale displays in service stations. It also
sponsors various events, including 50 years of sponsoring
weekly radi o broadcasts of Metropolitan Opera perfornmances;
a NASCAR race car which bears the TEXACO mark; and NCAA
football. Since 1987 opposer has spent over $75 million a
year advertising its products and services, and in the ten
years between 1985 and 1994 advertising expenditures were
over $700 million. Eighty percent of opposer’s advertising
expenditures are for television advertising, and ninety
percent of those commercials feature TEXACO gasoline and
service stations.

It is well-established that when a mark is fanous, this
factor plays a domnant role in determning |ikelihood of
confusion. Kenner Parker Toys Inc. v. Rose Art Industries,
Inc., 963 F.2d 350, 22 USPQ2d 1453 (Fed. Cir. 1992). That
Is certainly the case here. The |ong-standing and
wi despread use of the TEXACO mar ks, significant sales, and
maj or pronotion of the TEXACO marks, |eave us in no doubt
that TEXACO is a fanobus mark, and woul d be recogni zed by
virtually every notorist in the United States. Those sane
notorists, of course, would be the custoners for applicant’s
notor-oil additive. Because of the fame of TEXACO, we find

that such consuners, seeing TEXLON for a notor-oil additive,

sold, for the nost part, through independent service stations.

11
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are likely to believe that this product emanates from
opposer.

W note applicant’s argunent that many busi nesses use
TEXAS or TEX as part of their nanes. Applicant has not only
subnmitted no evidence to support this argument, ?® but
opposer’s evidence specifically contradicts applicant’s
position. Specifically, opposer’s wtnesses, each of whom
has many years of experience with the marketing and selling
of gasoline and | ubricants and ot her petrol eum based
products, have all testified that they are unaware of any
conpani es using a TEX-prefix as part of their trademarks for
| ubricant or gasoline products or services related thereto.
In any event, in view of the fane achieved by opposer’s mark
TEXACO due to the length of use, sales and advertising, this
mark has certainly becone a strong mark.

Addi ti onal factors favoring opposer are that notor-oi
additives are inexpensive itens which are purchased by the
public at large, and therefore will not be chosen with a
great deal of care in terns of analyzing the trademark. For
t he reasons indicated above, such consuners are |ikely, upon
seei ng TEXLON on an oil-based notor oil additive, to quickly
draw the conclusion that this is a TEXACO product. Thus, we
are not persuaded by applicant’s argunent that consuners

will read the product |abel, will find no reference to

12
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opposer, and will recognize that applicant’s address is
different from opposer’s.
Wth respect to applicant’s | abel, we note that it
prom nently features a five-pointed star. A five-pointed
star is also one of opposer’s major trademarks and, as noted
above, has a very strong consumer recognition as indicating
opposer. Although applicant is not seeking to register the
star design, and our decision herein would be the sane even
I f such a design did not appear on the | abels, the usage of
a star design reinforces the likelihood that consuners w ||
assunme a connection between applicant’s product and opposer.
Final ly, applicant points out that opposer has failed
to produce evidence of any epi sodes of actual confusion.
However, as applicant itself has indicated in its brief, and
as the record reflects, applicant did not begin to use the
mar k TEXLON for any products until Decenber 1991, and ceased
pronoting these products in August 1992, and ceased al
sales in Septenber 1992. |Its sales during that period were
under $1300, and none of themwere nade in retail stores.
In view of this extrenely limted use, we concl ude that
there has not been sufficient opportunity for confusion to
occur, such that the |lack of evidence of actual confusion

does not wei gh agai nst opposer.

22 The attachment to applicant’s answer, consisting of directory
listings, was never properly nade of record.

13
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Accordingly, we find that applicant’s use of the mark
TEXLON for its identified goods is likely to cause confusion
w th opposer’s registered marks TEXACO, its various | ogos
featuring the term TEXACO, TEXLUBE and TEXCL.

Deci sion: The opposition is sustained.

E. J. Seeher nan

C. E wilters

C. M Bottorff
Adm ni strative Trademark Judges
Trademark Trial and Appeal Board
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