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Paul M Denk, Esq. for Meranec G oup, Inc.

El i zabeth A. Dunn, Trademark Exam ning Attorney, Law Ofice 109
(Deborah S. Cohn, Managi ng Attorney).

Bef ore Hohein, Walters and Chapnan, Adm nistrative Trademark
Judges.

Qpi ni on by Hohein, Adm nistrative Trademark Judge:

An application has been filed by Meranec G oup, Inc. to
regi ster the mark "ULTRA-LITE" for "urethane structural shoe
conponents marketed to footwear nanufacturers".!?

Regi stration has been finally refused under Section

2(d) of the Trademark Act, 15 U.S.C. 81052(d), on the ground that

1 Ser. No. 75/095,780, filed on April 29, 1996, which alleges dates of
first use of February 1992.
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applicant’s mark, when applied to its goods, so resenbles the
mark "Nl TROGEN ULTRA-LITE," which is registered for "wonen’s,
men’s and children’s athletic shoes,"2 as to be likely to cause
confusion, m stake or deception.

Appl i cant has appeal ed. Briefs have been filed, but an
oral hearing was not requested. W reverse the refusal to
regi ster.

Turning first to consideration of the respective goods,
the Exam ning Attorney argues that athletic shoes and urethane
structural shoe conponents marketed to footwear manufacturers are
closely rel ated goods because, as shown by copies of certain
third-party registrations which she has made of record, severa
f oot wear manufacturers have in each instance registered the sane
mark for both shoes and conponents of shoes, such as | eather,
cushioning materials and |inings, while a nunber of other
footwear manufacturers own registrations for marks for various
f oot wear conponents, including fabrics, straps, insoles and
t oepi eces and soles. The Exam ning Attorney contends, in view
t hereof, that:

None of the registrations in the record

are limted to conponents used in the

registrant’s own footwear. The sane footwear

manuf act urers who purchase the applicant’s

shoe conponents may purchase the shoe

conmponent s of other shoe manufacturers.

Thus, the footwear manufacturer who is

famliar with the NIl TROGEN ULTRA- LI TE

f oot wear conpetitor and then encounters

ULTRA- LI TE f oot wear conponents is likely to

beli eve the footwear and the conponents to
emanate from a single source.

2 Reg. No. 1,916,526, issued on Septenber 5, 1995, which sets forth
dates of first use of July 15, 1990.
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The Exami ning Attorney al so notes that the record
cont ai ns evi dence which "shows that shoe purchasers | ook for shoe
conmponent s when purchasi ng shoes." Specifically, the Exam ning
Attorney refers to excerpts froman article in the March 17, 1997

i ssue of the trade publication Footwear News, headlined "The

right stuff: hot conponents can do wonders for shoe sales,”
whi ch states, in relevant part, that:

Vi bram Thinsul ate and CGore-Tex -- hot
brands in the conponents arena -- are what
educat ed shoppers are asking for these days
when it conmes to lifestyle as well as
performance-driven products. These nanes
have becone so integral a part of the
footwear market, say industry sources, that
t hey can sonetines overshadow t he brand nane
of a shoe or boot.

So powerful are these conponents that
even unknown footwear brands can often bank
on them....

“"If you're in the waterproof business,
GCore-Tex is the buzz word," said Peter
Hillier, general manager of Chi ppewa Boot

Not | eavi ng anything to chance, Chippewa
makes use of hangtags. "l put as nmany as |
can on," boasted Hillier, about the nunber a
particular itemcan carry. "l want the
Encycl opedia Brittanica on ny boot.

Custoners may not read it all, but otherw se
it’s a Kmart boot."

Since a portion of Lew ston, Mine, -
based Dunham Boot mekers’ |ine can feature
anywhere from four to six nane-brand
conponents, the conpany has devel oped a
hangtag of its own, which it uses in place of
t hose supplied by conponent producers. .
The tag explains the benefits of each
conponent and serves as an educational tool
for both consumers and sal es associ at es.
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Quality is the driving force behind W

L. Gore’s success with Gore-Tex, said Lisa

Wre, an associate with the conpany, which

has a roster of |icensed manufacturers that

use its conponents in their products. To get

its nmessage out, the firm has gone straight

to consuners through a corporate ad canpaign

with a slogan that reads, "If it doesn’'t say

Core-Tex, it’s not."

Li ke Gore-Tex, Vibramdoesn't throwits

nane around the industry. |In fact, the sole

conpany has a |ist of about 3,000 |icensed

shoe-repair centers that carry its products.

The Exam ning Attorney maintains, in view thereof, that
"while the applicant’s shoe conponents may be marketed directly
to footwear manufacturers, those manufacturers may market the
shoes to consuners using the trademarked ULTRA-LI TE conponent."

I n consequence thereof, the Exam ning Attorney insists that

"[s] hoe purchasers famliar with Nl TROGEN ULTRA-LI TE shoes who
t hen encounter shoes advertising ULTRA-LI TE shoe conponents are
likely to believe [that] the goods ... originate fromthe sane
source."

It is well settled that the issue of |ikelihood of
confusion nust be determ ned both in light of the identifications
of goods as set forth in the application and cited registration
and, absent any limtations therein, on the basis of all nornal
and usual channels of trade and nethods of distribution for such
goods. 3 Here, however, applicant has specifically limted the

identification of its goods to urethane structural shoe

3 See, e.g., CBSInc. v. Mrrow, 708 F.2d 1579, 218 USPQ 198, 199 ( Fed.
Cir. 1983); Squirtco v. Tony Corp., 697 F.2d 1038, 216 USPQ 937, 940
(Fed. Cir. 1983); and Paul a Payne Products Co. v. Johnson Publi shing
Co., Inc., 473 F.2d 901, 177 USPQ 76, 77 (CCPA 1973).
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conponents marketed to footwear manufacturers. By contrast,
while registrant’s identification of its goods contains no
particular restriction as to their channels of trade, it is plain
that wonen’s, nmen’s and children’s athletic shoes would be sold
to footwear resellers, such as retailers, for ultimate sale to

t he general public.

We thus agree with applicant that, on this record, the
scenari os postul ated by the Exam ning Attorney are not likely to
result in confusion as to source or sponsorship. As applicant
persuasi vely points out in its brief, the exclusive channels of
trade for its urethane structural shoe conponents, and hence the
only persons who will purchase its goods or otherw se encounter
Its mark, are manufacturers of footwear:

Applicant markets ... pol yurethane m dsol es

and outsol es, under this trademark, by

applying a hang tag to the cartons in which

t hese shoe conponents are marketed and

shi pped to footwear manufacturers, in bulKk.

The trademark is not used upon the goods per

se.

The affixation clause of the application, in fact, confirns that
applicant’s "ULTRA-LITE" mark "is used by applying it to hang-
tags applied to the products upon their marketing." However, as
applicant enphasizes in its reply, "there is no evidence in this
case that the ... ULTRA-LITE mark is used upon the shoe
conponents per se" and, "[h]ence, the exam ner’s assunption that
custoners of the retail shoes may al so see footwear conponents of

the applicant, bearing the trademark, is just not presented in

this case,” nor is there any indication that applicant so
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i censes the use of its mark to the footwear manufacturers to
which it exclusively sells its goods.

Thus, while applicant readily concedes that its
products are "ultimately included into manufactured footwear," it
al so persuasively has established that the channels of trade for
Its goods are separate and distinct fromthose for registrant’s
goods, thereby making confusion as to origin or affiliation anong
resel l ers of footwear and/or their custoners unlikely:

[ The goods upon which] the mark of

applicant is [used are] sold only to footwear

manuf acturers, and not on [sic] the retai

mar ket pl ace. The goods are sold in bulk, and

therefore, constitute an entirely different

nmet hod of marketing, in a different channel

of trade, fromthe mark of the cited

regi stration. Qobviously, the N TROGEN ULTRA-

LI TE mark as used upon [regi strant’ s]

athletic shoes, are ultimately sold upon the

retail market, to wonen, nen and children

Thus, an entirely different channel of trade

I's invol ved.

Furthernore, as applicant cogently notes, "footwear manufacturers
are reasonably sophisticated purchasers, and are not likely to be
confused through applicant’s marketing of ULTRA-LITE branded shoe
conponents, and obviously, the retail trade would not be
confused, since applicant does not market its goods at that

| evel . ™

It is renptely possible, of course, that a footwear
manuf acturer, know ng of registrant’s "N TROGEN ULTRA-LI TE" mark
for athletic shoes, could perhaps wonder whether urethane
structural shoe conponents marketed under the mark "ULTRA-LITE"
emanate fromor are otherw se associated with the sane source.

Such seens unlikely, however, since footwear manufacturers, by
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the very nature of buying in bulk, would be careful and
di scrimnating purchasers who would typically know the sources of
supply for their shoe conponents and woul d not expend substanti al
sunms to procure essential shoe conponents froma conpetitor based
merely on an assunption of a common origin. As our principal
review ng court has cautioned in this regard:

W are not concerned wth nere theoretical

possibilities of confusion, deception, or

m stake or with de mnims situations but

with the practicalities of the comrerci al

worl d, with which the trademark | aws deal
El ectronic Design & Sales Inc. v. Electronic Data Systens Corp.
954 F.2d 713, 21 USPQ2d 1388, 1391 (Fed. Gr. 1992), quoting from
Wtco Chemcal Co. v. Witfield Chem cal Co., 418 F.2d 1403,
1405, 164 USPQ 43, 44-45 (CCPA 1969), aff’g, 153 USPQ 412 (TTAB
1967). Accordingly, given the differences in the channels of
trade for the respective goods and the consequent differences in
t he purchasers encountering applicant’s and registrant’s
products, confusion is not likely to occur. See In re Al bert
Trostel & Sons Co., 29 USPQ2d 1783, 1786 (TTAB 1993) ["PHOEN X"
for leather sold in bulk held not Iikely to cause confusion wth

"PHOENIX" for all-purpose sports bags, luggage, attaché cases,

portfolio briefcases, and handbags]. 4

4 For other cases in which confusion was held not likely to take place
due to a lack of a significant conmonality of trade channels and
purchasers, see, e.qg., In re Shipp, 4 USPQ2d 1174, 1176 (TTAB 1987)
["PURI TAN' and design for "laundry and dry-cl eaning services" held not
likely to cause confusion with either "PURI TAN' for "commercial dry

cl eaning machine filters" or "PURI TAN' for "dry cl eaning preparations"
since the services and goods "are not so related that they would cone
to the attention of the sane kinds of purchasers"]; and In re Fesco
Inc., 219 USPQ 437, 438-39 (TTAB 1983) ["FESCO' and design for
"distributorship services in the field of farm equi pnent and

machi nery" found not likely to cause confusion with "FESCO' for, inter
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This brings us to consideration of the respective
mar ks, a factor which we find, in any event, conpels a concl usion
that there is no |ikelihood of confusion. Specifically, we note
that even if applicant’s goods, notw thstanding the explicit
limtation in their identification that they are marketed only to
f oot wear manufacturers, were considered to be closely related or
sufficiently simlar to the athletic shoes sold by registrant,?s
it is still the case that, as argued by applicant, "there are
distinct dissimlarities between the appearance, sound,
connot ati on, and commercial inpression of the mark of the cited
regi stration, which includes the ... dom nant word NI TROGEN, when
conmpared with the mark of the current application.” In this
regard, we observe that there is nothing in the record which
i ndicates that the word "N TROGEN' has any descriptive or
suggestive significance in relation to registrant’s goods and
that it is thus arbitrary or fanciful when used in connection
with athletic shoes.

By contrast, the term"ULTRA-LITE" in registrant’s
"Nl TROGEN ULTRA-LITE" mark appears, at a mninum to be highly

suggestive of athletic shoes which are exceedingly Iightweight.

alia, "foundry processing equi pnrent and machi nery--nanely, ... tanks"
because "the record does not admt of a reasonable probability of an
encount er of opposing marks by the sane custoners”].

5 For exanple, although it appears in light of applicant’s conments
that it does not presently do so, in the future applicant could all ow
the footwear nmanufacturers which purchase its goods to adverti se,

under license fromapplicant, that their shoes contain applicant’s
"ULTRA- LI TE" urethane structural shoe conponents or it could decide to
place its nmark on the outsoles it sells in a manner in which the mark
woul d be visible to purchasers of footwear which incorporates
applicant’s such conmponents.
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Li kewi se, as the hang-tag specinens filed with the application
make clear, applicant’s "ULTRA-LITE" mark is, at the very |east,
hi ghl y suggestive of a characteristic or feature of applicant’s
uret hane structural shoe conponents, nanely, that its products
are exceptionally light in weight. The specinens state, in

rel evant part, that (enphasis in original):

ULTRA-LITE i s a unique blend of polyurethane
mat eri al s devel oped specifically for

| i ght wei ght m dsol e and out sol e applications.
ULTRA- LI TE products provide the ultinmate in
l'i ghtweight flexibility, shock absorption,
cushi oning, energy return and stability.

.... For the ultimate in |ightweight
stability and shock absorption, always demand
products nmade of genuine ULTRA-LITH .|

The Exam ning Attorney, citing various cases,® contends
that the marks at issue involve the sinple rule that "[t]he nere
[deletion or] addition of a term[fromor] to a registered mark
I's not sufficient to overcone a |likelihood of confusion under
Section 2(d)." A nore conplete and accurate statenment of such
principle, however, is set forth, for exanple, in In re Rexel
Inc., 223 USPQ 830, 831 (TTAB 1984), in which the Board pointed
out that:

[T]here is a general rule that a
subsequent user nay not appropriate another’s

6 See Coca-Cola Bottling Co. of Menphis, Tennessee v. Joseph E. Seagram
& Sons, Inc., 526 F.2d 556, 188 USPQ 105 ( CCPA 1975) ["BENGAL LANCER'
versus "BENGAL"]; Lilly Pulitzer, Inc. v. Lilli Ann Corp., 376 F.2d
324, 153 USPQ 406 (CCPA 1967) ["THE LILLY" versus "LILLI ANN']; In re
El Torito Restaurants Inc., 9 USPQd 2002 (TTAB 1988) ["MACHO COvVBGCS!
versus "COVMBOS"]; In re United States Shoe Corp., 229 USPQ 707 (TTAB
1985) ["CAREER | MAGE" versus "CREST CAREER | MAGES']; In re Corning

d ass Works, 229 USPQ 65 (TTAB 1985) ["CONFI RM' versus

"CONFI RMCELLS"]; In re Riddle, 225 USPQ 630 (TTAB 1985) ["RI CHARD
PETTY' S ACCU TUNE" versus "ACCUTUNE"]; and In re Cosvetic
Laboratories, Inc., 202 USPQ 842 (TTAB 1979) ["HEAD START COSVETI C"
versus "HEAD START"].
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entire mark and avoid |ikelihood of confusion

therewith by nerely addi ng descriptive or

ot herw se subordinate matter to it. See:

Bel | brook Dairies, Inc. v. Hawthorn Mel ody

Farms Dairy, Inc., 253 F.2d 431, 117 USPQ 213

(CCPA 1958), and In re South Bend Toy

Manuf acturing Co., Inc., 218 USPQ 479 (TTAB

1983). An exception to the rule nay be found

I n those cases where the appropriated mark is

hi ghly suggestive or nerely descriptive or

has been frequently used by others in the

field for the sanme or rel ated goods or

services. See: In re Hunke & Jochheim 185

USPQ 188 (TTAB 1975) and Jean Patou, lnc. v.

Jacquel i ne Cochran, Inc., 133 USPQ 242 ( SDNY

1962), affirmed[,] 312 F.2d 125, 136 USPQ 236

(2nd Cir. 1963).

Applying the above to this case, and given the high
degree of suggestiveness possessed by the term "ULTRA-LITE,"
applicant’s "ULTRA-LITE" mark is readily distinguishable from
registrant’s "Nl TROGEN ULTRA-LI TE" mark by the absence of the
arbitrary or fanciful term"N TROGEN'. Custoners for
registrant’s athletic shoes would rely primarily on the arbitrary
or fanciful term "N TROGEN' as the source indicative el enent of
its "N TROGEN ULTRA-LI TE" mark and would attribute to the
designation "ULTRA-LITE" only its highly suggestive connotati on.
In view thereof, the contenporaneous use by applicant of its
hi ghl y suggestive "ULTRA-LITE" mark in connection wth urethane
structural shoe conponents marketed to footwear manufacturers is
not likely to cause confusion as to source or sponsorship.

Deci sion: The refusal under Section 2(d) is reversed.

G D. Hohein

C. E Wilters
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B. A Chapman
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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