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U S. DEPARTMENT OF COMVERCE
PATENT AND TRADEMARK COFFI CE

Trademark Trial and Appeal Board

In re The Allied Conpanies, Inc.

Serial No. 74/304,743

Robert C. Collins of Barnes, Kisselle, Raisch, Choate,
VWhittenore & Hul bert, P.C. for The Allied Conpanies, Inc.

Craig D. Taylor, Trademark Exam ning Attorney, Law Ofice
107 (Tom Lanone, Managi ng Attorney)

Bef ore Seehernman, Walters and Chaprman, Admi nistrative
Trademar k Judges.

pi ni on by Seeherman, Adm nistrative Tradenmark Judge:

The Allied Conpanies, Inc. has appeal ed the refusal of
the Trademark Examining Attorney to register the mark THE

ALLI ED COVWPANI ES and desi gn (COVWPAN ES di scl ai ned), as
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shown bel ow, for the services of "adm nistering enpl oyee

benefit plans and retirement plans."?

The lining shown in the drawing is a feature of the nmark
and is not intended to indicate color.

Regi stration has been refused on the ground that
applicant’s nmark, as used in connection with its identified
services, so resenbles the mark ALLI ED | NSURANCE COVPANY,
with the words "insurance conpany" disclainmed, originally
regi stered by Allied I nsurance Conpany and now owned by
Cygna Conpany for underwriting insurance services,? and the
following four marks, all owned by Allied National, Inc.,
as to be likely to cause confusion or mstake or to
decei ve:

with the words
"enpl oyers associ ati on”
di scl ai med, for group

heal th i nsurance
admi ni stration services®

! Application Serial No. 74/304,743, filed August 17, 1992, and
asserting first use and first use in conmerce in January 1985.

2 Registration No. 982,111, issued April 9, 1974; Section 8
affidavit accepted; Section 15 affidavit received; renewed.

® Registration No. 1,979,087, issued June 11, 1996.
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Wi th the words "group

i nsurance trust”

di scl ai med, for
"adm ni stration of group
heal th i nsurance*

with the words

"enpl oyees associ ati on”
di scl ai med, for group

heal t h i nsurance
admi ni stration services®

with the word
"adm ni strators”

di scl ai med, for

adm ni stration of group
heal th i nsurance®

Bot h applicant and the Exam ning Attorney fil ed
briefs, and applicant filed a reply brief. An oral hearing
was not requested.

W affirmthe refusal on the basis of all five cited
regi strations.

As a prelimnary point, we note that with its appeal
brief applicant submtted as an exhibit (1) portions of the
files of one of the cited registrations, No. 1,958,186, and
stated that because the Exami ning Attorney had access to

Patent and Trademark O fice records, he could take judicial

notice of the contents of the rest of the registration

Regi stration No. 1,959, 495, issued March 5, 1996.
Regi stration No. 1,970,702, issued April 30, 1996.
® Registration No. 1,958, 186, issued February 27 1996.
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files. Applicant also submtted with its brief an exhibit
(H with information regarding what it asserted to be
third-party registrations. The Board does not take
judicial notice of registrations that reside in the Patent
and Trademark O fice; further, the subm ssion of a |ist of
registrations is insufficient to make themof record. See
In re Duofold Inc., 184 USPQ 638 (TTAB 1974). MNobreover,
Trademark Rul e 2.142(d) provides that the record in an
application should be conplete prior to the filing of an
appeal. The exhibits submtted by applicant with its
brief, which were not previously nade of record, are
clearly untinely. Because the Exam ning Attorney has not
di scussed these exhibits in his brief, and therefore cannot
be said to have stipulated theminto the record, they have
not been consi dered.

In any determ nation of |ikelihood of confusion, two
key factors are the simlarity of the marks and the
simlarity of the goods or services. Turning first to the
services, applicant’s services are identified as
"adm ni stering enpl oyee benefit plans and retirenent

plans,”™ while the services of the registration for ALLIED
| NSURANCE COMPANY are identified as "underwiting
I nsurance" and the services in the four registrati ons owned

by Allied National are essentially group health
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adm ni stration services. Although applicant’s services are
not identical to either of the cited registrant’s services,
it is well established that

It 1s not necessary that the goods [or

services] of the parties be simlar or

conpetitive, or even that they nove in

the sane channels of trade to support a

hol di ng of |ikelihood of confusion. It

Is sufficient that the respective goods

[or services] of the parties are

related in some manner, and/or that the

conditions and activities surrounding

t he marketing of the goods [or

services’ are such that they would or

coul d be encountered by the sane

persons under circunstances that coul d,

because of the simlarity of the nmarks,

give rise to the m staken belief that

they originate fromthe sane producer
In re International Tel ephone & Tel egraph Corp., 197 USPQ
910, 911 (TTAB 1978).

In this case, the relationship between applicant’s and
the registrant’s services is made mani fest by the fact that
applicant itself offers such services under the sane mark.
The brochure submtted with applicant’s application, shows
that applicant uses its applied-for mark THE ALLI ED
COVPANI ES and design for, inter alia, property and casualty
I nsurance services and services for all areas of group
benefits, including nedical plans, dental insurance and a

prescription drug program This brochure denonstrates that

a single source nmay nmake avail able the three types of
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services identified in the cited registrations and
applicant’s application, and may offer them under a single
mar k.
Further, although applicant asserts that its services

of "adm nistering enpl oyee benefit plans and retirenent
pl ans" are dissimlar fromthe "adm ni stering group health
i nsurance"” services of Allied National, applicant’s
brochure indicates that enployee group benefits woul d
I ncl ude heal th insurance:

In addition to a paycheck, nore and

nore enpl oyees are attuned to the need

and val ue of group benefits as part of
their total conpensation package...

* k%

Al'lied Goup Insurance offers conplete
services in all areas of group
benefits:
» Medical Plans
-Tradi tiona
- Heal t h Mai nt enance Organi zati ons
(HMO s)
-Preferred Provider Organizations
(PPO s)
Thus, applicant’s "adm ni steri ng enpl oyee benefit plans”
woul d appear to enconpass Allied National’s adm nistration
of group health insurance.
Applicant has attenpted to distinguish its services
fromthose of the cited registrations by relying on

assertions about the registrants’ services nade by Allied
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Nat i onal during the prosecution of one of its applications,
and in a consent given by the owner of the ALLIED | NSURANCE
COVMPANY registration to the registration of Alied
National’s nmarks. However, the registration file which
assertedly contains these statenents and consent is not
part of the record. As noted previously, applicant’s
subm ssi on of these papers was untinely, and therefore has
not been considered. Accordingly, there is no evidentiary
support for applicant’s assertions.

Mor eover, any evi dence regardi ng the actual services
rendered by the owners of the cited registration would not
serve to limt the scope of the services identified in
their registrations. The question of |ikelihood of
confusion nust be detern ned based on an anal ysis of the
mark as applied to the goods and/or services recited in
applicant's application vis-a-vis the goods and/or services
recited in the cited registration, rather than what the
evidence shows the goods and/or services to be. See
Canadi an I nperial Bank of Commerce v. Wells Fargo Bank, NA,
811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir. 1987); Inre
Si mul ations Publications, Inc.,521F.2d 797, 187 USPQ 147
(CCPA1975); In re Allen Electric and Equi pnment Conpany,
458 F.2d 1404, 173 USPQ 689 (CCPA 1972); Inre WIIliam

Hodges & Co., Inc., 190 USPQ 47 (TTAB 1976).
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Applicant’s services of adm nistering enpl oyee benefit
pl ans and retirenent plans would appear to be directed to
the sanme class of consunmers as Allied National’s services
of adm ni stering group health insurance, nanely businesses.
The underwriting insurance services identified in the
registration for ALLIED I NSURANCE COMPANY is not |imted as
to channels of trade, and we see no reason why that
registrant’s services could not be offered to the sane
peopl e to whom applicant’s services are directed.

Mor eover, although the Allied National services and
applicant’s services nay be directly offered to and

pur chased by conpanies in connection with their enpl oyee
benefit plans or group health insurance, the ultimte
beneficiaries of the services are the enpl oyees who work
for those conpanies. Thus, ordinary consuners, and not
only sophisticated purchasers, are likely to be exposed to
applicant’s and the registered marks.

This brings us to a consideration of the narks.
Applicant has nmade a very detailed analysis of its mark in
an attenpt to contradict the Exam ning Attorney’s
conclusion that ALLIED is not the domi nant part of its
mark. W will not discuss these argunents in detail, but
will say that we find many of statenents to be farfetched,

and the overall argument unpersuasive. Cearly, the design
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of an "A" is a large and noticeable part of applicant’s
mark. However, it is the word portion that is nore likely
to make an inpression on consuners, because it is by the
words that they will refer to and renmenber the mark. See
In re Appetito Provisions Co., 3 USPQRd 1553 (TTAB 1987).
And, notw t hstandi ng applicant’s argunents about ALLIED
bei ng subordi nated because it is the mddle of the three
words THE ALLI ED COMPANI ES, and that COMPANI ES i s dom nant
because it appears alone and has a line belowit, we find
that the word ALLIED is the dom nant part of the mark. The
word THE, in general, has little significance because it is
omipresent. In this regard, we take judicial notice that
I ndexes and directories ignore the word "the" for purposes
of al phabetizing entries. The word COVWAN ES, too, has
little origin-indicating significance since it is a comon
termto describe a business. Applicant apparently
recogni zed this fact because, as part of its initial
application papers, it disclained exclusive rights to use
this word. Not only is the word ALLIED the strongest
source-indicating feature of THE ALLIED COMPANI ES, but this
word is enphasized by the large letter "A" design
Simlarly, ALLIED is the dom nant el ement of each of
the cited registrations. In ALLIED I NSURANCE COVPANY t he

word ALLIED is the only source-indicating word, | NSURANCE
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COMPANY bei ng descriptive for the service of underwiting

I nsurance, as the registrant’s disclainmer of these words
acknow edges. In the four registrations owed by Allied
National, ALLIED is clearly the domnant term Not only is
It shown in a |arger size than the other words in those

mar ks, but the other words nerely describe the services, as
the disclainmers for those words indicate. W acknow edge
applicant’s statenent that the public is not aware of

di sclaimers, but they are aware of the descriptive
significance of words. The public would clearly viewthe
word ALLIED in each of the cited marks as indicating the
source of the services; the remaining elenents would be
seen as sinply describing the services emanating from

ALLI ED.

Al t hough we have di scussed at sone | ength our reasons
for finding ALLIED to be the domnant termin applicant’s
and the registrants’ nmarks, we wi sh to nake clear that we
have conpared the marks in their entireties, and not sinply
the word ALLIED al one. However, it is well established
that, in articulating reasons for reaching a conclusion on
the issue of likelihood of confusion, as |long as the
ultimate conclusion rests on a consideration of the marks
in their entireties, there is nothing inproper in stating

that, for rational reasons, nore or |ess weight has been

10
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given to a particular feature of a mark. See Inre In re
Nati onal Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. Cr
1985) .

Accordi ngly, although applicant details specific
differences in the appearances, pronunciations and
connot ati ons between its mark and the cited registrations,
applicant’s mark and each of the cited marks convey sim|lar
commerci al inpressions, such that consuners, even if they
were to note the specific differences, would still be
likely to think that applicant’s nmark was a variation of
the cited nmarks, rather than indicating a separate source
of origin. W would also point out that, under actual
mar keting conditions, consuners do not have the |uxury of
maki ng si de-by-si de conpari sons between marks, and instead
must rely on hazy past recollections. See Dassler KGv.
Rol | er Derby Skate Corp., 206 USPQ 255 (TTAB 1980). Thus,
even though we acknow edge that the purchase of applicant’s
and the registrant’s services is not done on inpul se,
consuners, even sophisticated ones, are likely to be
confused as to the source of the various services because
of the simlarity of the marks.

Applicant has argued that the only el ement common to
the marks, the word ALLIED, is weak. W see nothi ng about

the dictionary definitions of "allied" quoted by applicant-

11
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-"joined, connected; joined in alliance by conpact or
treaty; related esp. by conmon properties, characteristics
or ancestry"--which indicates that this word is even
suggestive of underwriting insurance, adm nistering group
heal t h i nsurance, or adm nistering enployee benefit plans
and retirenent plans. Applicant has al so nade of record a
listing of 158 conpany nanes containing the word "Allied,"
along with the addresses of these conpanies. Applicant
asserts that this is a summary of website "hits" retrieved
through a search of the Internet. This listing is of very
little probative value in terns of showing that the public
Is famliar with third parties having services simlar to
applicant’s or to the two registrant’s. For exanple, it is
not clear fromthe sumary whether each |isting represents
a separate conpany, or are branch offices of a single
conpany. In this connection, we note that there are 18
listing for Allied Auto Insurance at various locations in
South Florida. Nor can we determ ne fromthe sumary

whet her these listings are all for third parties, or

whet her some of the listings are for the registrants or
applicant. For exanple, there is a listing for The Allied
Companies, Inc. with applicant’s address in M chigan, which
we presune refers to applicant itself. Another listing for

Al'lied Goup Insurance, with an address in Royal Qak,

12
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M chigan, may refer to applicant’s Allied G oup |Insurance
Services, Inc. Simlarly, the nunerous references to
Al'lied Insurance or Allied Insurance, Inc. nay well be
listings for the owner of the ALLIED | NSURANCE COVPANY
registration. Sinply put, the sunmmary submtted by
applicant of its Internet search is not sufficient to prove
that the word ALLIED is weak, such that the consum ng
public would be able to distinguish applicant’s mark from
the marks of the cited regi strations based on the
additional elenments in applicant’s mark.’

The only indication of any weakness of the term ALLI ED
Is the fact that both of the registrants have adopted the
termas part of their marks. However, the fact that two
conpani es have used this word is an insufficient basis for
us to conclude that it is a weak termin the insurance and
financial field, and that the owners of these registrations
are entitled to a limted scope of protection.

Applicant also points to the fact that Allied
National’s registrations were registered despite the
exi stence of the registration for ALLIED | NSURANCE COVPANY

in support of its claimthat there is no |likelihood of

" As noted previously, the listing of third-party registrations

submtted by applicant wwth its brief was not properly nmade of
record and has not been consi dered.

13
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confusion between applicant’s mark and the cited
registrations. However, the files of these registrations
were not properly made of record, and therefore we do not
know the basis for the Exam ning Attorney’s concl usion that
confusion between the Allied National marks and ALLIED
| NSURANCE COMPANY was not |ikely. Certainly there can be
evidentiary factors, such as a consent agreenent, which nmay
per suade an Exami ning Attorney that one mark is registrable
despite the existing registration of a simlar mark, when
another mark is found to be unregistrable.

Finally, applicant argues that it is unaware of any
I nstances of actual confusion and that this indicates that
confusion is not likely. Applicant asserts use of its mark
since 1985, but has acknow edged that such use in primarily
in the Sout heast M chigan area. W cannot concl ude based
on the evidence of record that there has been an
opportunity for confusion to have occurred, such that we
can conclude fromthe |ack of such evidence that confusion
Is not likely. First, we have no information fromthe
regi strants about whether they have encountered any act ual
confusion. Second, and nore inportantly, we have no
i nformati on about the extent of the registrants’ use, and
very little information about the anount of applicant’s

use. Even fromthe infornmati on we do have, however, it

14
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appears that applicant’s services have been rendered in a

relatively limted geographic area, and this could well

expl ain why applicant is not aware of any actual confusion.
Decision: The refusal to register on the basis of the

five cited registrations is affirned.

E. J. Seeher man

C. E Wilters

B. A Chapman

Adm ni strative Trademark Judges
Trademark Trial and Appeal Board
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