Oral Hearing: Paper No. 47
Cct ober 1, 1998 GDH/ gdh

TH' S DI SPCSI TI ON IS NOT

Cl TABLE AS PRECEDENT OF THE TTAB NOv. 18, 99
U. S. DEPARTMENT OF COVMERCE
PATENT AND TRADEMARK COFFI CE

Trademark Trial and Appeal Board

Sears, Roebuck and Co.
V.
George M Bet hurum

Joan Optican Herman, Frank B. Flink, Jr. and Trent Wbb of Shook,
Hardy & Bacon L.L.P. for Sears, Roebuck and Co.

George M Bethurum pro se.l

Bef ore Simms, Hanak and Hohein, Adm nistrative Trademark Judges.

OQpi ni on by Hohein, Adm nistrative Trademark Judge:

Sears, Roebuck and Co. has petitioned to cancel the
regi strati on owned by George M Bethurum for the mark

"BUSHWHACKER' and desi gn, as reproduced bel ow,

1 Al'though fornmerly represented by counsel throughout the trial and
briefing of this case, respondent represented hinself at the oral
hearing hel d herein.
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for a "fire ant control pesticide for donestic and agricul tural
use".2 As grounds for cancellation, petitioner (hereinafter
sonetinmes referred to as "Sears") alleges that, with respect to
pest control and other gardening accessories, it "offers for sale
and sells electronic insect killers, electric hedge trimrers,
weed and grass trimrers, and power-operated weed and brush-
cutting tools" through "over 850 Sears retail outlets"; that
since long prior to registrant’s clainmed date of first use of

Oct ober 1987, petitioner has continuously used and is the owner
of registrations for the follow ng marks:

" BUSHWACKER, " which is registered for
"electric hedge trimrers"”;s

"WEEDWACKER, " which is registered for
"weed and grass trimrers"”;4

"BUGWACKER, " which is registered for an
"electronic insect killer";5 and

"BRUSHWACKER, " which is registered for a
" power - oper at ed weed and brush-cutting tool"; 6

2 Reg. No. 1,756,396, issued on March 9, 1993 from an application filed
on April 29, 1992, which sets forth a date of first use anywhere of

Oct ober 1987 and a date of first use in conmerce of July 1991;

affidavit 88 filed. The lining in the mark is for shading purposes

only.

3 Reg. No. 1,124,862, issued on September 11, 1979 from an application
filed on August 3, 1978, which sets forth dates of first use of
February 28, 1974; first renewal.

4 Reg. No. 1,125,925, issued on October 16, 1979 from an application
filed on June 1, 1978, which sets forth dates of first use of June 6,
1975; first renewal.

5 Reg. No. 1,263,505, issued for the mark "BUG WACKER" on January 10,
1984 from an application filed on September 24, 1982 and amended to

the mark "BUGWACKER" on September 17, 1985, which sets forth dates of
first use of January 31, 1980; combined affidavit 888 and 15. The

term "BUG" is disclaimed.
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that the fire ant control pesticide offered by respondent under
t he "BUSHWHACKER' mark is "very closely related to [the] pest
control and gardeni ng accessories on which petitioner uses its
fanmous, federally registered marks, BUSHWACKER, WEEDWACKER,
BUGWACKER and BRUSHWACKER'; that |ong prior to respondent’s date
of first use of his mark, the use by petitioner of the marks
" BUSHWACKER, WEEDWACKER, BUGMCKER and BRUSHWACKER to identify
and distinguish its pest control and gardeni ng accessori es has
created a strong recognition and association of the petitioner
with its "WACKER famly of trademarks"; that respondent’s
"BUSHWHACKER' mark "is the phonetic equival ent of the
petitioner’s fanmobus nmark BUSHWACKER, meking ... [respondent’s]
mark a colorable imtation of the famus mark BUSHWACKER and t he
other marks in the 'WACKER fam |y of tradenmarks"; that the
respondent’ s goods "are advertised and sold to the sane potenti al
purchasers as the goods sold by petitioner under the fanbus and
federally regi stered mark BUSHWACKER and the other marks in the
"WACKER fam |y of trademarks”; and that respondent’s mark, when
used in connection with his goods, so resenbles petitioner’s
marks for its goods as to be likely to cause confusion, m stake
or deception.

Respondent, in his answer, has denied the salient

al l egations of the petition to cancel.”

6 Reg. No. 1,659,444, issued on CQctober 8, 1991 from an application
filed on August 29, 1990, which sets forth dates of first use of
December 1980; affidavit 88 accepted.

7 Although respondent has additionally asserted, as affirmative

defenses, that petitioner "is estopped by laches and/or acquiescence
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The record includes the pleadings and the file of the
i nvol ved registration. Petitioner, as its case-in-chief, has
submtted the testinony, with exhibits, of: Robert J. M sevich
Its buyer of non-powered | awn and garden equi pnent; M chael K
Young, an associ ate buyer for petitioner of powered hedge
trimers, weed and grass trinmmers, bladed trimers, and | eaf
shredders; and WIlliamJ. Brandenburg, a buyer for petitioner of
| awn nowers, tractors and snow throwers. Petitioner, in
addition, has filed a notice of reliance on: «certified copies of
Its originally pleaded registrations, as well as a certified copy
of its registration for the mark "LEAFWACKER' for "lawn and
garden shreddi ng machi nes"; 8 its di scovery deposition, with
exhi bits, of respondent; and certain of respondent’s answers to

petitioner’s interrogatories.? Respondent, as his case-in-chief,

frombringing or maintaining the clains of its Petition to cancel,"
such defenses not only have not been properly pleaded, in that the
facts constituting the defenses have not been alleged, but in any
event the defenses were neither proven at trial nor, except for a few
conclusory statenents, were they raised in respondent’s brief.
Accordingly, no further consideration will be given to respondent’s
putative affirmative defenses.

8 Reg. No. 1,651, 346, issued on July 23, 1991 froman application filed
on August 20, 1990, which sets forth dates of first use of Cctober 5,
1987; combined affidavit 888 and 15.

9 Respondent has filed a motion to strike petitioner's reliance on its
registration for its "LEAFWACKER" mark, as well as to strike
"reference to this registration or mark as it may appear elsewhere in
the evidentiary materials proffered by Petitioner, including the
testimonial depositions" of petitioner's witnesses, on the basis that
the petition for cancellation "nowhere identifies or pleads

Petitioner's purported LEAFWACKER mark or the alleged registration
thereof" either separately or as part of petitioner's asserted family

of "WACKER" marks. As a result thereof, and inasmuch as such
registration issued well prior to the filing of the cancellation

petition, respondent maintains that he "was not put on notice of
Petitioner's attempts to rely on such registration and therefore was
not in a position to seek discovery regarding same and/or to prepare
for trial ... regarding this registration." However, as petitioner
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has subm tted notices of reliance on, inter alia: various
newspaper advertisenments by petitioner; copies of third-party
registrations for marks which consist of or include the terns
"WACKER, " "WHACKER' or variants thereof, including such marks as
" BUSHWACKER' and "BUSHWHACKER'; certain of petitioner’s answers

to respondent’s interrogatories; sone of respondent’s answers to

notes in its opposition to the notion, petitioner’'s tinely responses
to the discovery requests served by respondent on the |ast day of the
di scovery period "specifically referred to and provi ded responsive

i nformation regardi ng the LEAFWACKER mark and registration.”™ 1In |ight
of "the notice found in Petitioner’s discovery responses that this
regi stration was a nmenber of the 'WACKER fam |y of marks," petitioner
"asserts that adnitting evidence relating to LEAFWACKER woul d not
unfairly prejudice the Respondent." Petitioner consequently requests
that, pursuant to Fed. R Civ. P. 15(b), the pleadings be deened to be
amended to conformto the evidence inasnuch as the mark "LEAFWACKER i s
nmerely an additional nenber of the 'WACKER famly of marks" and such
rule provides, in pertinent part, that:

If evidence is objected to at the trial on the ground that
it is not within the issues nmade by the pleadings, the court
may all ow t he pl eadings to be anended and shall do so freely
when the presentation of the nerits of the action will be
subserved thereby and the objecting party fails to satisfy
the court that the adm ssion of such evidence woul d
prejudice the party in naintaining the party's ... defense
upon the nerits.

Respondent, in reply, observes that, "pursuant to Board practice," he
"had every right ... to serve ... discovery requests on the close of
di scovery"” and that, in any event, such "does not change the fact that
Petitioner did not satisfy its own affirnative obligation to give
early notice in its pleadings [sic] of the particular marks on which
it based its clainms of |ikely confusion".

W agree with petitioner, however, that as stated in its brief,
consideration of "[t]he LEAFWACKER nark does not create new issues, it
nmerely adds nore proof to the [family of marks] clai mpl eaded and,
thus, [evidence with respect thereto] should not be stricken." W
al so concur with petitioner that, as stated therein, "because the mark
has been the subject of discovery, there can be no prejudice to
Respondent regarding that mark’'s involvenent in this case," especially
since petitioner, in its brief, appears to assert such mark only as a
menber of its clained famly of "WACKER' marks and not individually as
is the case with its "BUSHWACKER' mark for electric hedge trinmers.
Accordingly, the notion to strike is denied; the request to anmend is
approved; and the pleadings are hereby deenmed to be anmended pursuant
to Fed. R Civ. P. 15(b) to include the "LEAFWACKER' mark as part of
petitioner’s alleged famly of "WACKER' marks.
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petitioner’s interrogatories; certain of petitioner’s responses
to respondent’s requests for adm ssion; dictionary definitions;
and yel |l ow pages listings. Petitioner, in rebuttal, has
presented the testinony, with exhibits, of Andrew R G nger, its
national retail marketing manager for the advertising activities
of petitioner’s hone inprovenent division. Briefs have been
filed and an oral hearing, attended by respondent and counsel for
petitioner, was hel d. 10

Priority, insofar as the parties’ individual marks are
concerned, is not in issue inasmuch as the certified copies of
petitioner’s registrations for its pleaded marks show not only
that such registrations are subsisting and owned by petitioner,
but that the filing dates of the applications which matured into
those registrations are earlier than the filing date of the
application which resulted in respondent’s involved registration
for his mark.11 Petitioner therefore has priority vis-a-vis such
marks. See, e.g. _____, Hilson Research Inc. v. Society for Human

Resource Management, 27 USPQ2d 1423, 1428-29 (TTAB 1993) at n.

10 | nasmuch as petitioner, at the oral hearing, withdrew its contested
nmotion to strike respondent’s brief as untinely and thus, in effect,
consented to the notion, which it had earlier opposed, by respondent
to reopen the tinme for filing such brief, the notion to reopen is
granted and respondent’s brief is accepted. W also hasten to point
out that even if petitioner were not allowed to rely upon the evidence
pertaining to its "LEAFWACKER' mark, the outconme of this proceeding
woul d be the sane.

11 As to the statenment in respondent’s brief, filed on Decenber 19,
1996, that he "hereby renews"” his notion, which was denied by the
Board on April 18, 1996, to anmend his answer to include a counterclaim
for cancellation of petitioner’s pleaded registration for the mark
"BUSHWACKER' for electric hedge trimers "on the grounds that said
designation was, in fact, generic," such statenment is denied as an
untinmely request for reconsideration, which under Trademark Rul e
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13; and Anerican Standard Inc. v. AQM Corp., 208 USPQ 840, 841-42
(TTAB 1980). In any event, the record al so establishes that each
of petitioner’s marks has been in continuous use since on or
before the Cctober 1987 date of first use in intrastate comerce
by respondent of his mark (which was first used in interstate
comerce in July 1991). Priority is in issue, however, wth
respect to whether petitioner has a famly of "WACKER' marks. In
addition, as characterized by petitioner in its brief, there are
I ssues as to whether respondent’s mark "BUSHWHACKER' and design
mark, as used in connection with his fire ant control pesticide
for donestic and agricultural use, is likely to cause confusion
wi th petitioner’s "BUSHWACKER mark and ... one or nore of
Petitioner’s other marks included in the ... famly of marks for
| awn and garden products, including the marks BUGMCKER,
LEAFWACKER, WEEDWACKER, and BRUSHWACKER. " 12

According to the record, petitioner has continuously
operated its "SEARS' retail stores, which are open to nenbers of
t he general public,13 since 1925. Petitioner currently operates
about 850 such stores throughout the United States along with

anot her 100 "SEARS" paint and hardware stores. Petitioner’s

2.127(b) was due no later than thirty days fromthe date of the
Board' s order denying the notion to amend.

12 W again note that it appears fromits brief that petitioner does
not claimthat there is a likelihood of confusion between respondent’s
mark and its "LEAFWACKER' mark individually, nor does it appear from
such brief that petitioner is asserting a |ikelihood of confusion

bet ween respondent’s mark and its "BUGMCKER, " "WEEDWACKER' or

" BRUSHWACKER"' mar ks consi dered separately.

13 Such category, according to petitioner, includes representatives of
public utilities, government agencies and agricultural custonmers who
may have need for petitioner’s products.
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"BUSHWACKER' el ectric hedge trimers, nylon-string "WEEDWACKER'
weed and grass trimrers, bladed "BRUSHWACKER' power -operated weed
and brush-cutting tools, "BUGMCKER' el ectronic insect killers
and "LEAFWACKER' shredders are sold and offered for sale
exclusively in each of its retail |ocations and, until the

di sconti nuance thereof around 1993, were marketed through
petitioner’s "SEARS" nmil -order catal og, catal og outlets and

mer chandi se agents. Such products are principally sold to
honmeowners and ot her ordinary consuners, although "upper-end"
versions are also sold to professional |andscapers. (Young dep.
at 32.) Petitioner has continuously used its registered marks
"on its products since at |least as early as the date of first use
set out in the Certificates of Registration"; specifically,

since: February 28, 1974 in the case of its "BUSHWACKER' narKk;
June 6, 1975 as to its "WEEDWACKER' mark; January 31, 1980 with
respect to its "BUGMCKER' mnark; Decenber 1980 in the case of its
" BRUSHWACKER' mar k; and Cctober 5, 1987 as to its "LEAFWACKER"
mark. (Answer to Respondent’s Interrogatory No. 4. b.)

The goods sol d under such marks "have | ong been and
presently are advertised and sold in close proximty to each
other in the SEARS | awn & garden section"” of petitioner’s stores,
t her eby "enphasi zing their connection in the 'Wacker’ famly of
products.” (Answer to Respondent’s Interrogatory No. 10.)
Petitioner also has distributed nunmerous advertisenents which
make reference to nore than one of its "WACKER'-surnaned mnarKks,
al t hough none of its ads includes all of such marks. Ads for

such products have appeared nati onwi de in catal ogs, direct mai
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pi eces, pre-print or free-standi ng newspaper inserts, other
newspaper advertisenents, and television commercials. In
particul ar, when asked whet her petitioner regularly runs
advertising featuring several of its "WACKER'-surnanmed products
on the same page, M. Young answered as follows: "Yes. During
peak season, which starts about in April and runs through about
August or Septenber, you will see the different segnents of the
WACKER fam |y advertised on the sanme page." (Young dep. at 29.)
Furthernore, to M. Young s know edge, such advertising has taken
pl ace since at |east 1990 and the record shows that various
"WACKER'" - sur naned products have been so advertised long prior to
respondent’s first use in October 1987 of his "BUSHWHACKER' and
desi gn mark

Mor eover, according to M. Brandenburg, who has been a
buyer for Sears since 1967 and at one tine was responsible for
buyi ng vari ous power trinmers, petitioner intended to create a
famly of "WACKER'-based marks.14 Specifically, its "BUSHWCKER"
brand of electric hedge trimers was followed by the introduction
of its "WEEDWACKER' weed and grass trimers, which was foll owed
in turn by the devel opment of its "BUGMCKER' el ectronic insect
kKillers, its "BRUSHWACKER' bl aded trimrers and its "LEAFWACKER'

14 According to his testinobny, M. Brandenburg personally used the
phrase "a WACKER fanily of marks" prior to the comencenent of this
proceeding and is "the person at Sears that is probably nost
responsi ble for developing it" inasmuch as he "was involved wth
buyi ng the [ BUSHWACKER] hedge trimer product ... and was singularly
responsible for ... creating the WEEDWACKER tradenark." (Brandenburg
dep. at 35.) Such, in turn, "led us to look at it froma marketing
opportunity to create a famly of products so that we ... [had] an
identity away fromour conpetition[,] who used various tradenarks."

(1d.)
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shredders. M. Brandenburg further noted, like M. Young did in
his testinony, that advertising featuring--on the sanme page--at

| east sonme of the products sold by petitioner under its "WACKER'-
based marks has been deliberately run so as "to tie that famly
together." (Brandenburg dep. at 18.)

Petitioner has al so been selling various chem cal
products, including pesticides such as insecticides, in the |awn
and garden departnent of its retail stores since at |east as
early as 1990. Such products, while displayed separately from
the | awn and garden equi pnrent offered under its various "WACKER'-
surnanmed marks, principally involve those marketed by the Chevron
Chem cal Conpany under the "ORTHO' brand and incl ude products,
such as "ORTHENE, " "DI AZI Nl ON' and "DURABAND, " for killing fire
ants. Petitioner admts, however, that it does not sell any
pestici des under its "BUSHWACKER, " "WEEDWACKER, " "BUGMCKER, "

" BRUSHWACKER' and "LEAFWACKER' mar ks, although ads for its
"BUGWACKER' el ectronic insect killers have also featured yard and
garden chemi cals in particular

Wil e exact sales figures for petitioner’s products are
confidential, from 1977 until October 1994, sales of its
"BUGMCKER' el ectronic insect killers were generally in excess of
two and a half mllion units and total ed over $100 mllion.
During the period from 1990 through Septenber 1994, sal es of
petitioner’s "BUSHWACKER' hedge trimers reached a | evel of
roughly one and a half mllion units, representing annual sales
of such itens of several hundred thousand, and totaling al nost

$70 mllion. For the sane period, conbined sales of its

10
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"WEEDWACKER" line trimrers and "BRUSHWACKER' bl aded trimers were
nearly two and a half mllion units, reflecting yearly sal es of
several hundred thousand units, and total ed al nost $200 nmilli on.
Sal es during the sane period of petitioner’s "LEAFWACKER'
shreddi ng nachi nes anmounted to about 60 thousand units, or
roughly 12 thousand per year, and ran just under five and one
half mllion dollars.

Al though its advertising expenditures are al so
confidential, in broad terns petitioner in 1993 spent over three
mllion dollars on pre-print advertising, such as newspaper
Inserts, relating to the goods sold under its various "WACKER'-
surnanmed mar ks, of which approximately two mllion dollars was
spent on ads featuring two or nore of such products and their
respecti ve marks. Newspaper pre-print advertising by petitioner
during a three-nonth period in 1994 and featuring nultiple
listings of its several "WACKER'-based marks, total ed over
$800, 000. 00, a figure which M. G nger estimated "would sumup to
a nunber simlar to" that for 1993. (G nger dep. at 40.) Such
anount, M. G nger stated, "represents only a portion of the
advertising that woul d have been done in 1994 for these
products.” (ld.) In addition, while petitioner does not retain
pre-print advertising which it ran during 1992 and the years
prior thereto, and thus M. G nger was unable to cal cul ate
petitioner’s advertising expenditures for those years, he
testified with respect thereto that "[i]t’s ny opinion that the
| evel of advertising for WACKER products for previous years would

be consistent with what we see ... for 1993 and '94." (I1d.)

11
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There are no significant instances of third-party use.

According to M. M sevich, he has "never seen" the "WACKER nane
used anywhere except at Sears" as part of petitioner’s

marks. 1> (M sevich dep. at 68.) In particular, M. M sevich
testified that he was not aware of use of the marks "BUSHWACKER'
or "BUSHWHACKER' by a third-party in connection with any product
or service.1 Likew se, with the exception of the use by a third
party of the mark "THE BUSHWACKER' for golf bags, M. Young
testified that he was not aware of any such third-party usage.
The sol e instances of third-party use which cone closest to the
| awn and garden care field in which the parties’ products are
sold are those few, in yellow pages listings, in which the term
"Bushwacker" appears as part of the trade nanes of a | awn
mai nt enance firm a nursery business and two separate tree
servi ce conpani es.

Respondent is in the business of devel oping and selling
environnmental ly benign fire ant, roach, termte and weevil

control conpounds, which he markets under his registered

15 Wil e, anobng other things, respondent introduced a third-party
registration for the mark "WHACK" for "insecticides," as well as
third-party applications to register the mark "BUSHWACKER

PROFESSI ONAL" for "chi pper/shredder, vacuumi ng and bl ower nmachi nes for
tree linbs, brush, leaves, yard debris and the like" and the mark
"BUSHWACK" for an "insecticide" (respondent’s exhibits 97, 114 and
124), there is no evidence that such narks either are or have ever
been in use in connection with the respectively indicated goods.

16 Al t hough the record also reflects the issuance of third-party

regi strations for the marks "BUSHWACKER' for "heavy-duty ground growh
di sintegrating nmachines for clearing | and" and "WOODWACKER' for a
"manual wood splitter" (respondent’s exhibits 6 and 23), M. M sevich
testified that he was not famliar with the registrants or any
products made thereby and respondent failed to establish that such

mar ks were in actual use for the goods set forth in the registrations.

12
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" BUSHWHACKER' and design mark. |In particular, respondent is the
chai rman and president of, and a principal sharehol der (al ong
with his wife Shirley and another individual) in, The Bushwhacker
Associ ates, Inc., a Nevada corporation which manufactures and
sells respondent’s "BUSWHACKER' fire ant control pesticide under
a license fromrespondent, who is the owner of the "BUSHWHACKER'
and design mark. Respondent’s "BUSHWHACKER' fire ant control
pestici de, which he devel oped around 1987,17 is sold at retai

t hrough mass nerchandi sers, such as Wal - Mart, grocery stores,
such as Randall’s (a major Texas supermarket chain), and hardware
stores, including Ace Hardware and Handy Wol esalers, and is al so
available by mail order. |In particular, Wal-Mart, which is a
maj or conpetitor of petitioner, sells respondent’s "BUSHWHACKER"
fire ant control pesticide in the | awn and garden section of its
retail stores. Like petitioner’s retail operations, the |Iawn and
garden section at Wal-Mart’s stores features not only pesticides
and ot her chem cal products, but also sells a full line of |awn
care and gardeni ng supplies, including power equi pnent and tools.
Simlarly, another of petitioner’s conpetitors, the Ace Hardware
chain, has a |lawn and garden section in its stores. Such
conpetitors draw the sane types of custonmers as do petitioner’s
retail outlets and, since "[t]here are only so many custoners to

go around,” they "will shop a retailer out of convenience and

17 Respondent, in addition, produces "a conplete |line of over-the-
counter pharnaceuticals and a |line of pet care products, all of
[his] own fornulas". (Bethurumdisc. dep. at 9-10.)

13
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based on sale prices" rather than loyalty to a particular
retailer. (Brandenburg dep. at 29.)

Li ke any chem cal product used for controlling insects,
respondent’s "BUSHWHACKER' fire ant control pesticide has been
regi stered with the Environnental Protection Agency ("EPA"), as
required by federal |aw, 18 and has al so been registered, in
accordance with state laws, in each of the states in which it is
currently sold.1® At present, respondent’s EPA registration for
his "BUSHWHACKER' fire ant control pesticide essentially permts
use of the product anywhere, including household use as well as
In food establishments, schools, hotels and other commerci al
busi nesses. Respondent’s "BUSHWHACKER' and design mark was in
| awful use in interstate commerce, as permtted by his first EPA
registration for his product, as of July 1991. Respondent, whose
earliest sales were in Texas and Florida, also naintains that
such mark was in use (presumably in field tests or by being
distributed to the public as free sanples) as of October 1987.
The earliest docunented sale, however, relates to an Cctober 9,
1990 sales ticket for two 25-pound cani sters of "BUSHWHACKER'
fire ant control pesticide sold to a country club in Gal veston,

Texas. Manufacturing of respondent’s fire ant control pesticide,

18 Unl ess registered with the EPA, a pesticide may not be legally sold,
al though it may be given away and field tested. Respondent received
his first EPA registration for his fire ant control pesticide, which
had restrictions on the product’s areas of use, in 1991 and received a
second EPA registration therefor, which pernmitted broader usages, in
March 1994.

19 Fire ants are principally a pest in about 18 southern states and in
California and Arizona.

14
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subject to his second EPA registration therefor, commenced in
July 1994.

Foll owi ng a rudinentary search conducted in May 1987,
whi ch anong ot her things disclosed petitioner’s registration for
Its "BUSHWACKER' mark for electric hedge trinmers, respondent
el ected to adopt his "BUSHWHACKER' and design mark for his fire
ant control pesticide.20 Respondent testified that he chose such
mar k because:

| saw the product as bei ng sonewhat

simlar to the civil war Bushwacker as | know

it: It hides in the bushes and when you wal k

through it it gets them And I thought the

nane was appropriate for an insect killer

under those terms.

(Bet hurum di sc. dep. at 44.)

At the retail level, respondent’s fire ant control
pesticide is sold under his "BUSHWHACKER' and design nmark chiefly
in one-, five- and 25-pound canisters which are typically
arranged in end-of-aisle displays. Commercial quantities of such
goods, which are often applied by airplane, are available in 350

pound canisters. Wile, at present, agricultural users are his

princi pal custoners, respondent also offers, for such specific

20 Respondent’s reaction to petitioner’s registration was that it did
not present a probleminasnmuch as "a weedcutter has nothing to do with
a pesticide. | couldn't find that there would be any idiot that
couldn’t tell the difference between the two." (Bethurumdisc. dep

at 42.) It should be pointed out, however, that even though the
respective goods are specifically different in nature, the question to
be determ ned concerning the registrability of respondent’s nmark is
not whether such goods are likely to be confused but rather whether
there is a likelihood of confusion as to the source of those goods
because of the marks used in connection therewith. See, e.qg., Inre
Rexel Inc., 223 USPQ 830, 831 (TTAB 1984); MRl Systens Corp. V.

Wesl ey-Jessen Inc., 189 USPQ 214, 218-19 (TTAB 1975); and Chenetron
Corp. v. Self-Organizing Systens, Inc., 166 USPQ 495, 500 (TTAB 1970).

15
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applications as protecting electrical equipnent and connecti ons,
three-, six- and quarter-ounce containers of his "BUSHWHACKER"
product, which he respectively markets under the marks "LIL

VWHACKER, " " DADDY WHACKER' and "TI NY WHACKER'. According to

respondent: "All of these whackers ... are used for electrical
termnals, signal lights, street lights, railroad crossing
lights, [and] all kinds of things that go into ... connection
boxes to prevent the fire ants ... from doing damage to the

wiring and circuitry.” (ld. at 72.) In particular, the "LIL
WHACKER' "goes into pressure switches and things of that nature";
t he "DADDY WHACKER' is "made specifically for the use ... [in]
huge transforners”; and the "TINY WHACKER' primarily "goes in the
wel | heads". (ld. at 72-74.) The sole sales figures of record,
while confidential, indicate that, as of June 1, 1994, conbi ned
sal es of respondent’s pesticide and pharmaceutical products under
hi s "BUSHWHACKER' and design mark have anounted to | ess than one
mllion dollars, with the magjority of sales having been generated
In eastern and northeastern Texas.

Al t hough none of respondent’s variously packaged
" BUSHWHACKER' pesticide for fire ant control is conpetitive or
suitable for use with petitioner’s "BUGMCKER' el ectronic insect
killers, respondent admts that honmeowners would want to
eradicate both crawling as well as flying insects fromtheir
properties. Respondent, in fact, concedes that his fire ant
control pesticide would be purchased by "just about any hunman
bei ng," including homeowners, and not just commercial businesses.

(Id. at 133.) In particular, respondent testified as follows:
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Q Wul d a private home owner with a
yard be within your group of potential
pur chasers?
A Absol utely.
(ld. at 72.) Respondent, however, has not received any inquiry
or conmmuni cation which suggests, inplies or otherw se infers that
petitioner is associated with respondent, nor is respondent aware
of any instance of actual confusion as to the source of the
parties’ respective goods.

Respondent, in addition to product literature given to
custonmers through distributors of his goods and avail abl e at
retail displays, advertises his "BUSHWHACKER' fire ant control
pesticide at a variety of trade shows ranging fromelectrica
equi pnent shows to hone shows and fl ower shows. Respondent al so
adverti ses such goods in publications directed to owners and/ or
operators of golf courses, apartnent conpl exes, hotels and
notels. In addition, several of respondent’s distributors do
radio advertising for his goods. Respondent has done sone
limted tel evision advertising thereof and plans to do radi o ads
directed to persons interested in gardening. Actual advertising
expenditures to date, however, have been nom nal.

Turning to consideration of the pertinent factors set
forth inlnre E. |I. du Pont de Nenours & Co., 476 F.2d 1357, 177
USPQ 563, 567 (CCPA 1973), for determ ning whether a |ikelihood
of confusion exists, we find that, contrary to respondent’s
contentions, petitioner has satisfied its burden of denonstrating
t hat confusion as to source or sponsorship is likely to occur.

Respondent, in this regard, argues anong other things that
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because petitioner’s "hedge, weed, brush, grass and |leaf trimrers
and shredders” constitute "electric hand[-]held tools," such
goods "are not interchangeable with, and are totally different
from fire ant control pesticide.”" Wile respondent acknow edges
that petitioner’s electronic insect killers are "arguably

rel ated"” to respondent’s goods, respondent asserts that "an

el ectrical appliance for killing flying insects"” is neverthel ess
"quite different” in that "it is a home use appliance, not a
pesticide for agricultural use on farns, [or for] turf

managenent, public utility and industrial uses," as is the case
W th respondent’s product. Respondent consequently maintains
that none of petitioner’s goods is so simlar to his fire ant
control pesticide that confusion would be Iikely.

We agree with petitioner, however, that the parties’
goods are sufficiently related that, if sold under the sane or
simlar marks, confusion as to origin or sponsorship thereof
woul d i kely take place.?l As petitioner points out, all of its
mar ks "are enpl oyed on goods conmmonly referred to as | awn and
garden itens, including itens for plant tending and insect
control.” The record denonstrates, as petitioner accurately

notes, that "the itens sold in connection with Petitioner’s narks

21 1t is of course well settled that goods need not be identical or
even conpetitive in nature in order to support a finding of Iikelihood
of confusion. Instead, it is sufficient that the goods are related in
some manner and/or that the circunmstances surrounding their narketing
are such that they would be likely to be encountered by the sane
persons under situations that would give rise, because of the marks
enpl oyed in connection therewith, to the nistaken belief that they
originate fromor are in sone way associated with the same producer or
provider. See, e.qg., Mnsanto Co. v. Enviro-Chem Corp., 199 USPQ 590,
595-96 (TTAB 1978) and In re International Tel ephone & Tel egraph
Corp., 197 USPQ 910, 911 (TTAB 1978).
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are marketed al ongsi de products which are for precisely the sane
application as Respondent’s pesticide." Specifically,
petitioner’s electric hedge trinmmers, weed and grass trimers,
weed and brush-cutting tools, |awn and garden shreddi ng nmachi nes,
and electronic insect killers are all sold together in the | awn
and garden departnent of its retail stores in close proximty to
such separately displayed products as pesticides and ot her
househol d chem cals for weed and insect control. Petitioner, in
fact, has even advertised its "BUGMCKER' el ectronic insect
killers in conjunction with yard and garden chemicals. 1In a
simlar vein, respondent’s fire ant control pesticide is sold
al ongsi de various | awn care and gardeni ng supplies, including
power equi pnent and tools, in the |lawn and garden sections of
such retailers as nmass nerchandi sers, grocery stores and hardware
stores. As a result, consuners have becone so conditioned to
seeing | awmn and garden products of the kinds sold by the parties
di spl ayed together in the same section of retail outlets that
t hey woul d regard such products, if marketed under the sane or
simlar marks, as emanating fromor being sponsored by or
affiliated with a conmon sour ce.

We also find, contrary to respondent’s position, that

petitioner has established a fam |y of marks, 22 characterized by

22 As stated in J & J Snack Foods Corp. v. MDonald s Corp., 932 F.2d
1460, 18 USP2d 1889, 1891-92 (Fed. G r. 1991):

A famly of marks is a group of marks having a
recogni zabl e common characteristic, wherein the marks are
conmposed and used in such a way that the public associates
not only the individual marks, but the common characteristic
of the famly, with the trademark owner. Sinply using a
series of simlar marks does not of itself establish the
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the term "WACKER, " which canme into existence |long prior to any
dat e upon which respondent can rely in this proceeding. In
particul ar, respondent maintains that third-party registrations
of marks which consist of or include the term "WACKER' or
"WHACKER, " newspaper and nagazine article excerpts nentioning
such terns as "’ bugwacker’, ’'weedwacker’, and ’'wacker’," yell ow
pages listings of a few | andscaping and tree service firnms using
the term "Bushwacker" in their trade names, and dictionary
definitions of the words "whack" and "whacker"23 all serve to
denonstrate that the term "WACKER' is nerely descriptive, or at

| east hi ghly suggestive, of petitioner’s goods. Such term
according to respondent, is thus is not distinctive enough to
trigger recognition thereof as a famly surnane, citing Spraying
Systens Co. V. Delavan Inc., 975 F.2d 387, 24 USPQ2d 1181, 1187
(7th Gir. 1992); Land-O Nod Co. v. Paul son, 220 USPQ 61, 65-66

exi stence of a famly. There nust be a recognition anong
the purchasing public that the common characteristic is
i ndicative of a common origin of the goods.

Recognition of the famly is achieved when the pattern

of usage of the common elenent is sufficient to be

indicative of the origin of the famly. It is thus

necessary to consider the use, advertisenent, and

di stinctiveness of the marks, including assessnent of the

contribution of the conmon feature to the recognition of the

mar ks as of conmon origin.
23 Anpong ot her things, dictionary excerpts show that Webster’s Ninth
New Col |l egiate Dictionary (1988) defines "whack" as a verb neaning "1
a: to strike with a smart or resounding blow b : to cut with or as
with a whack : CHOP"; The Dictionary of Anmerican Slang (1975) lists
such termas a verb neaning, inter alia, "[t]o chop with a knife or
cleaver"; and Webster's Third New International Dictionary (1961) sets
forth such termas connoting "to strike with a smart or resoundi ng
bl ow'. Respondent specifically contends, in light thereof, that
""WACKER is, if not nerely descriptive, at best highly suggestive, of
Petitioner’s goods--electric inplenents which cut, shred, and trim
hedges, bushes, weeds, and brush, and an electric appliance which
"zaps' flying insects."
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(TTAB 1983); Angelica Corp. v. Collins & Al kman Corp., 192 USPQ
387, 394 (TTAB 1976); and D. Kera, "Tips fromthe TTAB," 67
Trademar k Reporter 419, 420 (TTAB 1977).

The record shows, however, that even before respondent
first used his mark in October 1987, petitioner has had an intent
to develop a famly of "WACKER'-based marks in |ight of the
commerci al success of its "BUSHWACKER' el ectric hedge trimrers,
which it introduced in early 1974. Starting with its use of its
"WEEDWACKER' mark for weed and grass trinmmers a year |ater and
continuing wth its use of both its "BUGMCKER' mark for
el ectronic insect killers and its "BRUSHWACKER' mark for bl aded
trimmers in 1980, along with the additional use of its
"LEAFWACKER' mark for shredders by October 1987, petitioner has
continuously used and pronoted such marks as part of a famly of
"WACKER" - sur naned marks. Such products have not only been sold
toget her, under the respective marks, in a substantial vol une
over the course of many years, but petitioner has expended
appreci abl e suns and run nunerous advertisenents, in a w de
variety of media, during that time in which nore than one
(al though not all) of its "WACKER'-surnaned marks have regularly
and prom nently appeared. G ven such extensive pronotion, and
the lack of any significant third-party use of "WACKER'-based
mar ks on | awn and garden products, it is clear that the term
"WACKER, " even if it arguably could be viewed as suggestive of
petitioner’s products (and it plainly is not nerely descriptive
thereof), is in fact distinctive and is recogni zed by nenbers of

t he purchasing public as indicative of the common ownership of
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petitioner’s marks. A famly of such marks, characterized by the
term "WACKER' as its distinguishing el enent, consequently exists
and has so existed since prior to the earliest date upon which
respondent can rely in this proceeding.

This brings us to consideration of the respective
mar ks. Respondent argues that because the only simlarity
bet ween hi s "BUSHWHACKER' and design mark and petitioner’s
"WEEDWACKER, " " BUGMCKER, " " BRUSHWACKER' and " LEAFWACKER' nar ks
Is the term "WACKER' (or "WHACKER'), such "is an insufficient
basis for proving confusing simlarity,"” particularly in |ight of
the design elenent in his mark, which he asserts "is a prom nent
and dom nant feature.” \While respondent al so urges that "the
highly stylized lettering" of his BUSHWHACKER and desi gn mark
"conpl etely distinguishes” it frompetitioner’ s "BUSHMCKER"
mark, we are constrained to agree with petitioner that "the
appear ance, sound, connotation and comrercial inpression of
Petitioner’s BUSHWACKER mar k and Respondent’s BUSHWHACKER mar k
are, for all practical purposes, identical." Such marks are
phonetically equivalent, differing only in the barely perceptible
fact that respondent’s spelling of the term"WHACKER' in his mark
utilizes an "H' whereas petitioner’s mark does not, and are
virtual ly indistinguishable, as they are likely to be encountered
i n the market pl ace, in appearance, connotation and over al
commercial inpression. The term "BUSHWHACKER' in respondent’s
mark is al so the dom nant and di stingui shing el enent thereof,
I nasmuch as it is the only literal termin the mark and woul d

t hus be used by custoners and prospective purchasers in asking
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about or calling for respondent’s goods. Moreover, as petitioner
accurately observes, respondent’s "BUSHWHACKER' and desi gn mark
"closely parallels Petitioner’s other 'WACKER marks for its | awn
and garden products, in that consuners have cone to associate

mar ks containing the term"WACKER' with petitioner and are likely
to view respondent’s "BUSHWHACKER' and design mark, when used in
connection wth such a closely related | awn and garden itemas a
fire ant control pesticide for donestic use, as emanating from
the sane source as the | awn and garden products in petitioner’s
famly of "WACKER'-based narks.

Thus, whether consuners are specifically famliar with
petitioner’s "BUSHWACKER' mark for electric hedge trimers, or
whet her they are generally acquainted with such mark and ot hers
in petitioner’s famly of "WACKER'-surnanmed marks, including its
use of the "WEEDWACKER' mark for weed and grass trimrers,
"BUGWACKER' for electronic insect killers, "BRUSHWCKER' for
power - oper at ed weed and brush-cutting tools and/or "LEAFWACKER'
for | awn and garden shreddi ng nmachi nes, confusion as to origin or
association is likely to occur fromthe contenporaneous use by
respondent of his virtually identical (in the forner instance) or
substantially simlar (in the latter case) "BUSHWACKER' and
design mark for a fire ant control pesticide for donestic use.
Clearly, when consuners and ot her purchasers encounter
respondent’s product in its canister packaging, and
unquesti onably when conmmerci al and agricultural users encounter
the product in snmaller size containers bearing the "BUSHWACKER'

and design mark which are adverti sed under such additional marks

23



Cancel | ati on No. 22, 325

as "LIL WHACKER, " " DADDY WHACKER' and "TI NY WHACKER, " conf usi on
as to source or sponsorship thereof is likely since, even if
purchasers were to notice the differences between respondent’s
" BUSHWHACKER' and design mark and petitioner’s "BUSHWACKER' mark
and/ or any of its other "WACKER'-surnanmed marks, they could stil
reasonably believe that respondent’s fire ant control pesticide
for domestic and agricultural use is sinply another |awn and
garden item emanating from petitioner

In addition, while the record fails to establish that
petitioner’s marks are fanous, it does show that such marks, both
singularly and collectively, have achieved a significant neasure
of strength and recognition on the part of the purchasing public
which entitles the marks to a correspondi ngly broader scope of
protection. Petitioner’s sales and advertising under its marks,
as noted previously, have been substantial and its products,
particularly those marketed under its "WEEDWACKER' and
"BUGWACKER' marks, have received extensive publicity in newspaper
and magazine articles. In view thereof, and given the absence of
any significant third-party uses, in connection with the sanme or
simlar goods as those of the parties, of marks which consist of
or contain the term"WACKER' (or its phonetic equival ent
"WHACKER'), a finding of |ikelihood of confusion is warranted.

I n reaching our conclusion in this regard, we have not
I gnored the absence of any reported incidents of actual
confusion. W note, however, that such is not a neani ngful
factor in the circunstances of this case inasnuch as the record

fails to denonstrate that, for a significant period of tine,

24



Cancel | ati on No. 22, 325

respondent’ s sal es and advertising of his product under his
" BUSHWHACKER' and desi gn mark have been so extensive that, if
confusion as to origin or affiliation were likely to occur with
petitioner’s contenporaneous use of its "BUSHWACKER' and/or ot her
"WACKER'" - based marks, it could be expected to have happened.
See, e.g., Gllette Canada Inc. v. Ranir Corp., 23 USPQ2d 1768,
1774 (TTAB 1992). The bul k of respondent’s sal es, which have
been confined principally to eastern and northeastern Texas,
appear to have taken place primarily during the two and a half
years since he received his second and substantially |ess
restrictive EPA registration for his product in 1994, and
advertising done by respondent and his distributors under his
mar k has been quite nodest.

Mor eover, as respondent acknow edges in his brief, the
absence of any reported instances of actual confusion is
expl ained by the fact that, as a practical matter:

The primary channels of trade through

whi ch nost of Bet hurum s BUSHWHACKER fire ant

pesticide is sold is for agricultural, public

utility, and other industrial/comercial

applications. The primary focus of

Bet hurumis narket is to farners, parks,

school s, public utilities, and golf courses.

In short, this is not Sears’ clained market

[inits brief] of "mddle to upper class

subur ban and urban" custonmers. .... Even in

the retail outlets such as grocery stores and

Wal - Mart stores, where Bethurunmis product is

sold, it is directed to the institutional

applications of the fire ant pesticide, such

as for "school s" and "parks". :
It is well settled, however that the issue of |ikelihood of
confusion nust be determned in [ight of the goods set forth in

the respective registrations and, in the absence of any specific
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limtations therein, on the basis of all normal and usual
channel s of trade and nethods of distribution for such goods.

See, e.g., CBS Inc. v. Mxrow, 708 F.2d 1579, 218 USPQ 198, 199
(Fed. Gr. 1983); Squirtco v. Tony Corp., 697 F.2d 1038, 216 USPQ
937, 940 (Fed. Cir. 1983); and Paul a Payne Products Co. v.
Johnson Publishing Co., Inc., 473 F.2d 901, 177 USPQ 76, 77 (CCPA
1973). Here, respondent’s product is broadly identified in his
registration as a "fire ant control pesticide for donestic and
agricultural use" (enphasis added), an identification which

I ncl udes the same ordinary consuners and identical nass

mer chandi ser and hardware store retail trade channels as those to
whom and t hrough which petitioner’s household | awn and garden
equi pnent is marketed. It is clear, therefore, that respondent’s
goods, as identified, may not be limted to agricultural and/or

I nstitutional users. Furthernore, and in any event, the absence
of actual confusion to date is sinply not dispositive inasnuch as
evidence thereof is notoriously difficult to conme by and the test
under Section 2(d) of the Trademark Act is likelihood of
confusion rather than actual confusion. See, e.g., Gllette
Canada Inc. v. Ranir Corp., supra; Block Drug Co. v. Den-Mat

Inc., 17 USPQ2d 1315, 1318 (TTAB 1989); and Guardi an Products
Co., Inc. v. Scott Paper Co., 200 USPQ 738, 742 (TTAB 1978).

As a final consideration, we observe that to the extent
that, in particular, the differences in the inherent nature of
the respective goods and the |ack of any known incidents of
actual confusion may serve to raise a degree of doubt as to our

conclusion that confusion is likely, we resolve such doubt, as we
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must, agai nst respondent and in favor of petitioner. See, e.qg.,
G ant Food, Inc. v. Nation's Foodservice, Inc., 710 F.2d 1565,
218 USPQ 390, 395 (Fed. Cir. 1983); San Fernando Electric Mg.
Co. v. JFD El ectronics Conponents Corp., 565 F.2d 683, 196 USPQ
1, 2 (CCPA 1977); and lzod, Ltd. v. Zip Hosiery Co., Inc., 405
F.2d 575, 160 USPQ 202, 204 (CCPA 1969).

Deci sion: The petition to cancel is granted and Reg.

No. 1, 756,396 will be canceled in due course.

R L. Sinms

E. W Hanak

G D. Hohein
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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