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Respondents have regi stered the mark depi cted bel ow
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for goods identified as "processed granola cereal ."?

Petitioner has petitioned to cancel respondents’

! Registration No. 1,658,376, issued Septenber 24, 1991.

Section 8 affidavit accepted. The words FAMOUS GRANOLA have
been di sclai med apart fromthe mark as shown. The mark is |ined
for the color red. The date of first use identified in the

(footnote continued on next page)
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registration, alleging as grounds therefor priority of use
and |ikelihood of confusion under Trademark Act Section
2(d), 15 U.S.C. 81052(d). Specifically, petitioner alleges
that it has used the designation LITTLE DEBBIE as a
trademark for various food items, including granola
products, since prior to respondents’ first use of their
mark, and that respondents' mark, as applied to respondents'
goods, so resembles petitioner's mark as to cause confusion,
to cause mistake, or to deceive. 2 Respondents have filed an
answer denying the essential allegations of the petition to
cancel.
This case now comes up on the parties' cross-motions

for summary judgment with respect to petitioner's Section

(footnote continued from previ ous page)

registration is March 6, 1990. The registration arose from
application Serial No. 74/049,680, filed April 16, 1990.

2 pPetitioner also has alleged ownership of Registration No.
735,443, issued July 31, 1962, of the mark LI TTLE DEBBIE for
"oatmeal créme pies," and Registration No. 967,756, issued

September 4, 1973, of the mark LITTLE DEBBIE for "cakes, cookies

and pies." Additionally, petitioner alleges ownership of two

intent-to-use applications filed March 12, 1992, i.e.,

application Serial No. 74/254,549, by which it seeks

registration of the mark LITTLE DEBBIE for "breakfast cereals,"

and application Serial No. 74/473,036, by which it seeks

registration of the mark DEBBIES for "snack cakes and breakfast

cereals." Respondents' DEBBIE'S FAMOUS GRANOLA registration,

the registration involved herein, has been cited as a Section

2(d) bar to both applications, and the applications currently

are suspended pending the outcome of this proceeding. It also

appears that, on December 27, 1993, after commencement of this
proceeding, petitioner filed a use-based application to register

the mark LITTLE DEBBIE for goods in twelve classes, including

"breakfast cereals" and "granola bars" in Class 30. That

application also has been refused registration under Section

(footnote continued on next page)
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2(d) claim Generally, summary judgnent is appropriate in
cases where the noving party establishes that there are no
genui ne issues of material fact which require resolution at
trial and that it is entitled to judgnent as a matter of
law. Fed. R Civ. P. 56(c). An issue is material when its
resol ution would affect the outcone of the proceedi ng under
governing law. Anderson v. Liberty Lobby, Inc., 477 U.S.
242, 248 (1986). A fact is genuinely in dispute if the
evi dence of record is such that a reasonable factfinder
could return a verdict in favor of the nonnoving party. [/d.
The nonnoving party nust be given the benefit of al
reasonabl e doubt as to whet her genuine issues of materi al
fact exist, and the evidentiary record on summary judgnent,
and all inferences to be drawn fromthe undi sputed facts,
must be viewed in the Iight nost favorable to the nonnoving
party. See pryland USA, Inc. v. Geat Anerican Misic Show,
Inc., 970 F.2d 847, 23 USPQd 1471 (Fed. Cir. 1992);: dde
Tynme Foods Inc. v. Roundy’s Inc., 961 F.2d 200, 22 USPQd
1542 (Fed. Gr. 1992).

In this case, after careful consideration of the
evi dence and argunents submtted by each party, we concl ude

that no genuine issues of material fact exist and that

(footnote continued from previ ous page)
2(d) and remains suspended pending the outcome of this

(footnote continued on next page)
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petitioner is entitled to judgnent as a matter of lawon its
Section 2(d) claim Accordingly, we grant petitioner’s
notion for sunmary judgnent and deny respondents’ cross-
notion for sunmmary judgnent. See Fed. R Civ. P. 56(c).

W turn first to the issue of priority. There is no
di spute that the date of respondents’ first use of their
DEBBI E' S FAMOUS GRANOLA mark on their granola cereal, and
thus the earliest date upon which respondents may rely for
pur poses of determning priority in this case, is March 6,
1990.

In support of its priority claim petitioner has
submtted the declaration of John A Phillips, Jr.,
petitioner’s Vice President of Marketing and Sales. M.
Phillips avers, inter alia, that petitioner began using its
LI TTLE DEBBIE mark in connection with snack cake products in
1960; that petitioner has sold billions of units of LITTLE
DEBBI E products, including snack cake itens such as cakes,
cooki es, pies, bars, brownies, donuts, nmuffins, rolls and
pastries, as well as other food products including cereal,
candy, crackers and peanuts, at retail sales prices in the
billions of dollars; that petitioner’s LITTLE DEBBIE
products have a 60% nmarket share of the national market for

snack cakes; and that petitioner’s LITTLE DEBBIE mark is one

(footnote continued from previ ous page)

pr oceedi ng.
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of the nost well-known trademarks in America. (Phillips
decl arati on, paragraphs 3-11.)

M. Phillips also avers that petitioner began selling
granola bars in 1977 under its LITTLE DEBBIE mark; that
after 1981 petitioner also began using the marks SUNBELT
and/ or GRANCLA NATURALS, in addition to its LITTLE DEBBI E
mark, on its granola bar products; and that petitioner has
continued to sell granola bars bearing its LITTLE DEBBI E
mark, with $238 mllion in total sales of such products.
(Phillips declaration, paragraphs 12-18.)

M. Phillips also avers that petitioner began selling
granol a cereals in 1986; that the packaging for petitioner’s
granol a cereal s al ways has borne both petitioner’s SUNBELT
mark and its LITTLE DEBBIE mark; and that petitioner’s
annual sales of its granola cereal products bearing the

SUNBELT and LI TTLE DEBBI E nar ks have been as foll ows:

1986 $526, 027
1987 827, 593
1988 936, 622
1989 1,175, 157
1990 1,407,178
1991 1, 909, 884
1992 3,997, 662
1993 5, 830, 080
1994 9, 847,723

(Phillips declaration, paragraphs 12-22.)
Petitioner also has subm tted sanples of the packagi ng

It has used over the years for its granola cereals.
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(Petitioner’s Exhibit Nos. PX19-PX25.) These exhibits show
that petitioner has used SUNBELT as the primary brand name
on the packages for petitioner’s granola cereals, and that
the LITTLE DEBBI E mark appears variously on the front, back
and side panels of the packages in conjunction with various
ot her wording, e.g., "LITTLE DEBBI E Snacks," or "from LI TTLE
DEBBIE," or "fromthe bakers of LITTLE DEBBI E Snack Cakes,"
or "fromLITTLE DEBBI E Snacks," or "baked by LITTLE DEBBIE."
O particular interest is petitioner’s Exhibit No. PX19, a
1986 cereal package which bears both the SUNBELT mark and
the LI TTLE DEBBI E mark, and the back panel of which al so
contains the follow ng text:
So by now you’ ve noticed us. W’'re Sunbelt brand
snacks, the snack with the old fashi oned ingredients.
And, you’'ve probably also noticed the Little Debbie
trademark. This is our way of telling you that the
sanme quality and value associated with Little Debbie
for over 25 years will also be found in Sunbelt brand
snacks.

The Board finds that petitioner’s evidence is
sufficient to establish that petitioner has used LITTLE
DEBBIE as a trademark on its granola cereal products since
1986, prior to respondents’ first use of their DEBBIE S
FAMOUS GRANCLA mark on March 6, 1990. The Board al so finds,
for the reasons di scussed bel ow, that respondents have

failed to denonstrate that there are any genui ne issues of

material fact as to this prior use by petitioner.
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Accordingly, the Board finds as a matter of |aw that
priority rests with petitioner in this case.?

Respondents have not disputed petitioner’s avernents
and evidence that petitioner has used the LITTLE DEBBI E mark
on the packages for its granola cereal products since 1986.
Respondents instead argue that, as a result of the
"inconsistent” and "subtle" manner in which petitioner has
used the LITTLE DEBBIE mark on its granol a cereal packages
over the years, and because petitioner has adopted and used
the mark SUNBELT as its "primary" mark for granola cereal,
petitioner has acquired no rights in LI TTLE DEBBIE as a
trademark for its granola cereal, or else has abandoned any
such rights.

Specifically, respondents contend that the LITTLE
DEBBI E mark has appeared in various |ocations on
petitioner’s granola cereal packages over the years, rather

than in a single |location to which consuners coul d becone

® Petitioner also has based its summary judgnent priority claim
on its ownership of its pleaded LITTLE DEBBIE registrations
covering, respectively, "oatmeal créme pies" and "cakes, cookies

and pies." Petitioner has not submitted status and title copies

of those registrations, but because respondents have treated the

registrations as having been properly made of record, so shall

we. However, because we find that petitioner has established

its valid and prior common law use of the LITTLE DEBBIE mark on

the very goods identified in respondents’ registration, i.e.,

processed granola cereal, we need not base our priority

determination in this case on petitioner's registrations.

Likewise, although petitioner has established valid and prior

use of the LITTLE DEBBIE mark on granola bars, we need not rely

on such use to find for plaintiff, in view of petitioner's

proven prior use of the mark on granola cereals.
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accustoned; that the LITTLE DEBBIE mark has appeared on the
packages in varying sizes, and that it always is smaller and
| ess prom nently displayed than the SUNBELT mark; and that,
accordi ngly, although consunmers m ght recognize LITTLE
DEBBI E as petitioner’s trademark for its "snack cake"
products, LITTLE DEBBIE has not acquired "secondary mneani ng"
as a mark for petitioner’s granola products.?

Addi tional ly, respondents argue that when petitioner
applied in March 1992 to register its LITTLE DEBBIE mark for
"breakfast cereals,” it filed an intent-to-use application,
rat her than a use-based application. Respondents contend
that petitioner’s filing of an intent-to-use application
constitutes petitioner’s adm ssion that it was not using the
LI TTLE DEBBI E mark on breakfast cereals as of the filing
date of that application.

The Board has carefully consi dered respondents’

argunents and finds themto be wthout nerit. First, it is

* The Board presunes that respondents, in repeatedly using the
term "secondary neaning” in their arguments, are not using it in
the sense in which it traditionally is used in trademark cases,
i.e., to denote a designation which, in addition to its
primarily descriptive or otherw se non-inherently distinctive
meani ng, has acquired distinctiveness or "secondary meani ng" as
a trademark. Cf. Trademark Act Section 2(f), 15 U S C

81052(f). There is no dispute in this case that LITTLE DEBBIE

is an inherently distinctive mark which is protectable without

the need for a showing of acquired distinctiveness or "secondary

meaning." Rather, the Board presumes that respondents are using

the term "secondary meaning" in the context of their argument

that petitioner is not entitled to claim rights in LITTLE DEBBIE

as a "secondary" mark in connection with its granola products,

which are marketed under the "primary"” mark SUNBELT.
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i mmaterial that the LI TTLE DEBBI E desi gnati on has appeared
on petitioner’s packages in varying |ocations and in varying
sizes over the years. The evidence of record shows that
al t hough there have been variations in the ways in which
petitioner has placed its LITTLE DEBBIE mark on its granol a
cereal packages, each of those uses has been valid trademark
use. See Johnston Foods, Inc. v. Carnation Co., 159 USPQ
624, 627 (TTAB 1968). Respondents cite no authority for
their argunent that a trademark i s abandoned unless it
consistently appears on the package in the sane position and
In the sane size, and we are aware of no such authority.
Second, it is immaterial that petitioner regards and
uses SUNBELT as the primary mark for its granola cereal, or
that the LITTLE DEBBIE mark is smaller and | ess prom nently
di spl ayed on the packages than is the SUNBELT mark. It is
wel | -settled that a product can bear nore than one
protectabl e trademark, so |long as each of the marks is used
in a trademark manner, as are petitioner’s SUNBELT and
LI TTLE DEBBI E marks on petitioner’s granola cereal

packagi ng.> See The Chun King Corporation v. Genii Plant

> Respondents, relying on selective quotations frompetitioner’s
i nternal nenoranda and correspondence, contend that petitioner
has adopted and utilized a two-track marketing strategy for its
various product lines, pursuant to which, according to
respondents, petitioner uses its SUNBELT mark to identify its
nore healthy "light snack"” products such as granola cereal,
while using the LITTLE DEBBIE mark to identify its sweeter
"snack cake" product line. (Respondents go so far as to argue

(footnote continued on next page)
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Line, Inc., 403 F.2d 274, 159 USPQ 649 (CCPA 1968); The
Procter & Ganbl e Conpany v. Keystone Autonotive Warehouse,
I'nc., 191 USPQ 468, 474 (TTAB 1976).

Finally, in view of the clear and uncontradicted
evi dence submitted by petitioner which establishes that
petitioner has actually been using the LITTLE DEBBI E mark
continuously since 1986 on its granola cereal products, the
fact that petitioner filed an intent-to-use application in
1992 to register its LITTLE DEBBIE mark for "breakfast
cereal s" sinply does not raise a genuine issue of materi al
fact on the priority issue in this case. Respondents have
cited no authority, and we are aware of none, for their
argunent that petitioner’s filing of that application on an
I ntent-to-use basis constitutes an "adm ssion" that

petitioner was not using the mark on the identified goods,

(foot note continued from previ ous page)

that petitioner, by using its LITTLE DEBBIE mark in an

i nconsi stent and subtle manner on its granola cereal packaging,
is attenpting to disassociate the LI TTLE DEBBIE mark and its
"junk food" connotation frompetitioner’s relatively nore
heal t hy SUNBELT granol a cereal.) However, it is not
petitioner’s internal marketing strategy which is at issue in
this case. Rather, the issue is whether or not petitioner has
made prior use of its LITTLE DEBBIE mark on its granol a cereal
products. The evidence of record clearly establishes such use
by petitioner. |In view thereof, respondents’ rather el aborate
efforts to deconstruct petitioner’s marketing strategy are

m sgui ded, and respondents’ reliance on that deconstruction as
the basis of their legal theory on the priority issue is

m spl aced.

10
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or had abandoned such use, as of the 1992 filing date of the
appl i cation.

For the reasons discussed above, we find that
petitioner’s rights in its LITTLE DEBBIE nmark, as applied to
granol a cereal, are prior and thus superior to respondents’
rights in their DEBBIE S FAMOUS GRANCLA mar k

Having determned that priority rests with petitioner
in this case, we turn next to the question of Iikelihood of
confusion. The issue to be determ ned is whether
respondents’ mark DEBBI ES FAMOUS GRANOLA (and design), when
used on or in connection with the goods identified in
respondents’ registration, i.e., "processed granola cereal,"
so resenbl es petitioner’s mark LI TTLE DEBBI E, previously
used on or in connection with granola cereals, as to be
i kely to cause confusion, or to cause m stake, or to
deceive. See Trademark Act Section 2(d).

At the outset, we are constrained to agree with
petitioner’s contention that respondents have judicially
admtted that a |Iikelihood of confusion exists in this case,
thereby elimnating any genuine issue of material fact on
that question and establishing petitioner’s entitlenent to
judgnment as a matter of law. Respondents’ efforts, in their
summary judgnent briefs, to "clarify" their previous
al l egations regarding the exi stence of a |ikelihood of

confusion have only served to make it clear that respondents

11
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actually do not dispute that confusion is likely to result
fromthe concurrent use of the parties’ respective marks on
granol a cereal products.

By way of background, and to provide context for the
statenents contained in respondents’ judicial adm ssions
(which are fully quoted below), it should be renmenbered that
petitioner alleged, in its petition to cancel, that it has
filed applications to register the marks LI TTLE DEBBI E f or
"breakfast cereal"” and DEBBIES for "snack cakes and
br eakfast cereal,"” and that the Trademark Exam ning
Attorney, citing respondents’ registration involved herein,
has refused registration to petitioner under Trademark Act
Section 2(d), finding that a |ikelihood of confusion exists
bet ween petitioner’s marks LI TTLE DEBBI E and DEBBI ES, for
"breakfast cereals,"” and respondents’ mark DEBBIE S FAMOUS
GRANCLA for "processed granola cereals.”

After having been served with the petition for
cancel | ati on, which included petitioner’s allegations
regarding the O fice's refusal of petitioner’s intent-to-use
applications to register the LITTLE DEBBI E and DEBBI ES mar ks
for breakfast cereal, the first pleading that respondents
filed herein (in lieu of a proper answer to the petition for
cancel lation) was their "Petition to Deny O aimand to Seek
to Cancel Petitioner’s Application for Registration.”

(Docket No. 3; see also respondents’ Exhibit No. RX34.) 1In

12
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paragraph 7 of this initial pleading, respondents alleged as

foll ows:

7. Therefore, by virtue of DEBBIE S FAMOUS
GRANCLA' s high industry standards and recognition,
def endant seeks to cancel Petitioner[’]s application
for registration No. 74,254,546 and No. 74, 254,549
(which were denied registration) as it is agreed that
t hese new marks m ght cause confusion if MCKEE FOODS
CORPCORATI ON changes its primary regi stered mark of
SUNBELT (and secondary mark of LITTLE DEBBIE S) that
It has been using on its cereal products to that of
"DEBBI ES for Snack Cakes and Breakfast Cereal" or
"LI TTLE DEBBI E for Breakfast Cereal"” as a new
regi stered trademark. The defendant and owner of
regi stered trademark No. 1, 658, 376 opposes the
granting of the new applications pursued by MCKEE
FOODS CORPORATI ON and hereby seeks to cancel
petitioner’s application for registration No.
74,254,546 and No. 74, 254,549. Defendant denies
petitioner[’']s claimthat any confusion or danmage
currently exists by the registered marks that either
conpany uses, however, it is the aforenentioned new
mar ks that MCKEE FOODS CORPORATI ON seeks that w |
i kely cause danmage to the regi stered mark No.
1,658,376. An official "Letter of Protest” has been
filed petitioning the application for registration
for these two new marks with the Director’s office of
the U S. Patent and Trademark office.

(Enphasis in original.)

During the discovery phase of this case, petitioner, by
Its Interrogatory Nos. 25, inquired of respondents: "Do
Respondents contend that Petitioner’s use and/or
registration of the trademark LI TTLE DEBBI E for Breakf ast
Cereals is likely to cause confusion, m stake or deception
wi th Respondents’ Mark? |f so, state all grounds and al

facts in support of such contention.”™ (Petitioner’s Exhibit

13
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No. PX45.) Respondents answered the interrogatory as

foll ows:

25. Respondents contend that Petitioner’s use
and/or registration of the trademark LI TTLE DEBBI E
for breakfast cereals is likely to cause confusion,

m st ake or deception with Respondents’ Mark.

DEBBI E' S FAMOUS GRANCLA has established itself as a

| eadi ng high quality processed granola in Anerica.

LI TTLE DEBBIE is known for snack cakes, not processed
granol a; McKee’'s granol a products are known by the
name and mark, SUNBELT. By virtue of DEBBIE S FAMOUS
GRANCLA' s high industry standards and recognition, as
well as its exclusive right for the classification of
processed granol a cereal by registration, the new

mar ks that Petitioner seeks mght |ikely cause
confusion if registration is granted and the primary
mark on Petitioner’s granola products are changed.

(Petitioner’s Exhibit No. PX46.)

In response to petitioner’s argunent that this
I nterrogatory answer constitutes respondents’ adm ssion that
l'i kel i hood of confusion exists in this case, respondents

argue as follows in their main summary judgnent brief:

Respondents answered "yes" in the reply [to the
interrogatory]. To clarify, Respondents have al ways
contended that there is no current confusion.

However, if Petitioner receives the two marks for the
new goods that it seeks and displays themin a

prom nent, identifying or primary position, confusion
could likely occur. Respondents[’] answer was then
stating agreenent with the two exam ning attorneys of
the U S. Patent and Trademark O fice who denied
Petitioner’s two registrations on the basis of

|'i kel i hood of confusion for the new marks for the new
specific goods. It was therefore, not an adm ssion
for any current confusion as Petitioner has alleged.

Respondents contend that if Petitioner receives
t he new marks and places themin the dom nant or
primary position on simlar goods as Respondents that

14
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the |ikelihood of confusion would exist. "Clearly, a
right to use is not a right to confuse. The rights
to use and register are not identical."” Alfred

Dunhill of London, Inc. v. Dunhill Tailored d othes,
Inc., 49 CCPA 730, 293 F.2d 685, 130 USPQ 412 (1961).
The Board shoul d deny Petitioner’s registration for

t he new marks based on the likelihood of confusion

W th Respondents[’] previously registered mark for

t hese specific goods.

(Respondent’s main summary judgnent brief at pp. 21-22.
Enphasis in original.)

It al so appears that respondents have filed a civil
action for unfair conpetition and tradenane and trademark
I nfringenment against petitioner in the United States
District Court for the Northern District of Florida,

Tal | ahassee Division. (Case No. 95-40074-W5, styled

I nternational Business Representatives, Inc., d/b/a Debbie' s

Fanmous Granol a, and Debbie Singleton and Skip Singleton v.

McKee Foods Corp. Neither party has requested suspensi on of

this cancell ation proceedi ng under Trademark Rule 2.117(a),
and it appears fromthe record herein that the civil action
has been stayed pendi ng the outcone of this cancellation
proceeding.) In their anended conplaint in the civil
action, respondents allege prior and superior rights in
their DEBBIE S FAMOUS GRANOLA nmark and al so allege, in
pertinent part, as follows:
33. In light of Defendant’s [petitioner herein]
constructive and actual prior know edge of

Plaintiff’s [respondents herein] production and sale
of granola cereal under the federally registered

15
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trademark DEBBI E S FAMOUS GRANCLA, Defendant’s
adoption and use of substantially and confusingly
simlar trademarks in connection wth identical
goods, nanely, granola cereal, has resulted in

I ntentional tradenanme and trademark infringenent,
dilution of the distinctive quality of Plaintiff’s
trademark and unfair conpetition by Defendant.

Def endant’s infringenent of Plaintiff[’]s prior and
superior rights to use of Plaintiff’s business nane
has resulted in continuing significant business
damages to Plaintiffs.

33 [sic - should be 34]. The nane and mark DEBBI E
adopted by Defendant for use in pronoting sale of
granol a cereal, and the nane/mark LI TTLE DEBBIE as a
secondary mark on SUNBELT granol a cereal,

I ncorporates the dom nant portion of plaintiffs’
tradenane and trademark DEBBI E S FAMOUS GRANCLA, and
such use by Defendant is irreparably damaging to
plaintiffs and to plaintiffs’ goodw Il in their
tradenane and trademark

34 [sic - should be 35]. Defendant’s use of the
nanme DEBBIE in advertising, marketing, pronoting and
selling granola cereal, and Defendant’s use of the
secondary nane/ mark LI TTLE DEBBI E on SUNBELT granol a
cereal, has resulted in trademark infringenent and
unfair conpetition with Plaintiffs, in that such use
Is likely to cause custoner and ot her confusion with
Plaintiffs granola cereal already being produced
under the federally registered trademark DEBBIE S
FAMOUS GRANOLA.

(Exhibit A to Suppl enental Declaration of Donald A Kaul
acconpanyi ng petitioner’s summary judgnent reply brief.)
Finally, in respondents’ reply brief in support of
their cross-notion for summary judgnent, respondents argue
t hat:
[ T] he likelihood of confusion does not presently
exi st as there is no known instance of actual
trademark confusion for over five and a half years of

concurrent use, however[,] confusion would |ikely
exist if Petitioner was to receive registration and

16
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use for the new marks which they seek (and have been
denied three tines by the TTAB).

(Respondents’ reply brief, at pp. 1-2. Enphasis in
original. Presumably, respondents are referring here to the
Trademar k Exam ning Operation’s refusals issued in
petitioner’s three pending applications. See supra at
footnote 2. The TTAB has not "denied" registration to
petitioner.)

These al | egati ons and argunents of respondents’,
especially the allegations of their anended conplaint in the
civil action, constitute respondents’ judicial adm ssions
that concurrent use of the marks LI TTLE DEBBI E and DEBBI E S
FAMOUS GRANCLA on granol a cereals is likely to cause
confusion. Respondents’ argunents to the contrary are
wi thout nerit.

However, even aside fromrespondents’ judicial
adm ssions, we find that there are no genui ne issues of
material fact with respect to likelihood of confusion in
this case and that petitioner is entitled to judgnent as a
matter of |aw on that issue.

In maki ng the | egal determ nation as to whether
confusion is |likely, we nust take into account those of the

under | ying du Pont® evidentiary factors for which evidence

® Inre EI. du Pont de Nenpurs and Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973).

17



Cancel l ati on No. 20,912

has been submitted and which have been shown to be pertinent
to this case. See Nna Ricci SARL. v. ET.F. Enterprises
Inc., 889 F.2d 1070, 12 USPQ2d 1901 (Fed. G r. 1989).

We begin by finding that, for purposes of our
l'i kel i hood of confusion analysis, the parties’ respective
goods are legally identical, i.e., "processed granol a
cereal ," and that the trade channels and cl asses of
purchasers for those goods also are legally identical

Respondent s have presented evi dence and argunents in
support of their contentions that their product is a prem um
priced, healthy "gournet" granola cereal wth high quality
I ngredients, nmarketed in upscale retail stores to
discrimnating custonmers, while petitioner’s granol a cereal
is a low priced, | ess healthy product, nmade with | ower-
quality ingredients, which is primarily purchased by | ower-
I ncome custoners. However, even assum ng that these all eged
di fferences between the parties’ respective products, trade
channel s and cl asses of purchasers exist,” they are legally
i mmaterial to the likelihood of confusion determ nation in
this case. In view of the absence of any limtations or

restrictions in the identification of goods in respondents’

"In fact, there is evidence in the record which establishes
that the parties’ goods in fact nove in sone of the sanme retai
trade channels, i.e., grocery stores. See Phillips declaration,
paragraph 25, and respondents’ answer to petitioner’s
Interrogatory No. 8 (petitioner’s Exhibit No. PX46).

18
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regi stration, we nmust presune that respondents’ registration
enconpasses all types of "processed granola cereal,”
including the type sold by petitioner, and that respondents’
goods are sold to all normal classes of purchasers and in
all normal trade channels for "processed granola cereal,"”

I ncluding the classes of purchasers and trade channels for
petitioner’s granola cereal. See, e.g., Canadian Inperial
Bank of Commerce, N.A v. WlIls Fargo Bank, 811 F.2d 1490, 1
USP@@d 1813 (Fed. Cir. 1987).

In short, there are no genuine issues of material fact
as to the identity of the parties’ respective goods, trade
channel s and cl asses of custoners, and these factors weigh
in favor of a finding of l|ikelihood of confusion in this
case.

We further find that there is no genuine issue of
material fact that the parties’ respective marks are
simlar, rather than dissimlar, when they are viewed in
their entireties as to appearance, sound, connotation and
comercial inpression. Thus, the first du Pont factor also
supports a finding of likelihood of confusion.

Because the parties’ goods are identical, the degree of
simlarity between the marks necessary to support a finding
of likelihood of confusion is less than it would be in a
case involving less simlar goods. See Century 21 Real

Estate Corp. v. Century Life of Anerica, 970 F.2d 874, 23
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USP@@d 1698, 1700 (Fed. Cir. 1992). Also, it is well-
settled that although the ultimte determ nati on of whet her
the marks are confusingly simlar nust rest on a conparison
of the marks in their entireties, it is not inproper when
maki ng that conparison to give, for rational reasons, nore
or less weight to particular features of the marks. See In
re National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed.
Cr. 1985).

In this case, we find that the nane DEBBIE is the
dom nant feature of both petitioner’s LITTLE DEBBIE mark and
respondents’ DEBBIE S FAMOUS GRANOLA mark. This finding is
based on our analysis of the marks thensel ves, see infra,
and also on the fact that there is no evidence in the record
of any third-party use of marks incorporating the nane
DEBBI E i n connection with food products, fromwhich we
reasonably infer that the designation DEBBIE woul d be
percei ved as a strong indication of source for such goods.

In petitioner’s LITTLE DEBBIE mark, the word LITTLE is
nmerely an adjective which nodifies and points to the proper
nane DEBBIE. Likew se, DEBBIE S, the possessive formof the
nane DEBBIE, is the dom nant feature of respondents’
DEBBI E' S FAMOUS GRANOLA mark. The word DEBBI E S conmmands
greater weight, in the conmercial inpression created by
respondents’ mark, than the | audatory word FAMOUS and/or the

generic word GRANCLA, both of which have been discl ai red by
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respondents and neither of which contributes very nuch to
the mark’s overall commercial inpression. W find that the
red and white checkerboard border around respondents’ mark
Is merely a decorative device which does not detract from
the dom nant role played by the word DEBBIE' S in the mark’s
commer ci al i npression

Al t hough there are points of dissimlarity between the
marks, we find that those dissimlarities are insufficient
to overcone the overall simlarity between the marks which
ari ses fromeach mark’s use of the proper nanme DEBBIE as its
dom nant feature. The presence of the non-distinctive words
FAMOUS GRANOLA in respondents’ mark and the absence of those
words in petitioner’s mark is of little |egal consequence in
the circunstances of this case. Likew se, in view of the
absence of any third-party uses of the designation DEBBIE as
a mark for food products and its resulting strength as a
source indicator, the parties’ marks are not distinguished
by the mnor variations in the parties’ respective uses of
that designation, i.e., petitioner’s addition of the
adjective LITTLE to create the unitary term LI TTLE DEBBI E
and respondents’ use of the possessive form DEBBIE S, nor by
respondents’ use of a checkerboard border design.

In short, the parties’ marks are not identical, but
they do not have to be identical in order to be confusingly

simlar, especially in view of the legal identity of the
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parties’ respective goods. W find that the marks are
confusingly simlar, and that this first du Pont evidentiary
factor weighs in favor of a finding of |ikelihood of
confusion in this case.

Turning to the remaining relevant du Pont factors, we
find that there is no genuine issue of material fact that
processed granola cereal is a relatively inexpensive food
item costing no nore than a few dollars per unit.® Because
t he goods identified in respondents’ registration generally
are of a type which may be purchased on inpul se without the
necessity of careful, sophisticated analysis, the fourth du
Pont factor weighs in favor of a finding of |ikelihood of
conf usi on.

As di scussed above in connection with our finding that
the parties’ marks are simlar under the first du Pont
factor, there is no genuine issue of material fact as to the
absence of any use by third parties of simlar marks on
simlar goods. Thus, the sixth du Pont factor favors a
finding of |ikelihood of confusion in this case.

As for the fifth du Pont factor, i.e., the fane of

petitioner’s mark, we find that there is no genuine issue of

8 See respondents’ mmin brief at page 27, where respondents
contend that petitioner’s cereal retails at $1.79 per 16 oz.
package and that respondents’ cereal retails at $2.89 per 10 oz.
package.
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material fact that petitioner’s LITTLE DEBBIE mark is a
famous mark, at |least with respect to snack cakes, in view
of the undi sputed evidence of petitioner’s sales,
advertising expenditures, and market share. Even if we
assune, favorably to respondents, that LITTLE DEBBIE is a
famobus mark in connection with petitioner’s snack cakes, as
opposed to petitioner’s granola products, we still nust
consider that fame in this case. W cannot reasonably
conclude that food itens such as snack cakes and granol a
cereals are so conpletely comrercially unrelated that we
shoul d accord little or no weight to the fane of the LITTLE
DEBBI E mark in our |ikelihood of confusion analysis. See
general ly El ectronic Data Systens Corp. v. EDSA Mcro Corp.,
23 USPQd 1460, 1464-65 (TTAB 1992); Al berto-cCul ver Co. v.
F.D. C Wol esale Corp., 16 USPQd 1597, 1602-03 (TTAB 1990).
Therefore, we find that the fame of the LITTLE DEBBI E mark
Is to be accorded sone weight in favor of a finding of

| i kel i hood of confusion in this case.

W turn next to the seventh du Pont factor, i.e., the
nature and extent of any actual confusion, and the eighth du
Pont factor, i.e., the length of tinme during and conditions
under which there has been concurrent use w thout evidence
of actual confusion. After careful consideration of the

parties’ evidence and argunents, we conclude that neither of
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these factors is entitled to significant weight in our
l'i kel i hood of confusion anal ysis.

Petitioner asserts that an instance of actual confusion
occurred in June 1994. In support of that claim petitioner
relies on the declaration of petitioner’s vice president M.
Phillips, who states that Janes Daniel, a representative of
petitioner, visited a new grocery store in Florida to set up
petitioner’s LITTLE DEBBIE display, and that when M. Dani el
went to the store office to pick up the shelf tags for
petitioner’s LITTLE DEBBI E products, he was given shelf tags
for respondent’s DEBBI E S FAMOUS GRANCLA products as well as
for petitioner’s LITTLE DEBBI E products. M. Phillips
states that M. Daniel "called back to McKee headquarters in
Tennessee on June 9, 1994 to report the incident,"” and that
petitioner’s Exhibit No. PX45 is a copy of the notes of that
phone conversati on.

The Board' s review of the record reveal s that
petitioner’s Exhibit No. PX45 is not a copy of the phone
conversation notes referred to by M. Phillips, nor do those
not es appear elsewhere in petitioner’s exhibits. However,
respondents have introduced the phone conversation notes as
respondents’ Exhibit No. RX37. The notes are dated June 9,
1993, suggesting that the conversation took place on that
date, not on June 9, 1994 as asserted by M. Phillips.

There is no indication in the notes thensel ves or el sewhere
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in the record as to the identity of the person who nade the
notes. Petitioner has not submtted the declaration of M.
Dani el s, of the store enpl oyee who purportedly gave M.
Daniels the shelf tags, or of the unidentified MKee
headquarters enpl oyee who received the tel ephone report from
M. Daniels, nor has petitioner explained why it has not
submtted any declarations fromthese w tnesses.

The Board finds that petitioner has failed to establish
that actual confusion between the parties’ marks has
occurred. Assuming that petitioner’s evidence on this
gquestion is not inadm ssible hearsay, the evidence
nevert hel ess does not persuade us that actual confusion has
occurred or that, if it has occurred, it is anything nore
than de mnims.

At the very | east, genuine issues of material fact
exist as to the nature and extent of the purported actual
confusion. On the present record, we cannot concl ude that
there are no reasonable alternative explanations as to why
the store enpl oyee gave petitioner’s representative the
shelf tags for respondents’ products. A finding for
petitioner on this issue necessarily would be based on a
mere inference that the store enployee’ s actions were the
result of actual confusion between the parties’ marks. W

may not draw that inference, adversely to respondents, in
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deciding petitioner’s summary judgnent notion. See Qpryl and
USA, Inc., supra.

In short, for purposes of deciding petitioner’s sunmary
judgnment notion, we find that there is no evidence of actual
confusion and that the seventh du Pont factor accordingly is
to be accorded no weight in this case.

However, we also find, under the eighth du Pont factor
that the absence of actual confusion between the parties’
marks is entitled to relatively little weight in our
| i kel i hood of confusion analysis in this case. 1In
appropriate cases, where the evidence shows that both
parties have been nmaki ng substantial use of their respective
marks in the same geographic areas for a | ong period of
time, such that significant opportunities for actual
confusi on have exi sted, the absence of any evidence of
actual confusion can be persuasive evidence that no
l'i kel i hood of confusion exists. See generally J. Thomas
McCart hy, MCarthy on Trademarks and Unfair Conpetition (4th
Ed. 1998) at §23.18. However, this is not such a case.

Respondents have not presented any evidence as to the
volume or dollar amount of their sales of goods bearing
their mark, nor as to the geographic extent of such sales.

It appears from the record, however, that due to the expense
involved in defending this action, respondents were unable

to do much advertising or marketing of their product after
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Novenber 1992, resulting in declining sales which eventually
led to the shutdown of respondents’ factory in February
1995. (Declaration of Skip Singleton, at paragraphs 7-9.
In these circunstances, we cannot reasonably concl ude that
the length of time and the conditions under which the
parti es have nmade concurrent use of their marks are such
that we should accord nmuch weight to the absence of evidence
of actual confusion in this case. Additionally, because the
goods involved in this case are inexpensive, the absence of
evi dence of actual confusion does not necessarily support a
finding of no likelihood of confusion. "Purchasers are
unlikely to bother to informthe trademark owner when they
are confused about an inexpensive product."” Beer Nuts v.
d over dub Foods Co., 805 F.2d 920, 231 USPQ 913 (10th Gir.
1986); McCarthy on Trademarks, supra, at823.18.

In short, although there is an absence of evidence of
actual confusion, we cannot reasonably conclude from this
record that there has been such an extensive opportunity for
actual confusion to occur that the absence of evidence of
actual confusion is legally significant in this case.
Accordingly, we find that the eighth du Pont factor weighs
in respondents’ favor, but only slightly.

The ninth du Pont factor, i.e., "the variety of goods
on which a mark is or is not used (house mark, "family"

mark, product mark)," tends to weigh in petitioner's favor
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Iin this case. It appears fromthe record that petitioner
uses its LITTLE DEBBIE mark on a variety of different food
products, including use as a house mark on its SUNBELT
granol a products. See Phillips declaration at paragraphs 4,
6 and 9; respondent’s Exhibit No. RX16.

Respondents argue that petitioner failed to file a
notice of opposition to registration of respondents’ mark
when the mark was published for opposition in July 1991, and
that petitioner obtained actual know edge of respondents’
mark in January 1992 yet did not file its petition to cancel
until July 1992. Respondents have not pl eaded | aches as an
affirmati ve defense, and the Board accordi ngly cannot
consi der that defense in deciding the parties’ summary
judgnment notions. See TBMP 8528.07(b) and cases cited
therein. However, the tenth du Pont evidentiary factor
allows us to consider "laches and estoppel attributable to
owner of prior mark and indicative of lack of confusion."”

We will consider respondents' arguments in the context of
this du Pont factor.

The record reveals the following sequence of relevant
events. Respondents' mark was published for opposition in
July 1991, and was registered in September 1991. Petitioner
first gained actual knowledge of respondents' mark in
January 1992, when it was made aware of an article about

respondents' product that appeared in the November 25, 1991
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Pensacol a News Journal. Petitioner filed its application to
register its LITTLE DEBBIE mark for breakfast cereals in
March 1992. In July 1992, petitioner’s representatives
attended a trade show in Washington D.C., at which
respondents were exhibiting, for the purpose of conducting
mar ket research into new products and trends in food
mar keting. See Respondents’ Exhibit No. RX11 (petitioner’s
answer to respondents’ Interrogatory No. 14). On July 14,
1992, petitioner filed its petition to cancel respondents’
regi stration

These facts provide no reasonabl e basis for concl uding
that petitioner should be charged with | aches or estoppel
I ndi cative of a |ack of confusion, under the tenth du Pont
factor. Petitioner’s failure to oppose registration of
respondents’ mark after the mark was published for
opposition is of no probative value on this issue; it is
undi sputed that petitioner had no actual know edge of such
publication and did not |earn of respondents’ mark until
January 1992, after the registration of the mark had issued.
Li kewi se, the six-nonth delay between petitioner’s first
actual know edge of respondents’ mark in January 1992 and
its filing of the petition to cancel in July 1992 is of no
| egal consequence, on this record, and is not indicative of
a lack of confusion. Petitioner was not idle after it

| earned of respondents’ registration in January 1992.
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Rat her, petitioner filed its application to register the

LI TTLE DEBBI E mark for breakfast cereals in March 1992 and,
after attending the trade show in July 1992 at which it
encountered respondents and their DEBBIE S FAMOUS GRANOLA
product, filed its petition to cancel on July 14, 1992.

In short, there is no basis for attributing to
petitioner any |aches or estoppel which is indicative of a
| ack of confusion, and the tenth du Pont evidentiary factor
accordingly does not weigh in respondents’ favor in this
case.

Finally, respondents argue that they adopted their mark
in good faith, with no intent to trade on the goodw || of
petitioner’s LITTLE DEBBIE nmark. However, even assuni ng
that respondents adopted their mark in good faith, such good
faith adoption is largely immaterial to the |ikelihood of
confusion analysis in this case. See Jewelers Vigilance
Committee Inc. v. Ulenberg Corp., 853 F.2d 888, 7 USPQd
1628, 1030-31 (Fed. Cir. 1988)("Mreover, proof of intent to
trade on another’s goodw ||, while persuasive evidence of
| i kel i hood of confusion, is not, in any event, a requirenent
under Section 2(d).").

After carefully considering and bal ancing the rel evant
du Pont evidentiary factors in this case, we nust concl ude
that confusion is likely. W find that the parties’ marks

are confusingly simlar when viewed in their entireties, and
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that the parties’ respective goods, trade channels and

cl asses of custonmers are legally identical. These facts
wei gh dispositively in favor of a finding of |ikelihood of
confusion in this case. Further supporting our concl usion
are our findings that petitioner’s mark is a fanmous mark
entitled to a relatively broad scope of protection, that
there are no third-party uses of simlar marks on siml ar
goods, and that petitioner uses its mark on a variety of
goods.

Al t hough there is no evidence of any instances of
actual confusion, such evidence is not a prerequisite to
finding a likelihood of confusion. Furthernore, on this
record, the circunstances surrounding the parties’
concurrent use of their marks are not such that the absence
of evidence of actual confusion is statistically surprising
or legally significant. Certainly, the absence of evidence
of actual confusion does not outweigh the other evidence of
record which overwhel mi ngly supports a finding that
confusion is likely. See, e.g., Gllette Canada Inc. v.
Ranir Corp., 23 USPQd 1768, 1774 (TTAB 1992).

In summary, in view of our finding that petitioner has
priority, and in view of our conclusion, based both on our
consideration of the relevant du Pont factors and on
respondents’ judicial adm ssions, that confusion is likely,

we find that there are no genuine issues of material fact
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and that petitioner has established its entitlenent to
judgnent as a matter of law Accordingly, we grant
petitioner’s notion for summary judgnment, and deny
respondent’s cross-notion for summary judgnent. See Fed. R
Cv. P. 56(c).

The petition to cancel is granted, and respondents’

Regi stration No. 1,658,376 shall be cancelled in due course.

T. J. Qinn
G D. Hohein
P. T. Hairston

Adm ni strative Trademark Judges
Trademark Trial and Appeal Board
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