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Qpi nion by Bottorff, Adm nistrative Trademark Judge:
Applicant FileTrak Software, Inc. has applied to

regi ster the mark FILEKICK on the Principal Register for

goods identified as "conputer software for file

managenment . "' Qpposer Starfish Software, Inc. has opposed

regi stration on the ground that applicant’s nark, as applied

! Serial No. 75/014,889, filed Novenber 6, 1995, based on use in
comerce. January 21, 1992 is alleged as the date of first use
of the mark anywhere, and Novenber 4, 1995 is alleged as the date
of first use in comerce
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to applicant’s goods, so resenbles opposer’s registered mark
SI DEKI CK, 2 previously used by opposer in connection wth

vari ous conputer software products, as to be likely to cause
confusion, to cause m stake, or to deceive. See Trademark
Act Section 2(d), 15 U.S.C. §1052(d). % Applicant has denied

the allegations of the notice of opposition which are

essential to opposer's claim. Opposer and applicant filed

2 Opposer has pl eaded ownership of two Principal Register
regi strations:

Regi stration No. 1,334,110, of the mark SIDEKICK for "conputer
prograns"; issued May 7, 1985, Section 8 and 15 affidavit
accept ed.

Regi stration No. 2,110,295, of the mark SIDEKICK for "conputer
sof tware, nanely, personal information nanagers; electronic
organi zers; desktop organi zers; finance and accounting; file
transfer; file conversion; databases; database searching and
reporting; cardfiles; contact managers; voice data and

Wi rel ess conmuni cation software, nanely, e-nail, voice mil,
voi ce nmessagi ng, and tel ephone and facsimle software; word
processi ng; fax processing; database access; data retrieva
and processing; renote access; alarnms and rem nders;

mul ti media applications software; text and program editing;
cal endars; tinme nmanagenent; schedul ers; appoi ntnent cal endars;
not epads and note taking; outlining; w ndowi ng; printing and
forms managenent; software for use in the transfer of data by
modent cal cul ators; address books; reference works and

i nformati on guides; user interface software for accessing and
browsi ng wi de area networks; nmail nmerge utilities; inport and
export utilities; data backup and restore utilities; tel ephone
dialers and directories; and instructional manuals sold as a
unit therewith." Issued Novenber 4, 1997.

®1In the notice of opposition, opposer alleged additional grounds
of opposition, i.e., that applicant’s declaration in the
application of ownership of the mark was nade in bad faith, and
that applicant had not used the mark prior to the application
filing date. Applicant denied those allegations in its answer.
Opposer has presented no evidence in support of these clainms, nor
has opposer nentioned these clains in its brief. In view of
opposer’s failure to prove these additional pleaded clains, they
are dism ssed with prejudice.
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main briefs on the case, and opposer filed a reply brief.
No oral hearing was requested.

The evidence of record in this case consists of the
file of applicant’s application; the pleadings; and the
follow ng materials submtted by opposer under notice of
reliance: status and title copies of opposer’s pleaded
regi strations which show that the registrations are in
effect and are owned by opposer; excerpts fromtwo conputer
dictionaries; a copy of an advertisenent for opposer’s
" Si deki ck Plus" product, asserted to be fromthe May 16,
1988 issue of Info Wrld magazi ne; a printout of a product
revi ew of opposer’s "Sidekick 95 Del uxe" product fromthe

April 23, 1996 issue of PC Magazine Online; and a printout

from ZDNet of an undated product review of opposer’s

" Si deki ck 95" product. Applicant has raised no substantive
or procedural objections to consideration of any of
opposer’ s evi dence.

Opposer’s notice of reliance also includes a printout,
from what appears to be opposer’s web page, of advertising
for opposer’s "Sidekick 97" product. This printout is not a
"printed publication" which may be introduced by neans of
notice of reliance. Cf. Raccioppi v. Apogee, Inc., 47
UsP2d 1368 (TTAB 1998). However, inasnmuch as this printout
al so was submitted by applicant with its answer to the

notice of opposition and with its brief on the case, see
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infra, we deemthe parties to have stipulated to the
I ntroduction of the printout, and accordingly shall consider
it.

Applicant submtted no testinony or other evidence
during its assigned testinony period. However, applicant
had attached nunmerous exhibits to its answer to the notice
of opposition.* Those exhibits were also attached to
applicant’s brief on the case, along with one additi onal
exhibit consisting of a February 9, 1999 printout of
opposer’s web page. Opposer has objected to and noved to
strike the evidence attached to applicant’s answer and
brief, on the grounds that the exhibits were not tinely
subm tted and have not been properly made of record. W
agree. Accordingly, we grant opposer’s notion to strike,
and have given no consideration to the exhibits attached to
applicant's answer and brief. See TBMP §705.

However, two of the exhibits to applicant's answer and
brief also were submitted as evidence by opposer under
notice of reliance, i.e., the printout of a product review

of opposer's "Sidekick 95 Deluxe" product from the April 23,

* Those exhibits are identified in applicant’s answer’s "List of
Exhi bits" as: "Qpposer’s Sidekick 97 program description”; "PIM
PC Magazi ne review'; "Applicant’s program description”;
"Applicant’s programlisting in SoftSeek Wb page"; "Applicant’s
programlisting in C/ Net downl oad. coni'; "PC Magazine’'s File
Uilities Finalists"; "Applicant’s Installation program screen";
"Applicant’s press rel ease"; "QOpposer’s m ssion statenent”;
"Opposer’s on-line product catal og"; and "DropKick program
description.”
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1996 issue of PC Magazine Online, and the printout, from

what appears to be opposer’s web page, of advertising for
opposer’s "Sidekick 97" product. In view thereof, we deem
the parties to have stipulated to the introduction of these
material s, and have considered them as evi dence of record.

Priority is not at issue in this case, in view of
opposer’s subm ssion of status and title copies of its
pl eaded registrations. See King Candy Co. v. Eunice King's
Ki tchen, Inc., 496 F.2d 1400, 182 USPQ 108, 110 (CCPA 1974).

Qur |ikelihood of confusion determnation under
Section 2(d) is based on an analysis of all of the probative
facts in evidence that are relevant to the factors bearing
on the likelihood of confusion issue. See Inre E . du
Pont de Nenpurs and Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA
1973). In any likelihood of confusion analysis, two key
considerations are the simlarities between the marks and
the simlarities between the goods and/or services. See
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24, 29 (CCPA 1976).

The parties’ respective goods are legally identical,
for purposes of our likelihood of confusion determ nation.
Applicant’s goods are "conputer software for file
managenent." Applicant’s goods are enconpassed by the goods
identified in opposer’s Registration No. 1,334,110, i.e.,

"conputer prograns,” and they appear to be sufficiently
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related to certain of the goods identified in opposer’s
Regi stration No. 2,110,295, e.g., to "conputer software" for
"file transfer,” "file conversion," "database searching and
reporting,"” "data retrieval and processing,"” and "data
backup and restore utilities,” that confusion wuld be
likely to result if the products were to be marketed under
confusingly simlar marks.

Appl i cant has argued, and it appears fromthe record,
t hat opposer’s actual SIDEKICK product is a "personal
I nformati on manager” (PIM. On its web page (lItem 6 above),
opposer advertises its product as "The Best Way to Manage
Cal endars, Contacts, and Communi cations,"” and states that
"Sidekick 97 is the #1 best-selling organizer of all tine!
Wth full-featured cal endars, flexible contact files, and
power ful conmuni cations capabilities, you |l be able to
manage all your activities with ease."” Applicant argues
t hat personal information managers such as opposer’s are not
the sane as or related to file managenent software such as
applicant’s. However, even if that were true, our
|'i keli hood of confusion determ nation nust be nmade on the
basis of the goods as set forth in opposer’s registrations,
rat her than on the basis of what the record m ght show to be
t he actual goods upon which opposer uses the mark. See
Canadi an | nperi al Bank of Conmerce, N A v. Wlls Fargo

Bank, 811 F.2d 1490, 1 USPQ2d 1813 (Fed. Gr. 1987), In re
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Tracknobil e Inc., 15 USPQ2d 1152 (TTAB 1990). As di scussed
above, applicant’s goods are legally identical and/or
closely related to the opposer’s goods as identified in
opposer’s registrations.

However, we find that the parties’ respective marks,
when viewed in their entireties in terns of appearance,
sound, connotation and overall commercial inpression, are so
dissimlar that confusion is not likely to result fromthe
parties’ contenporaneous use of their marks on their
respective goods. This is so, notw thstanding the |egal
identity and/or rel atedness of the parties’ respective
goods. See Kellogg Co. v. Pack’ Em Enterprises Inc., 951
F.2d 330, 21 USPQd 1142 (Fed. Cir. 1991).

Qpposer’s mark SIDEKICK is conprised of a well-
under st ood and commonl y-used word, i.e., "sidekick." W

take judicial notice that Webster’s Ninth New Col | egi ate

Dictionary (1990), at page 1094, defines "sidekick" as "a
person cl osely associated with another as subordinate or
partner." The commercial inpression created by opposer’s
mark is consistent with the normal neani ng and connotati on
of the word "sidekick,"” and woul d be i nmedi ately under st ood

as such. The April 23, 1996 product review from PC Magazi ne

Onli ne, made of record by opposer under notice of reliance,
further corroborates our conclusion regarding the

connotati on of and conmercial inpression created by
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opposer’s mark. The author states: "Just as every novie
hero relies on a trusty sidekick, Starfish Software’s $79. 95
Si deki ck 95 Del uxe stands ready to serve . . .," and ".
If you re looking for an information manager w thout renote
access but wth flexibility, good | ooks, and great features,
Sidekick is the digital Tonto for you Lone Rangers."

Applicant’s mark FILEKICK, unlike opposer’s mark
SI DEKI CK, appears to be a coined termrather than a
recogni zabl e cormmon word. The marks are visually and
aurally dissimlar, and they have different connotations.
The connotation of applicant’s mark, as applied to
applicant’s file managenent software, is not imedi ately
apparent, but it certainly does not have the sane
connotati on as opposer’s mark SIDEKICK. These differences
between the marks in ternms of sight, sound and neani ng
suffice to make the marks dissimlar in terns of their
overall conmmercial inpression

Qpposer argues that applicant’s mark and opposer’s mark
both include the word KICK; that there is no evidence of any
use by third parties of marks which include the word KICK on
the rel evant goods; and that purchasers may erroneously
conclude that FILEKICK and SIDEKICK are part of a famly of
"KI CK" marks for conputer software products and/or that the
products sold under "KICK' nmarks originate froma single

source. However, opposer’s mark is conprised of the unitary
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word Sl DEKI CK, and opposer’s trademark rights are in that
unitary word, not necessarily in the conponents SIDE and/or
KICK. W find that opposer’s rights in its mark do not
extend so far as to preclude applicant fromregistering the
otherwi se conpletely dissimlar mark FILEKICK. W find
opposer’s contentions regarding the possibility that
purchasers will assunme the existence of a famly of "KICK"
marks to be purely speculative and theoretical. "[We are
not concerned with nere theoretical possibilities of
confusion, deception, or mstake or with de mnims
situations but with the practicalities of the comrerci al
world, with which the trademark | aws deal." El ectronic
Design & Sales Inc. v. Electronic Data Systens Corp., 954
F.2d 713, 21 USPQ 1388, 1391 (Fed. Cr. 1992), quoting from
Wtco Chem Co. v. Wiitfield Chem Co., 418 F.2d 1403, 1405,
164 USPQ 43, 44-45 (CCPA 1969).

I'n short, having considered and bal anced the evi dence

of record pertaining to the relevant du Pont factors, we
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conclude that there is no likelihood of confusion in this
case.

Deci sion: The opposition is dism ssed.

T. J. Quinn
C. E Wilters
C M Bottorff

Adm ni strative Trademark Judges
Trademark Trial and Appeal Board
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