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pi ni on by Seeherman, Adm nistrative Tradenmark Judge:

Kel | ogg Conpany has opposed the application of Toucan
Golf, Inc. to register TOUCAN GOLD as a trademark for golf

clubs and putters.® As grounds for opposition, opposer has

Y Application Serial No. 74/611, 345, filed Decenber 15, 1994 and
asserting a bona fide intention to use the mark in comerce.
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all eged that since prior to applicant’s filing date, opposer
has used trademarks "conprising the word 'toucan’” in
connection with food products and ancillary pronotional
itenms; that it owns and relies on registrations for various
mar ks consi sting of a design of a toucan and for the words
TOUCAN SAM for cereal or cereal-derived food products; that
it relies on its common | aw use of toucan marks on ancillary
pronotional itenms, including golf ball markers; and that
applicant’s use of TOUCAN GOLD on its identified goods is
likely to cause confusion or m stake or to deceive. Qpposer
has al so asserted that "the bona fides of Applicant’s
intent-to-use is [sic] not apparent frommaterials of record
i n the subject application, and Opposer therefore challenges
sane. "

In its answer applicant has admtted opposer’s
ownership of its five pleaded registrations, and that these
registrations are valid and subsisting, and denied the
remai ning salient allegations of the notice of opposition.

Bot h opposer and applicant filed briefs. Opposer filed
what it styled as a "reply at final hearing,” in which it
asserts that there are no facts of record to substantiate
the clains and argunent nmade in applicant’s brief, and
points out that the brief is not signed and does not bear a
certificate of service. Qpposer asks that applicant’s brief

be given no consideration. To the extent that opposer
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objects to applicant’s brief on the basis that it does not
satisfy certain procedural formalities, the objection is
denied. Although the brief does not contain all the

el ements of a certificate of service, as set forth in
Trademark Rule 2.119(a), it does indicate that a copy was
sent to opposer. Further, opposer has not asserted that it
did not receive applicant’s brief, or that it was in any way
prejudiced by the fact that it did not bear a certificate of
service. Simlarly, there is no apparent prejudice fromthe
fact that the brief is unsigned. Therefore, applicant’s
bri ef has been considered, although any argunent which is
not factually supported by the record is necessarily of
little val ue.

The record includes the pleadings; the file of the
opposed application; and the testinony, with exhibits, of
opposer’s witnesses Mark Childs and WIliam N el sen.

Opposer has al so submtted, under a notice of reliance,
applicant’s responses to certain of opposer’s

I nterrogatories and requests for adm ssion; portions of the
di scovery deposition of Peter Boyko, applicant’s chief
executive officer; certain printed publications; and
certified status and title copies of opposer’s five pleaded

registrations, as well as Registration No. 1,979,527.2

2 Registration No. 1,979,527 issued on June 11, 1996, and the
noti ce of opposition was filed on July 29, 1996. Because of the
short time between the issuance of the registration and the
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The marks and goods of these registrations are shown bel ow

Cer eal breakfast foods®

Cer eal - derived food
product to be used as a
breakfast food, snack
food or ingredient for
maki ng food*

TOUCAN SAM Cereal -derived food
product to be used as a
br eakf ast food snack food
or ingredient for making
f ood®

filing of the opposition it is possible that opposer’s outside
counsel was unaware that the registration had issued at the tine
it prepared the opposition papers. In that case, it would have
been the better practice to have anended the notice of opposition
when counsel becane aware of the registration. However, because
the registration was introduced during the discovery deposition
of applicant’s witness and was nade of record during opposer’s
testinony period (and because applicant did not object thereto),
we deem the pl eadi ngs to have been anended pursuant to FRCP Rul e
15(b) to include this registration

® Registration No. 775,496, issued August 18, 1964; renewed.

* Registration No. 1,270,940, issued March 20, 1984; Section 8
affidavit accepted; Section 15 affidavit received.

® Registration No. 1,343,023, issued June 18, 1985; Section 8
affidavit accepted; Section 15 affidavit received.
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Appl i cant,

not subm tted any evidence,

whi ch was not

represented by counsel,

Processed cereal to be
used as a breakf ast
cereal, snack food or
primary conponent in
combi nati on with ot her
f oods®

Processed cereal to be
used as a breakfast food,
snack food or ingredient
for making food’

cl ot hing, nanely
t-shirts, sweatshirts,

ni ghtshirts, pajamas and
caps®

has

nor did it appear at the

testi nony depositions of opposer’s wi tnesses or at the oral

heari ng.
Qpposer sells cerea
cer eal

i ntroduction,

products.

under the trademark FROOT LOOPS.

t he packaging for this cereal

cartoon-1li ke picture of a toucan.

® Registration No. 1,840, 746,
of the mark is lined for the colors green,
red and pink,and such colors are clainmed to be a

dar k bl ue,
feature of the nark.

" Registration No. 1,876, 803,

8 Registration No. 1,979,527,

i ssued June 21, 1994.

In 1963 it introduced a
Since its

has featured a
Through the years the

The draw ng

orange, |ight blue,

i ssued January 31, 1995.

i ssued June 11, 1996.
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toucan has changed slightly; for exanple, the original
packagi ng shows the toucan with a cl osed beak, and | ater
versions depict it with an open "nouth" or outspread w ngs.

Qpposer refers to its toucan as TOUCAN SAM and several
of the packages which opposer has introduced as exhibits
bear this nane. For exanple, exhibit No. 3, which depicts
packagi ng fromJune 1964, refers to a TOUCAN SAM stuffed toy
which is offered as a pronotional item This toy is a
stuffed animal representation of the toucan design on the
package. Exhibit 7, which depicts a FROOT LOOPS package
from 1972, features a "TOUCAN SAM 'R ng Toss’ gane,"” and the
gane itself uses a 7-inch tall figure of the toucan

Mark Childs, who is opposer’s Director of Kit Driven
Equities, testified that, based on studies of children's
nane recall, children refer to the toucan design equally as
"Toucan" and "Toucan Sam" A 1996 study prepared by an
advertising agency on the "star power" of various character
and celebrity nanmes showed that of 600 people who were shown
the visual image of Toucan Sam 57% were aware of the
character.

Opposer’s FROOT LOOPS cereal is available in grocery
stores, "manufacturer” stores |like K-Mart and Target, club
stores, institutions and schools. The primary consuners of
the cereal are children and teens (60%; the remaining 40%

are adults over 18.
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Qpposer advertises its FROOT LOOPS cereal nationally on
television, and in ads with coupons which are part of a
coupon-filled insert placed in Sunday newspapers. Qpposer
al so has a web page which includes the FROOT LOOPS brand and
t he Toucan Sam character.

OQpposer’s FROOT LOOPS cereal has enjoyed significant
sales. In the five-year period from 1988 through 1992, net
sales in the United States were over $759 nmillion, while for
a simlar period from 1993 through 1997 (the figures for the
| ast 4 nonths being estinmated), net sales were over $1
billion. Advertising and pronotional expenses anmounted to
$204 mllion in the earlier period, and $358 million in the
latter.

Qpposer, in addition to its cereal products, is
i nvolved in a |icensing/ merchandi sing program WIIliam
Ni el sen, the Director of Pronotion, Devel opnment & Licensing
for opposer’s subsidiary Kellogg USA, testified regarding
opposer’s use of the "TOQUCAN SAM mark." In reviewing this
testinony, we note that M. Nielsen did not nmake a
di stinction between the design mark that is referred to as
Toucan Sam and the word mark TOUCAN SAM whi ch opposer has
regi stered. Based upon the exhibits which were submtted
during M. N elsen s testinony, though, it appears to us
that in general he is referring to the design of the toucan,

rat her than the word nmark TOUCAN SAM
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M. N elsen testified that opposer has |licensed the
"TOUCAN SAM mar k" for, inter alia, golf balls, caps,
t-shirts, toy mniature cars, watches, coffee nugs, plates,
spoons and squirt bottles. A catalog which bears an issue
date of January 1994 offers merchandi se featuring opposer’s
vari ous marks and characters, including representations of
TONY THE TIGER for, inter alia, golf shirts, golf balls,
gol f headcovers, caps, baseballs and squeeze bottl es;
KELLOGG S for, inter alia, golf unbrellas, golf balls, a
"gol f package"” with tees, ball markers and a divot fixer,
and golf towels; and the Toucan Sam design (shown in
Regi stration No. 1,270,940) for golf balls, t-shirts, soft
magnets and | apel pins. M. Nelsen testified that the
Items bearing the Toucan Sam design were available to the
public through the catal og.

M. N elsen also testified that simlar catal ogs were
in use at | east as of 1989 (when he joined the conpany),
al though he did not testify as to the specific goods which
were offered in those catal ogs, or the marks they bore.
Anot her catal og, bearing a copyright date of 1995, which was
i ntroduced in late 1994 or early 1995, offers additional
mer chandi se, including a KELLOGG S trademarked nountain
bi ke, golf putter and golf bag (which, in addition to the

KELLOGG S mark, bears a Tony the Tiger design). The Toucan
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Sam desi gn mark appears, inter alia, on one of the golf
ball's shown in this catal og.

The catal ogs are available to the general public.
Specifically, they are sent out by opposer’s Consuner
Affairs departnent to any consuners who call and indicate
they are interested in obtaining opposer’s |icensed itens.
The catal ogs are also used "with our custoners for
pronoti onal prograns where they need to get these types of
itenms.” Nielsen, p. 11. Al though opposer has not nade
cl ear whether these custoners are distributors or retai
stores, it is obvious that M. N elsen is not referring to
the general public. 1In addition, opposer’s sal es people use
the catalog to order gifts for opposer’s enpl oyees, and
famlies and friends of enpl oyees order |icensed nerchandi se
t hrough t he catal ogs.

Besides selling licensed itens through its catal ogs,
opposer has, since 1987, sold its products through a store,
Cl assic Logos, which is located in a mall in Battle Creek,
M chigan, the city where opposer has its headquarters. The
items sold in the store feature all of opposer’s characters,
i ncl udi ng Toucan Sam and the itens which are sold include
t-shirts, nmugs, pens, caps and sweatshirts.

Qpposer also uses its licensed goods in nerchandi sing
prograns with the trade by which a custoner could buy, for

exanple, a Toucan Samt-shirt if he bought a box of cereal.
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Many of these types of pronotions occur each year, and have
for many years. Trade prograns also include a "store inside
a store type of setup,” in which a store will sell Kellogg
mer chandi se.

In 1996 opposer ran a one-hour TV programon QVC, a
nati onal cable tel evision channel which sells products via
television to viewers in their hones. The program featured
"Kel l ogg |icensed nerchandise,” including "a nunber of
different itenms which includes again TOUCAN SAM as wel | as
TONY and CORNELI US and DIG EM and t-shirts and caps and nugs
and various things like that." N elsen, p. 23.

OQpposer al so sponsors a car in the NASCAR circuit of
races, and at the tracks there are big trailers which carry
"a consi derabl e anount of Kellogg |icensed nerchandi se in
conjunction with our car." N elsen, p. 23. M. N elsen
testified that in 1998 (the year after his testinony was
taken), opposer planned to feature Toucan Sam on a NASCAR
car.

Finally, M. N elsen testified that in general
opposer’s golf-related products are "very popular with the
trades," p. 27, and for charitable events. |In particular,
he said that when opposer sponsors golf outings it always
gi ves out "Kellogg golf balls,"” p. 27, and that they are the
nost popul ar item opposer provides. He did not furnish any

I nformati on, however, as to when, where or how many gol f

10
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outi ngs opposer had sponsored, nor did he indicate the
speci fic marks appearing on the golfing products.

Applicant was incorporated in the summer of 1994. |t
sells pronotional golf-related products, such as bag tags,
divot repair tools, putters, golf clubs and ball markers.

In July or August of 1994 applicant’s CEQO, Peter Boyko,
deci ded to use the nane TOUCAN GOLD for golf clubs and
putters, and filed an intent-to-use application for this
mar k on Decenber 15, 1994. Applicant has had 1800 cl ubs
(formng 100 sets with 13 clubs in a set, plus 500 |ob
wedges) made for it with the words TOUCAN GOLD engraved on
the club heads. Applicant intends to sell its TOUCAN GOLD
golf sets for $1500, and the individual |ob wedge club for
$100 to $150. Applicant also was planning to rmake ot her
sets of clubs, which it mght call TOUCAN SILVER or TOUCAN
RED.

Applicant’s TOUCAN GOLD cl ubs are intended to be used
as a pronotional product, sold to a corporate account that
m ght have a golf tournanent or want to give sonething away
to charity. The clubs could also be offered by a conpany as
an incentive to its custoners, e.g., "buy so many cases of
beer and you get a free set of clubs." Boyko, p. 49.
Applicant’s sales target is a conpany’ s decision neker,
executive, or premum buyer. In both 1995 and 1996

applicant exhibited its TOUCAN GOLD golf clubs in four

11
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"premunt trade shows, two in the United States and two in
Canada. Conpani es which want to provide prem uns as
custoner incentives, such as a bank which offers a free
product to anyone opening a new CD account, would attend
such trade shows.

Apart fromthe trade shows, applicant has not yet
advertised its golf clubs, nor has it created any
advertising or pronotional material. Applicant expl ained
that it decided not to prepare any literature because of the
present opposition.

As a prelimnary matter, we point out that, although
opposer alleged in its notice of opposition that applicant
did not have a bona fide intention to use its mark at the
time it filed its application, opposer has not argued this
issue inits brief. Accordingly, we deem opposer to have
wai ved this claim W would also add that the evidence
which is of record supports the position that applicant did
have the requisite intent.

Addi tionally, we note that opposer has asserted
t hroughout its brief that it owmms a fam |y of TOUCAN narks.
Opposer never made such an allegation in its pleading, nor
do we regard this assertion to have been tried.
Accordingly, we have given no consideration to opposer’s

claimof a famly of nmarks.

12
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The issue before us, therefore, is whether applicant’s
I nt ended use of TOUCAN GOLD for golf clubs and putters is
likely to cause confusion with opposer’s Toucan design and
TOUCAN SAM mar ks.

First, we note that priority is not in issue with
respect to opposer’s use of Toucan designs for cereal,
cereal -based snack food, and clothing, and TOUCAN SAM for a
cereal -derived snack food, in view of opposer’s
regi strations which are of record. King Candy Conpany v.
Eunice King’s Kitchen, Inc. , 496 F.2d 1400, 182 USPQ 108
(CCPA 1974). Apart fromthe registration of the Toucan
design for clothing, however, opposer does not own
regi strations for the collateral nerchandise itens on which
It uses its marks. Accordingly, opposer’s rights inits
mar ks for these products are based on conmon | aw.

We nmust say that the evidence opposer has provided with
respect to the use of the Toucan designs or the words TOUCAN
SAM on col | ateral nerchandise is rather vague. M.

Ni el sen’ s testinony about such usage was in very general
terns, and did not provide any concrete information about
sales or the extent of opposer’s advertising, such as the
nunber of catal ogs which had been distributed. Qpposer’s
failure to provide definite information with respect to
sal es of opposer’s golf balls bearing the Toucan design is

particularly disturbing, since in its brief opposer’s

13
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di scussion of the simlarity-of-the-goods factor rests
solely on the rel atedness between golf balls and golf clubs.
Detail ed testinony regarding sales of golf balls bearing the
Toucan design prior to applicant’s filing date woul d have
had far nore probative value than a "yes" response to "And
woul d the itens featured on that page [of the Kellogg s

mer chandi se catal og] generally be available to the public

t hrough this catal og?" N elsen, p. 12.

Nonet hel ess, we find that M. N elsen s testinony,
coupled with the exhibits of record, shows that the catal og
represented in Exhibit 30 was available to the general
public prior to the filing date of applicant’s intent-to-use
application, and that the inclusion in this catal og of golf
bal | s bearing the design of a toucan (the sane mark which is
t he subject of Registration No. 1,270,940), is sufficient to
establish that, at the very | east, opposer nade use
anal ogous to trademark use by advertising and offering such
items for sale. Accordingly, opposer has established prior
common law rights in the Toucan design mark for golf balls
sold in this particular channel of trade, i.e., opposer’s
own nerchandi se catal og, distributed to nmenbers of the
public who specifically call opposer to request such
mer chandi se.

This brings us to the issue of |ikelihood of confusion.

Opposer’s argunent seens to be based on fornul aic

14
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pronouncenents: opposer’s marks are fanmous and fanous marks
are entitled to a wwde latitude of protection; the parties’
mar ks are substantially identical because TOUCAN is the

dom nant part of applicant’s mark, which is the verbal

equi val ent of opposer’s fanmous marks; and golf clubs and
golf balls have an inherent relationship.

Upon cl oser exami nation, we find there are several
problenms with the steps upon which opposer bases its
concl usion of |ikelihood of confusion.

First, we find that opposer’s Toucan desi gn nmarks are
famous for cereal. As indicated previously, opposer has
prom nently displayed the design of a toucan on its FROOT
LOOPS cereal since 1963, and the cereal has enjoyed
extensive sales as well as advertising. Mreover, the
Toucan desi gn has been enphasized with various pronotions
of fered on the cereal boxes, such as the ring toss gane in
the formof a toucan, and a stuffed toucan animal. W
recogni ze that the Toucan desi gn has changed through the
years, and that opposer’s registrations show different
versions of the toucan, but despite the variations in pose
and color, the comercial inpression of the designs is that
they depict a single cartoon-1like toucan.

However, we cannot agree wi th opposer that the word
mark TOUCAN SAM is fanous for cereal. Although the design

of a Toucan appears to have been used on all of opposer’s

15
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packagi ng and advertising for its cereal, it is clear from

t he evidence of record that the word mark TOUCAN SAM does
not appear on many of the cereal boxes or on the print
advertising.? Consequently, we cannot treat the sales and
advertising figures opposer provided for its FROOT LOOPS
cereal as representing sales and advertising with respect to
t he TOUCAN SAM word mark. Opposer has not provided any
sales or advertising figures fromwhich we can ascertain the
nunber of cereal packages or the anmount of advertising which
does bear the word nark.

W al so take exception to the inplications of opposer’s
position that its Toucan design marks are fanous. Opposer
appears to take the viewthat if a mark is deened to be
famous, it is fanmous for everything. That, however, would
anount to saying that the owner of a fanmpbus mark has a mark
in gross, and that is clearly not true. A mark is used in
connection with particular goods or services, and becones
famous because of that use. Thus, while we have found that
the Toucan design marks are fanous for cereal, there is no
evidence in the record that they are fanmous for any item
ot her than cereal, such as golf balls. Thus, although the
fame of a mark plays a domnant role in determning

| i kel i hood of confusion, Kenner Parker Toys Inc. v. Rose Art

® (pposer did not nmake of record videotapes of its television
comercials so we cannot ascertain whether the word mark was used
in those adverti senents.

16
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I ndustries, Inc., 963 F.2d 350, 22 USPQ2d 1453 (Fed. GCr
1992), it is not the only factor that should be considered.

Wth respect to the marks, opposer has, as noted above,
applied a very formul ai c approach. QOpposer asserts that
TOUCAN i s the dom nant part of both applicant’s mark TOUCAN
GOLD and opposer’s marks TOUCAN SAM and t he Toucan desi gns,
and therefore essentially ignores the presence of the word
GOLD in applicant’s mark and SAMin opposer’s. W disagree
wi th that position

In opposer’s mark TOUCAN SAM each el enent of the mark
has a trademark val ue; neither the word TOUCAN nor the word
SAM as used in opposer’s mark creates a dom nant i npression.
As for applicant’s mark, there is no evidence that the term
"gol d" has a suggestive significance as used with golf
products, nor has opposer nmade of record any third-party
regi strations fromwhich such a conclusion can be drawn.
Applicant’s CEO testified that the word GOLD was chosen for
the mark because the golf clubs have a gold circle design on

them ®© We cannot conclude fromthe evidence of record that

1 We note that in applicant’s brief it states that gold is
recogni zed as the top prize in Aynpic and ot her sporting events,
and that the termwas intended to identify the highest rank of
its product. However, there is no support for this statenent in
the record, and opposer specifically requested that applicant’s
bri ef be given no consideration. Therefore, we cannot regard
opposer as having stipulated these statenments into the record.
Moreover, even if we were to view the word GOLD as a sporting
allusion to first prize, that would not be sufficient for us to
find that the word GOLD, as used in applicant’s mark, is so

17
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the word GOLD in applicant’s mark is weak or has m nor
trademark significance. As with opposer’s TOUCAN SAM nar k,
TOUCAN GOLD nust be considered a unitary term wth both

el ements having an i npact on consuners.

When TOUCAN SAM and TOUCAN GOLD are conpared in their
entireties, they convey different conmercial inpressions.
TOUCAN SAM connotes a nane; TOUCAN GOLD does not. Because
of the juxtaposition of the words in applicant’s mark, wth
the word GOLD foll ow ng TOUCAN, TOUCAN appears in the manner
of an adjective nodifying GOLD, and results in a commerci al
I mpression which is different fromthat of a toucan bird.

Further, because TOUCAN GOLD creates a different
I npression fromthe word TOUCAN per se, we cannot find under
the case law that applicant’s mark is the equival ent of
opposer’s design marks of a cartoon-|ike, anthroponorphic
bird. Cf. Squirrel Brand Co. v. Geen Gbles Inv. Co., 223
USPQ 154 (TTAB 1984). W woul d al so point out that in none
of opposer’s Toucan design marks is its toucan shown in
gol d.

This brings us to a consideration of the parties’
goods. In discussing this factor, opposer refers only to

opposer’s golf-related products and argues that the goods

hi ghly suggestive of golf clubs and putters that TOUCAN nust be
consi dered the dom nant part of the mark

18
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are conplenentary with applicant’s goods.* However, the
only evidence of record regardi ng opposer’s toucan marks
(either the designs or the words TOUCAN SAM in connection
with golf-related goods is common | aw use of the Toucan
design shown in Registration No. 1,270,940 placed on golf
balls. To the extent that opposer is relying solely on its
common law rights in the Toucan design for golf balls to
prove likelihood of confusion vis-a-vis applicant's use of
TOUCAN GOLD on golf clubs and putters, that claim must fail.

Opposer has provided evidence of its prior use of the
Toucan design on golf balls sold only through in its own
catalog which is devoted solely to opposer's trademarked
merchandise, and that catalog is distributed only to those
members of the general public who would directly telephone
opposer seeking trademarked merchandise. Opposer's common
law rights in the Toucan design mark for golf balls are thus
limited to that very narrow and specialized channel of
trade. Opposer has failed to prove that the consumers who
would contact opposer directly in their desire to obtain
merchandise bearing opposer's trademarks are likely to be

confused if they encountered golf clubs and putters sold in

1 W note that opposer characterizes applicant as marketing and

selling "clubs, putters, bag tags, divot repair tools, putters
[sic], golf clubs [sic] and ball markers." Brief, p. 16. Wile
it is true that applicant markets all of these goods, the only
goods for which applicant has applied to use the mark TOUCAN
GOLD, and the only goods on which applicant has testified it
intends to use this mark, are golf clubs and golf putters.
Applicant uses a different mark on the other golf-related itens.

19
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a different channel of trade, particularly when the marks
i nvol ved are not the sane.

M. N elsen also testified that the 1994 coll ateral
mer chandi se catal og which included the golf balls with the
toucan design is "used with our custoners for pronotional
prograns where they need to get these types of itens. And
It’s used by our sales people for gifts by our enpl oyees,
and famlies of our enployees and friends of enployees to
order Kellogg |icensed nerchandise.” P. 11. Again, we find
this testinony to be extrenely vague. At nost, it indicates
that the catal og was distributed to enpl oyees or those
closely associated with opposer, and perhaps to distributors
or retail stores. All of these custonmers would be
know edgeabl e enough about opposer and its nerchandi sing
efforts to realize, if they did encounter applicant’s golf
clubs and putters sold under the mark TOUCAN GOLD, that such
goods were not associated wth opposer.

Thus, al though we acknow edge that opposer’s Toucan
design marks are fanobus for cereal, the other factors in
this case, such as the differences in the marks and the
channel s of trade for the goods, outweigh the fane of the
mark for goods which are very different fromgolf clubs and
putters. Further, golf clubs and putters are not
I nexpensive itens and, because golf is not generally a

child s gane, they are |likely to be purchased by adults.

20
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Accordi ngly, sone degree of care will be exercised in
pur chasi ng these itens.

Al t hough opposer has not specifically argued this
point, we think it appropriate to consider the fact that
golf putters can be used as pronotional or collateral
mer chandi se itens by various conpanies, including a cereal
conpany | i ke opposer. Indeed, the evidence shows that
opposer does use the marks KELLOGG S and TONY THE Tl GER on
golf putters which it offers for sale as collatera
mer chandi se. Mdreover, applicant itself is in the business
of providing pronotional itens to conpanies, and has
indicated that it will market its putters under the
trademark TOUCAN GOLF as a vehicle on which conpanies can
put their |ogos.

Based on this record, though, we cannot find that
consuners, know ng that conpanies |ike opposer have their
mar ks pl aced on golf putters, would assune that golf putters
bearing the mark TOUCAN GOLD are sponsored by opposer.
Opposer has not provided any specific testinony with respect
to the offering to the public of putters other than the
I nformation indicated above with respect to the distribution
of its catalogs. Oherw se, opposer has presented sone
rat her general testinony about the offering of its
trademarked itens, e.g., at trailers set up at NASCAR races;

at "store within a store" set-ups; through a one-hour QVC
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tel evision programoriginating at its headquarters. Opposer
has presented few details about these activities, but it
appears that the trademarked nmerchandise is set apart in a
specific area devoted solely to opposer’s products. !
Because opposer’s col lateral products are advertised and
sold in such an environment, and because of the differences
bet ween opposer’s marks TOUCAN SAM and t he Toucan Desi gns
and applicant’s mark TOUCAN GOLD, consuners are not |ikely
to believe that applicant’s TOUCAN GOLD gol f cl ubs and
putters are associated with opposer. Further, any consuner
who is famliar enough with the use of marks on coll ateral
Items, such that they would recognize that a cereal conpany
coul d be associated with golf clubs and putters, would al so
be famliar with the fact that collateral nerchandi se would
carry the identical mark that is used on the primary
product. See ViacomInternational, Inc. v. Kermt Komm et
al, 46 USPQ2d 1233 (TTAB 1998) (in finding no |ikelihood of
confusi on between My-T- MOUSE and design and M GHTY MOUSE,
the Board stated, "Because nerchandi sing marks are exploited
for their connection to the exploited property, consuners
woul d not expect that applicants’ goods bearing the mark My-
T-MOUSE with an abstract nouse design enmanate fromor are

sponsored by opposer.")

2 1f, in fact, opposer’s collateral products are displayed in
close proximty to simlar products of other conpanies, it was
i ncunbent on opposer to provide evidence of this.
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TOUCAN GOLD is clearly not the sane as the design of a
toucan that appears on opposer’s cereal box and on its golf
balls, nor is it the sane as the character nane TOUCAN SAM
Thus, anyone who is aware of opposer’s marks and thus coul d
be confused by the use of such marks on collateral products
woul d be equally aware of the differences between TOUCAN
GOLD and opposer’s Toucan design marks, and know t hat
opposer woul d not use such a mark on coll ateral nerchandi se.

OQpposer has al so argued that the parties’ trade
channel s overl| ap because both intend that their products
will be distributed "either as premumincentive itens to
the general public or to conpany executives as performance
I ncentives." brief, p.16. As a prelimnary matter, we note
t hat opposer has not provided any evidence that golf putters
di splaying any of its trademarks are distributed in either
of these ways. Further, there is a distinction between
premumincentive itens distributed to the general public
and performance incentives provided to conpany executives.
Conmpany executives to whom applicant may market its goods to
be used as performance incentives, or retailers or
di stributors who receive such incentives, nust be regarded
as sophisticated in the ways of the trade. They would
I medi ately realize, if applicant were to attenpt to sel

themits TOUCAN GOLD golf clubs for their own use as
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pronotional itens, or if they were in turn given TOUCAN GOLD
gol f clubs by a conpany using the clubs as incentives, that
applicant and its clubs are not associated w th opposer.

As for the general public, opposer has provided very
little evidence as to how nenbers of the public at |arge are
gi ven col l ateral nerchandise as a premumor incentive item
M. N elsen testified that |icensed nerchandi se is used by
custoners for pronotional prograns, but he did not provide
any details of such prograns. The evidence that we do have
I's that opposer has | ong engaged in offering pronotional
prem uns W th opposer’s cereal packages, e.g., ganes in
exchange for cereal box tops, or has offered the collatera
products as in-store purchases with the cereal, e.g., buy a
box of cereal and purchase a t-shirt, too. There is no
evi dence that opposer, or any conpany, has ever offered to
the general public golf clubs or putters or even golf balls
as a premumor purchase in connection with boxes of cereal
e.g., where one could send in box tops to obtain a golf club
or putter, nor is there evidence that opposer or any conpany
has made available in stores golf clubs or putters or golf
balls for sale if one purchases boxes of cereal or, for that
matter, any product. In any case, because of the manner in
whi ch opposer nakes available its free or incentive
pronotional itens, they are so closely tied to opposer’s

cereal that consuners would not associate golf clubs and
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putters not provided in this manner, and sold under the mark
TOUCAN GOLD, with opposer.

In the Recitation of Facts section of its brief opposer
mentions that in one instance applicant’s advertising
materials depict "the corporate | ogo of QUAKER QOATS, a
direct conpetitor,” on a putter. p. 7. W would point out
that the putter involved is not a TOUCAN GOLD putter;
rather, it is sold under a different trademark of applicant.
Qpposer does not further discuss how confusion is likely to
result even if applicant were to apply other conpanies’
|l ogos to its TOUCAN GOLD gol f clubs and putters, and we
think it inappropriate to try to devise specul ative
scenari os which could possibly lead to confusion. Wat we

must determne in this proceeding is |ikelihoood of

confusi on, not vague possibilities of confusion. Based on
the record before us, with the very limted information
about how pronotional or incentive itens are distributed, it
appears that any golf clubs and putters emanating from
applicant and bearing anot her conpany’ s | ogo woul d be
distributed only to those who are sophisticated and

know edgeabl e about such pronotions. Such persons woul d not
only be very aware that primary nmarks are featured on a
col l ateral product, but would realize that TOUCAN GOLD

appears on applicant’s clubs and putters as a manufacturer’s
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mark, and that the manufacturer is not connected with the
conpany using the club or putter as an incentive item
Opposer al so suggests that applicant nmay have adopted
the mark TOUCAN GOLD in bad faith. Applicant’s CEO adnmtted
that he had seen opposer’s toucan design on cereal boxes,
and had probably seen opposer’s FROOT LOOPS cereal at both
opposer’s headquarters, which he had visited in an attenpt
to sell opposer pronotional nerchandi se, and on store
shel ves. Applicant al so uses the design of a toucan on his
stationery. The fact that applicant’s CEO knew of opposer’s
toucan design mark for cereal does not prove that applicant
adopted the mark TOUCAN GOLD for golf clubs and golf putters
as an attenpt to trade on opposer’s fanous mark.
Applicant’s CEO has expl ai ned that he chose the mark TOUCAN
GCOLD because bird terns are used in the sport of golf, e.g.,
a "birdie" and an "eagle.” In view of the differences in
the marks, and the differences in the goods, we sinply
cannot regard applicant as having adopted TOUCAN GOLD i n bad

faith. '

13 (pposer also points to applicant’s use of a fanciful colorized

toucan bird in its pronotional docunments. Applicant does use
such a design in a pronotional brochure, but this brochure is for
products sold under the mark TOUCAN GOLF. As opposer has noted,
appl i cant does not have any pronotional materials for its TOUCAN
GOLD products. W make no conment on whether applicant’s use of
TOUCAN GCOLF and the toucan design is likely to cause confusion or
whet her, if applicant were to use the fanciful toucan design with
TOUCAN GOLD, confusion could result. Qur determ nation nust be
based on the mark for which registration is sought, considering
any evidence as to how that mark is used. See Saks & Conpany v.
Snack Food Association, 12 USPQd 1833 (TTAB 1989) (opposer’s
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Upon careful consideration of all the rel evant duPont
factors we find that opposer has failed to prove, by a
preponderance of the evidence, that applicant’s use of
TOUCAN GOLD for golf clubs and golf putters is likely to
cause confusion with opposer’s marks TOUCAN SAM and vari ous
Toucan designs, used for cereal, clothing and vari ous
collateral itenms of nerchandi se.

Deci sion: The opposition is dism ssed.

R L. Sinms

E. J. Seeher nan

H R Wendel
Adm ni strative Trademark Judges
Trademark Trial and Appeal Board

argunment that mark for association services mght be likely to
cause confusion if nmenbers were to use mark on goods to indicate
menbership in applicant is irrelevant; determi nation in

opposi tion proceedi ngs nmust be based on a consideration of the
identified services, and not whether confusion is likely in
connection with activities for which no application has been
made.) Further, we cannot specul ate on the conmercial inpression
conveyed by applicant’s mark if it were used with a particul ar
trade dress, when there is no evidence that the mark is, in fact,
used with such trade dress. Cf. Specialty Brands, Inc. v. Coffee
Bean Distribs., 748 F.2d 669, 223 USPQ 1281 (Fed. Cir. 1984).
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