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Qpi ni on by Hohein, Adm nistrative Trademark Judge:

Nati on One Mortgage Conpany, Inc., by change of nane
from M nuteman Mrtgage Conpany, Inc., has filed an application
to register the mark "NATI ONONEMORTGAGE" for "nortgage banking
services"."’

Nat i onsBank Cor poration has opposed registration on the

ground that, since long prior to the filing date of the invol ved

' Ser. No. 74/480,907, filed on January 21, 1994, which alleges a bona
fide intention to use the mark in comerce.
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application, it "and its |icensees have continuously engaged in
the marketing, pronoting, advertising and offering of all

servi ces connected w th banking and financial services"; that
such services "include, but are not |limted to, banking services,
credit card services, preapproved credit |ine services, |oan
financing services, nortgage banking services, personalized
consuner and commerci al banki ng services, investnent advisory
services, insurance services, savings accounts, checking
accounts, and teller machine transactions"”; that since |ong prior
to the filing date of the involved application, opposer has
continuously and extensively used and pronoted its "NATI ONSBANK, "
" NATI ONSBANC' and "ot her nenbers of its famly of ' NATI ONS

mar ks" in connection with its various banking and rel ated
financi al services; that opposer is the owner of valid and
subsisting registrations for, inter alia:

(1) the mark "NATI ONSBANK" and design,
as reproduced bel ow,

for "banking and related financial
services";?

(2) the mark "NATIONS FUND' and desi gn,
as illustrated bel ow,

for "mutual fund investnent services":®

’ Reg. No. 1,688,466, issued on May 19, 1992, which sets forth dates of
first use of September 1990; combined affidavit 888 and 15.
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(3) the mark "NATI ONS TRUST" for
"banking and rel ated financial services";"*

(4) the mark "NATIONS CORP." for
"banki ng and related financial services";”®

(5) the mark "NATI ONSBANC' for "banking
and rel ated financial services":?*

(6) the mark "NATIONS 24" for "automatic
tel l er machi ne banki ng services";’

(7) the mark "NATI ONS CARD' for "banking
and rel ated financial services":?®

(8) the mark "NATIONS CREDI T for
"consuner financial |ending services,
residential nortgages, secured and unsecured
lines of credit, and inventory financing";’
and

(9) the mark "NATI ONSBANK CHECKCARD' f or
"banki ng services"; "™

that applicant’s mark "is confusingly simlar to Qpposer’s marks

and trade nane"; that applicant’s services "fall within the broad

° Reg. No. 1,766,925, issued on April 20, 1993, which sets forth dates
of first use of April 1, 1992.

“ Reg. No. 1,833,461, issued on April 26, 1994, which sets forth dates
of first use of Cctober 26, 1993. The word "TRUST" is disclai ned.

°* Reg. No. 1,833,462, issued on April 26, 1994, which sets forth dates
of first use of Cctober 27, 1993. The term"CORP." is disclained.

° Reg. No. 1,834,877, issued on May 3, 1994, which sets forth dates of
first use of COctober 25, 1993.

" Reg. No. 1,834,878, issued on May 3, 1994, which sets forth dates of
first use of Cctober 22, 1993.

® Reg. No. 1,834,879, issued on May 3, 1994, which sets forth dates of
first use of Cctober 28, 1993. The word "CARD' is disclai ned.

° Reg. No. 1,870,786, issued on December 27, 1994, which sets forth
dates of first use of February 1993. The word "CREDI T" is disclained.

Y Reg. No. 1,874,822, issued on January 17, 1995, which sets forth
dates of first use of June 15, 1994. The term "CHECKCARD' is
di scl ai ned.
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range of banking and financial services offered by Opposer” under
its marks; and that, accordingly, applicant’s "use ... of the
NATI ONONEMORTAGE mar k woul d so resenbl e Opposer’s marks and trade
nane as to be likely to deceive or cause confusion or m stake
among menbers of the purchasing public ....""

Applicant, in its answer, has denied the salient
al l egations of the notice of opposition.*

The record includes the pleadings; the file of the
I nvol ved application; and, as part of opposer’s case-in-chief,

the testinony,” with exhibits, of its assistant general counsel,

Kathryn D. Kohler.' Opposer, as the rest of its case-in-chief,

" Al t hough opposer also alleges in the notice of opposition that

applicant’s "use of its mark is ... a false designation of origin,"
such a claimwas neither pursued at trial nor argued in opposer’s
briefs. Consequently, no further consideration will be given thereto.

 While applicant additionally asserted, as affirmative defenses, that
the opposition "is barred by |aches" and that opposer "is estopped by
its own conduct," such defenses not only have not been properly

pl eaded, in that the facts clained to constitute | aches and estoppel
have not been set forth, but in any event such defenses were neither
tried nor raised in the briefs. Accordingly, no further consideration
will be given to applicant’s putative affirnative defenses.

“ 1t is noted, however, that while opposer’s initial testinony period
cl osed on March 16, 1996, the deposition of opposer’s w tness, which
was taken upon witten questions pursuant to Trademark Rule 2.124, was
not actually conducted until May 15, 1996. Neverthel ess, inasnmuch as
opposer, in conpliance with Trademark Rule 2.124(b), tinmely served
notice of the deposition and the witten questions to be propounded to
the witness, it appears that the reason why the deposition was
conducted after the nom nal close of opposer’s initial testinony
period is that the Board inadvertently failed to followits practice,
as set forth in Trademark Rule 2.124(d)(2), of otherw se suspending
proceedings in order to allow for the orderly conpletion of the
deposition. In view thereof, and since applicant has raised no
objection to the deposition on the ground of its being untinely,
opposer’s initial testinony period is hereby deenmed to have been
extended until My 15, 1996 for the linmted purpose of conpleting the
deposition of its witness. See TBMP §8714.04 and 714.07.

* Applicant, apparently in reaction to a motion to strike previously
filed by opposer with respect to all but one of the exhibits submitted
by applicant with the trial testimony of its witness, filed a motion
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subm tted a notice of reliance upon certified copies of its nine
previously nmentioned registrations, showing in each instance that
the registrations are subsisting and owned by opposer, and
portions of its discovery deposition, including associated

exhi bits, of applicant’s vice president, chairman, co-treasurer
and secretary, Mark C. Tribuna. Applicant, as its case-in-chief,
took the testinmony of its president, director and co-treasurer,

Charles C. Furtado,™ and filed a notice of reliance upon

on August 20, 1996 to strike the Kohler deposition, including Exhibits
7 through 17 thereto, on the basis that, contrary to the requirenent
of Trademark Rule 2.123(g)(1), "the nanme of the witness is not plainly
and conspicuously witten at the top of each page." Al though opposer,
whil e concedi ng such a defect in the formof the deposition, tinely
filed a brief in opposition, counsel for applicant at the oral hearing
of this case wisely withdrew the notion to strike. 1In viewthereof,
and since Trademark Rule 2.125(b) plainly provides that a party, upon
notice to the adverse party, nay correct a defect in the required form
of a deposition transcript, applicant’s notion to strike, as well as
opposer’s related requests that the Board enter an "appropriate"
sanction for the filing of the notion, will not be given further

consi derati on.

 Qpposer, on August 12, 1996, filed a notion to strike Exhibits 2
through 10 fromthe Furtado deposition, which was tinmely taken upon
witten questions on June 14, 1996. As the basis for its notion,
opposer asserts that it is clear froma review of the transcript that
"Exhi bit Nos. 2-10 were not identified during M. Furtado's
deposition" and that they were "neither identified in any other
deposition nor otherwi se authenticated in the course of this
proceeding." Applicant, in a tinmely response supported by an
affidavit from M. Furtado, argues that the notion should be denied
because, anong other things, Exhibits 2 through 9, which constitute
sanpl es of applicant’s advertising and pronotional materials, were
authenticated by M. Furtado, who states in his affidavit that, as he
was answering the question at his deposition concerning the nmanner in
whi ch applicant advertises its services, he also "reviewed each and
every one of those docunents, ensuring and authenticating their
accuracy and their genui neness as bei ng docunments actually used by the
Applicant in the course of its business to advertise its services."
Wth respect to Exhibit 10, which is a copy of a "Trademark Search
Report" prepared by "Analyst: C COLEMAN' of an unnamed firm
applicant simlarly contends that such exhibit was authenticated by
the witness since, as M. Furtado states in his affidavit, while
answering the question relating to what steps were taken by applicant
in adopting its trade nanme and service mark so as to avoid any

I'i kelihood of confusion, he "reviewed the original Thonson & Thonmson
Search Report ..., ensuring and authenticating its accuracy and its
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opposer’s responses to applicant’s first set of interrogatories.

genui neness as being the Report actually produced ... and relied upon
by the Applicant ...." Applicant additionally maintains that,

i nasmuch as it filed the deposition as part of a notice of reliance
thereon, Exhibit 10 is adm ssible since such a report "is, after all
a self-authenticating extract of the records of the U S. Patent and
Trademark O fice, the Secretaries of State Ofices, ... etc." In
reply, opposer submtted an uncontested notion to strike the Furtado
affidavit, insisting that such "is a belated effort to authenticate
Applicant’s Exhibit Nos. 2-10."

To the extent that M. Furtado’s affidavit is an attenpt to
identify or otherw se authenticate applicant’s Exhibits 2 through 10,
opposer’s nmotion to strike the affidavit is granted inasnmuch as such
affidavit is not only untinmely under Trademark Rule 2.121(a)(1), which
provides that (unless stipulated to by the parties and approved by the
Board) no testinony shall be taken except during an assigned testinony
period, but it is barred by Trademark Rule 2.123(b), which specifies
that the testinmony of a witness may be submitted in the formof an
affidavit only by agreenment of the parties. Mreover, and in any
event, with respect to opposer’s notion to strike applicant’s Exhibits
2 through 10, we note that while Trademark Rule 2.123(e)(2) provides
inrelevant part that "[e]xhibits which are nmarked and /dentified at
the deposition will be deened to have been offered into evidence,
wi thout any formal offer thereof" (enphasis added), opposer is correct
that none of the exhibits in issue was specifically identified by M.

Furtado at his deposition. |In particular, when asked to describe the
manner in which applicant’s services are advertised, M. Furtado
testified that: "Currently all advertising is targeted to the

whol esal e market place predom nately through fax and direct
solicitation and exhibits wll be attached, weekly rate sheets."
(Furtado dep. at 8.) However, not only was no other testinony given
with respect to such exhibits, but in fact only Exhibits 2 through 5
are copies of applicant’s weekly rate sheets since Exhibits 6 through
9 constitute, instead, sanple advertisenents by applicant. As to the
search report which is marked as Exhibit 10, the follow ng testinony
by M. Furtado solely described the fact that a search was conduct ed,
but no nention was nmade as to the search report itself: "In 1993 a

t horough search of conflicting nanmes and/ or marks was conducted
through the Search Service, Thomson & Thonson, Victory Road, Quincy,
Massachusetts, a professional trade nane and service mark research
firm" (ld. at 10.) Except for the addition by the court reporter
after the questions and answers were concl uded, of a parenthetical
note stating that "(Stenographer marked Exhibits Two-Ten.)," there is
sinmply no other nention of the disputed exhibits anywhere in the
transcript. (ld.) Furthernore, as to whether the search report is
neverthel ess of record by neans of applicant’s notice of reliance,
opposer is again correct that a search report does not constitute a
printed publication or official record within the contenpl ati on of
Trademark Rule 2.122(e) and therefore is not proper subject matter for
a notice of reliance. See Wyerhaeuser Co. v. Katz, 24 USPQRd 1230,
1232 (TTAB 1992). COpposer’'s notion to strike is accordingly granted
and applicant’s Exhibits 2 through 9 formno part of the record
herein. W hasten to add, however, that even if such exhibits were
consi dered as part of the evidentiary record, they would nmake no
difference in the disposition of this case.
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Briefs have been filed and an oral hearing, attended by counsel
for each of the parties, was held.

Qpposer’s priority of use of its pleaded "NATI ONSBANK, "
"NATI ONSBANC, " " NATI ONS CREDI T" and ot her regi stered marks
containing the term"NATIONS" is not in issue inasnuch as the
certified copies of the registrations therefor show that they are
subsi sting and owned by opposer. See King Candy Co. v. Eunice
King’s Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108, 110 (CCPA
1974). The record, in any event, establishes that opposer is the
prior user at |least wth respect to both its "NATI ONSBANK" and
"NATI ONSBANC' marks and trade names.'® The only real issues to
be determ ned, therefore, are whether opposer, as of applicant’s
filing date, had developed a famly of marks featuring the term
"NATI ONS" and whet her applicant’s " NATI ONONEMORTGAGE" mar k, when
used in connection wth nortgage banking services, so resenbles
one or nore of opposer’s prior marks, its prior trade nanes
and/or a famly of "NATIONS' marks for its variously associ ated
banki ng and rel ated financial services that confusion is likely
as to the source or sponsorship of the parties’ services.

According to the record, opposer has grown to be the

fourth | argest bank hol ding conpany in the United States.

18 Al t hough, as indicated el sewhere herein, applicant began use of its
current nanme and its "NATI ON ONE MORTGAGE" mark on January 1, 1994,
for purposes of priority of use of its "NATI ONONEMORTGAGE" mark, the
earliest date upon which it can rely herein is the January 21, 1994
filing date of its intent-to-use application since it is questionable
whet her the earlier mark creates the sane continuing comrerci al

i npression as the concatenated format of the latter one. See, e.qg.,
Zirco Corp. v. Anerican Tel. & Tel. Co., 21 USPQ2d 1542, 1544 (TTAB
1991) and Van Dyne-Crotty Inc. v. War-Guard Corp., 926 F.2d 1156, 17
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OQpposer was incorporated on July 5, 1968 and changed its nane
from NCNB Corporation to NationsBank Corporation on Decenber 31
1991. However, opposer first began use of the mark and trade
name " NATI ONSBANK, " in the concatenated form "Nati onsBank," on
August 27, 1990, when one of its subsidiaries, NCNB America Bank,
began rendering credit card services and changed its nane to

Nat i onsBank Nati onal Associ ati on.

Qpposer, since the formation in 1928 of one of its
subsidiaries, Ctizens & Southern Hol di ng Conpany, has been
engaged in both retail banking and whol esal e banki ng. According
toits wtness, M. Kohler, who represents opposer and its
subsidi ari es on consuner credit and marketing matters and
oversees it trademarks and service marks, "retail banking" is a
termwhich "refers to the business of providing banking services
to consuners ... through the use of bank branches, tel ephones ..
or other electronic nmeans” and includes nortgage | ending services
as well as credit card services. (Kohler dep. at 5.) Since
January 1, 1992, opposer has provided, through its subsidiary
nati onal banks (which as such are authorized to conduct business
t hroughout the United States'), retail banking services of al
types, including "deposit, check processing, safe deposit, trust,
consuner | oan, credit card, nortgage loan, |line of credit, cash

managenent, currency exchange, and simlar services," under its

UsP2d 1866, 1868 (Fed. Cir. 1991). Opposer, however, has shown use
Brior to January 1, 1994 as to its above-noted marks and trade nanes.
Simlarly, except for, respectively, Hawaii and Al aska, opposer’s

affiliated NationsCredit Commercial Corporation of Anerica and

Nati onsCredit Financial Services Corporation subsidiaries are

aut hori zed to conduct business in all of the United States, including
the District of Col unbia.
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concat enat ed "NATI ONSBANK" and design mark.”™ (ld. at 7.) In
contrast, Ms. Kohler testified that "whol esal e banking” is a term
whi ch "generally refers to the business of providi ng banking
services to |arger corporate entities or other banks." (l1d. at
6.) Likew se, opposer has provi ded whol esal e banki ng services
under its concatenated "NATI ONSBANK" and desi gn mark since
January 1, 1992.

Qpposer, in the case of its retail banking services,
advertises such services to the general public "in all fornms of
medi a, including television, radi o, newspaper, magazi nes, direct
mail, telemarketing, and the Internet."” (Id. at 9.) In
addi ti on, opposer pronotes its retail banking services through
printed brochures, which in conjunction with its "NATI ONSBANK"
and design mark, advertise such services as its consuner
"LineOne®" and "LineOne® Equity" lines of credit, "home equity
loans" and "mortgage loans" (Opposer's Exhibit 7); its "LineOne
Equity" line of credit (Opposer's Exhibit 9); and its
"NationsBanc Mortgage Corporation" adjustable and fixed rate
mortgages (Opposer's Exhibit 10). Opposer also uses brochures to
advertise and promote, in association with a concatenated form of

its "NATIONS CREDIT" mark, its various home equity lines of

18

Opposer’ s subsidiary national banks have physical facilities in
North Carolina, Virginia, Maryland, South Carolina, Georgia, Florida,
Tennessee, Kentucky, Texas and the District of Colunbia. 1In addition
to such areas, its NationsBanc Mortgage Corporation and NationsCredit
Consurer Corporation subsidiaries both have physical facilities in

Al abama, Arizona, Col orado, Connecticut, California, Del aware,
II'linois, Indiana, Kansas, Louisiana, Massachusetts, M chigan,

M ssi ssi ppi, Mssouri, Nevada, New Jersey, New Mexico, New York, OChio,
Pennsyl vani a, Rhode | sl and, Washi ngton and W sconsi n.
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credit (Opposer’s Exhibit 14) and other financial services, such
as personal |oans, bill consolidation |oans, hone inprovenent
| oans, vacation | oans and education | oans (Qpposer’s Exhibit 13).
Appr oxi mat e annual expenditures by opposer to advertise
and pronote its retail banking services to the public at |arge
are in the range of between $65 nmillion and $90 million. ™
Foll owi ng the change to its present nane, opposer and its
subsi di ary banks and nortgage conpany have since early 1992 used
the mark and trade name "NATI ONSBANK, " in its concatenated
format, in connection with their advertising,® while brochures by
Its nortgage conpany subsidiary, NationsBanc Mrtgage
Corporation, also utilize not only the trade nane Nati onsBanc,
but state (in fine print) that such firm"is a NationsBank
Cor porati on Conpany" (Qpposer’s Exhibit 11) or "a subsidiary of
Nat i onsBank Corporation” (Opposer’s Exhibit 10). Advertising by
opposer’s finance conmpany subsidiary enpl oys the mark "NATI ONS
CREDI T," including a concatenated format thereof which appears on
brochures (Opposer’s Exhibit 13) and sonetines additionally
features the associated statenent "A Nati onsBank Conpany"

(Opposer’s Exhibits 14 and 15) as shown bel ow

19

Prior to correcting her testinony to state the above figures, M.
Kohler initially indicated that annual advertising and pronotional
expendi tures by opposer ampunted to tens of millions of dollars.
Applicant, however, has raised no objection to the change in the
substantive focus of the testinony to stress the higher range
subsequent |y indicated.

20

In the case of credit card advertising, such use began in 1990.

10
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Qpposer al so uses the nanme and mark "NATIONS FUND' to advertise a
famly of nutual funds.

Wth respect, in particular, to the business conducted
by opposer in Massachusetts, the state in which applicant is
physically | ocated and principally transacts business, opposer
originates consunmer | oans and | eases through its consuner finance
subsidiary, NationsCredit Consuner Corporation, which naintains
offices in Braintree, Danvers and Wstborough. Such firm as of
January 1994, had 5,594 custoner accounts in Massachusetts and,
as of Decenber 31, 1995, had 8, 277 such accounts. Opposer
additionally "services nortgage | oan accounts in Massachusetts”
through its subsidiary, NationsBanc Mrtgage Corporation.

(Kohl er dep. at 10.) Specifically, such subsidiary had 1, 862
nort gage accounts in Massachusetts as of January 1994 and had
approximately 7,000 nortgage accounts in that state as of October
1995. Through its subsidiary banks, opposer also renders retai
banki ng services and, since 1992, has provided credit card
services to residents of Massachusetts. As of January 10, 1996,
opposer had about 6,700 retail banking custoners in such state
and approxi mately 60,000 credit card accounts held by about

58, 000 customners.

Qpposer becane aware of applicant and its attenpt to
register its "NATI ONONEMORTGAGE" mark through the publication

thereof in the Oficial Gazette. Opposer, however, is not aware

of any instance of actual confusion between applicant’s mark and

any of opposer’s marks or trade nanes.

11
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Applicant, |ike opposer, engages in both retail and
whol esal e banki ng, al though applicant Iimts such activities to
the nortgage banking field. According to applicant’s president,
M. Furtado, the term"retail banking" connotes situations in
which "a nortgage | ender offers its financial products and/or
services directly to the consuner,” while the term "whol esal e
banki ng" signifies instances in which "a nortgage |ender and/or
I nvestor offers its financial products and/or services directly
to ot her nortgage bankers, |enders, investors and/or brokers for
their offering directly to the consuner.” (Furtado dep. at 5-6.)

Applicant, in particular, has engaged in retail banking
since Cctober 1989 and, while it was predom nately a retail -
oriented institution until January 1995, its retail banking
operation, as of M. Furtado’ s trial deposition on June 14, 1996,
"accounts for approximtely ten percent of all closed |oans on a
nonthly basis.” (lLd. at 6.) The change in focus fromretai
nortgage |lending to being primarily a whol esal e nortgage banker
whi ch "purchase[s] | oans from nortgage | enders and nortgage
brokers as well as credit unions and savi ngs banks" was the
result of applicant’s research of market trends show ng whol esal e
nort gage banking to be nore profitable. (Tribuna dep. at 11.)
However, applicant is still engaged in providing retail nortgage
| endi ng services to consuners and plans to continue to do so.

Applicant "currently is licensed to engage in retai
[ mortgage] banking in five states,” nanely, Massachusetts, New
Hanpshire, Connecticut, Rhode Island and Tennessee. Applicant is

currently providing its retail nortgage |ending services, as well

12
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as whol esal e nortgage banking services, in Massachusetts, New
Hanpshire, Connecticut and Rhode |sland, although it has physical
facilities only in Massachusetts. (Furtado dep. at 7.) In

addi tion, while applicant has not yet underwitten any nortgages
I n Tennessee, that state and the southeastern region of the
United States are areas into which it is |ooking to expand as
part of its plans to diversify nationally.

Si nce January 1995, however, applicant has been
principally engaged in whol esal e banking and, as of M. Furtado’s
deposition, its "whol esal e banki ng operati on accounts for
approximately 90 percent of all closed |oans on a nonthly basis.”
(1d.) Moreover, while applicant is legally authorized to conduct
whol esal e banking in all 50 states, its "whol esal e banki ng
activities are presently directed primarily towards the eastern
seaboard." (1d.)

Applicant is basically a "non-conform ng" nortgage
banker and thus, unlike conform ng nortgage | enders, who nake
| oans which "are underwitten under Fannie Mae, Freddi e Mick
[sic] guidelines,” applicant’s credit guidelines are "a |lot nore
lenient”. (Tribuna dep. at 13-14.) Although originally
I ncorporated as M nuteman Mortgage Conpany, Inc. on Cctober 26,
1989, applicant changed its nanme to Nati on One Mrtgage Conpany,

Inc. on January 1, 1994.* Since such date, applicant has been

** The inpetus for applicant’s change of name was twofold. Applicant,
inlight of its plans to expand outside of its Massachusetts base,
desired to change its nane from M nuteman Mortgage Conpany, Inc. to
Nati on One Mortgage Conpany, Inc. "to reflect our growh and our
national presence.” (Tribuna dep. at 34.) |In addition, to settle an
i nfringenent suit which it had brought against another retail nortgage

13
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using the trade nane "Nation One Mrrtgage" and the mark "NATI ON
ONE MORTGAGE" in connection with its nortgage banki ng services.
Appl i cant has al so commenced use of the mark " NATI ONONEMORTGAGE, "
In the concatenated formillustrated bel ow, for such services, as
denonstrated by the | ogo shown in an adverti senent nmade of record

as Qpposer’s Exhibit 1:

Applicant, in conjunction with the services of a professional
graphics artist who was instructed that applicant w shed to
project a grow ng national presence, selected its current trade
name and service mark "[t] hrough a four nonth intensive process
of devel opnent”. (Furtado dep. at 10.) Such process, which was
conducted in 1993, included "a thorough search of conflicting
nanes for marks ... through the Search Service, Thonson &
Thonson, .. . a professional trade nanme and service mark research
firm" (1d.) Applicant, according to M. Furtado, is not aware
of any custoner confusion between its trade nanme or service mark
and those of opposer.

Applicant advertises the availability of its nortgage
banki ng services by targeting the whol esal e nmarket pl ace t hrough,

predom nantly, such direct solicitation as the faxing of weekly

broker, M nutenman Fundi ng Corporation, applicant agreed in 1993 to
change its nane.

14
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Interest rate sheets to nortgage brokers and |lenders. In the
past, however, applicant also dissemnated its rate sheets to
retail nortgage custoners and real estate brokers. Applicant, in
addi tion, announced its change of nane through an ad in The

Patriot Ledger, a South Shore, Massachusetts regional

publication, which targeted its retail, rather than whol esal e,
nor t gage banki ng custoners and has advertised its business in the
yel | ow pages for the Quincy, Massachusetts area as "Specializing
In Residential Mrtgages Wth A Personal Touch". (Opposer’s
Exhibit 2.) Applicant spent approximately $42, 000 on adverti sing
in 1994 and expended between $8,000 to $9,000 thereon in the
first ten nonths of 1995. Applicant projected that, not
including facsimle costs, its advertising and pronoti onal costs
woul d be approximately $35,000 in 1996.

Turning first to the issue of whether opposer has
proven that it has established a famly of marks with the
"NATI ONS" surname for its various banking and rel ated financi al

2

services,” we note that as stated in J & J Snack Foods Corp. V.

McDonal d’s Corp., 932 F.2d 1460, 18 USPQRd 1889, 1891-92 (Fed.
Cr. 1991):

A famly of marks is a group of marks
havi ng a recogni zabl e common characteri stic,
wherein the marks are conposed and used in
such a way that the public associates not
only the individual marks, but the conmon

 Applicant, in its brief, has parroted certain portions of opposer’s
mai n brief which are set forth under the heading "I11. NATI ONSBANK
AND | TS FAMLY OF MARKS'. While poor practice, we take applicant’s
reference thereto as sinply a synopsis or recap of opposer’s position
regardi ng an asserted famly of marks rather than as an agreenent or
acceptance by applicant that such a famly exists.
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characteristic of the famly, with the

trademark owner. Sinply using a series of

simlar marks does not of itself establish

the existence of a famly. There nmust be a

recogni ti on anong the purchasing public that

t he common characteristic is indicative of a

common origin of the goods.

Recognition of the famly is achieved

when the pattern of usage of the common

elenment is sufficient to be indicative of the

origin of the famly. It is thus necessary

to consider the use, advertisenent, and

di stinctiveness of the marks, including

assessnent of the contribution of the common

feature to the recognition of the marks as of

conmon ori gin.
Qpposer’s nmere assertion in its main brief that, "[i]n providing
Its banking and related financial services to the public, since
1990 [opposer] NationsBank and its subsidiaries have used
NATI ONSBANK, NATI ONSBANC, and ot her nenbers of the famly of
NATI ONS mar ks" does not establish that a recognition exists anong
t he purchasing public that the comon characteristic "NATIONS" is
I ndicative of a common origin of opposer’s services. As
applicant, citing Marion Laboratories Inc. v. Biochemcal/-
D agnostics Inc., 6 USPQd 1215, 1218-19 (TTAB 1988), correctly
points out in its brief, "[t]o constitute a fam |y of marks, al
or many of the individual marks nust be used and pronoted in such
a way as to create a public perception of the famly ’surnane’ as
an indication of source, and the famly ’surnane’ nust be
distinctive."

Wil e applicant, in the present case, has admtted in
Its brief that opposer "has established distinctiveness in the
word or wordpart 'Nations’ with an 's’," it sinply cannot be said

on this record that opposer has denonstrated the existence of a
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famly of "NATIONS' marks. The evidence fails to show that such
mar ks have been pronoted in a manner sufficient to create a
recogni tion or awareness anong the purchasing public of the
common ownership thereof so that a famly of marks, characterized
by the term "NATIONS" as its distinguishing elenent, in fact
exists. See, e.g., La Maur, Inc. v. Bagwells Enterprises, Inc.,
199 USPQ 601, 606 (TTAB 1978) and Pol aroid Corp. v. Anerican
Screen Process Equi pnent Co., 166 USPQ 151, 154 (TTAB 1970).
Furthernore, it is settled that the nere ownership of a nunber of
mar ks sharing a common feature, or even ownership of many
registrations therefor, is alone insufficient to denonstrate that
a famly of marks exists. See, e.g., Hester Industries, Inc. v.
Tyson Foods, Inc., 2 USPQ2d 1646, 1647 (TTAB 1987); Consol i dated
Foods Corp. v. Sherwood Medical Industries Inc., 177 USPQ 279,
282 (TTAB 1973); Polaroid Corp. v. American Screen Process

Equi prent Co., supra; and Polaroid Corp. v. Richard Mg. Co., 341
F.2d 150, 144 USPQ 419, 421 (CCPA 1965). Accordingly, since
opposer has not established its assertion of a famly of

"NATI ONS" marks, the issue of |ikelihood of confusion nust be
determ ned by conparing applicant’s "NATI ONONEMORTGAGE" mark for
Its nortgage banking services with each of opposer’s registered
marks for its various banking and related financial services, as
well as with its "NationsBank"” and "NationsBanc" trade names.
Still, even if opposer had proven the existence of its asserted
famly of marks, such would not affect the result which we reach

her ei n.
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Turning, therefore, to the issue of |ikelihood of
confusion, we find upon consideration of the pertinent factors
set forthininre E. I. du Pont de Nemours & Co., 476 F.2d 1357,
177 USPQ 563, 567 (CCPA 1973), that confusion as to source or
affiliation is likely to occur. As a starting point, it is
settled that the registrability of an applicant’s mark nust be
eval uated on the basis of the identifications of services set
forth in the involved application and each of the registrations
of record, regardless of what the record may reveal as to the
particul ar nature of the respective services, their actual
channel s of trade, or the class of purchasers to which they are
in fact directed and sold. See, e.g., Octocom Systens Inc. v.
Houst on Conmputer Services Inc., 918 F.2d 937, 16 USPQd 1783,
1787 (Fed. G r. 1990) and Canadi an I nperial Bank of Conmerce,
N.A. v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813, 1815-16
(Fed. CGr. 1987). Here, in particular, the record nakes cl ear
that applicant’s "nortgage banking services" not only enconpass
opposer’s provision of "residential nortgages"” under its "NATI ONS
CREDI T" mark, but opposer’s "banking and rel ated financi al
services," which are rendered under such of its marks as
"NATI ONSBANK" and desi gn, "NATI ONSBANC, " " NATI ONS CORP." and
"NATI ONS TRUST, " include applicant’s nortgage banki ng services.
Applicant, furthernore, admts in its brief that "[b]oth
Appl i cant and Opposer perform nortgage | ending and nortgage
banki ng services." Thus, notw thstandi ng applicant’s argunents
that the actual channels of trade for the parties’ services are

different, the respective services nust be considered to be
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legally identical in part. Cearly, if the parties’ nortgage
banki ng services, including their residential nortgage |ending
services, were to be sold under the sane or simlar marks,
confusion as to the origin or sponsorship thereof would be likely
to take place.

Consi dering, next, the respective marks, we observe as
a general proposition that, "[w hen marks woul d appear on
virtually identical ... services, the degree of simlarity
necessary to support a conclusion of likely confusion declines.”
Century 21 Real Estate Corp. v. Century Life of America, 970 F.2d
874, 23 USPQ2d 1698, 1700 (Fed. G r. 1992). Opposer concedes in
its initial brief that it "is aware, of course, that nmany banks
rightfully use 'National’ as part of their names.” Wile also
noting therein that it "is not conplaining of such usage,"”

opposer further states that its "concerns arise in the present

case ... fromApplicant’s prom nent use of *NATION as a prefix
inits service mark for nortgage banking services.” In
particul ar, opposer asserts that, like the structure of its

regi stered marks, applicant "has adopted the unitary mark
NATI ONONEMORTGAGE and, in doing so, has both: (i) presented the
term’ Nation’ as the first termwhen the mark is encountered in
print or in speech; and (ii) attached as a suffix a suggestion as
to the particular nature of the financial services being
provi ded- - nort gage | endi ng services."

Applicant, on the other hand, naintains that, just as
opposer has conceded that it cannot conplain of third-party use

of the word "National," opposer "can hardly conplain, then, at
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the Applicant’s use of the word 'Nation,’" especially since such
word "is always followed by the word "One’." Furthernore, as to
opposer’s marks, applicant insists that:

In the instant case, the [letter] "s" in

"Nations" is what distinguishes [each of

opposer’s] "Nations" [marks] fromall other

marks, and, in particular[,] fromthat of the

Applicant. Accordingly, there is no

| i kel i hood of confusion based upon the

simlarity of the marks in their entireties,

as to appearance, sound, connotation and

commercial inpression. They are dissimlar.

W find, however, that when considered in their
entireties, applicant’s "NATI ONONEMORTGACGE" mar k, when conpared
wi th such marks of opposer as its "NATI ONSBANK" and desi gn,

"NATI ONSBANC" and "NATIONS CREDI T" marks and its "Nati onsBank"
and "NationsBanc" trade nanes, is substantially simlar thereto
I n sound, appearance, connotation and, especially, overal
comercial inpression. |In particular, we observe that, as
actually used in connection wth identical nortgage banking
services, nanely, retail nortgage |ending services, applicant
utilizes its "NATI ONONEMORTGAGE" mark in essentially the same
concat enat ed manner as opposer uses its "NATI ONSBANK" and design
mark, its "NATIONS CREDIT" mark and its "Nati onsBank"” and

"Nati onsBanc" trade nanmes. Modyreover, not only do the words
"NATI ON ONE" in applicant’s "NATI ONONEMORTGAGE" mark sound and

| ook appreciably Iike the term"NATIONS' in opposer’s marks and
the "Nations" portion of its trade nanes, but such marks and
trade nanes are very simlarly structured in the additional sense

that each ends with a generic or nerely descriptive termfor the

particul ar services and businesses in connection with which it is
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used, e.g., "MORTGAGE," "BANK"' (and its phonetic equival ent
"Banc") and "CREDI T". Overall, applicant’s mark and those of
opposer’s marks and trade nanes which we have just nentioned al so
share a simlar connotation, as used in connection with nortgage
banki ng, that such services are provided or are available on a
nation-w de basis. Furthernore, and nost significant, the
commercial inpression projected by applicant’s mark and those
engendered by each of such other marks and trade nanes of opposer
are virtually identical since, as pointed out above, not only are
such designations simlar in sound and connotation, but their
concat enat ed appearance and highly simlar structure conbine to
create designations which the purchasing public would regard as
signifying the sane source.

Thus, notw thstanding the presence therein of the word
"ONE, " applicant’s "NATI ONONEMORTGAGE" mark, when utilized in
connection wth the sane services as those provided by opposer,
Is sinply not sufficiently distinguishable from such marks of
opposer as its "NATI ONSBANK" and desi gn, "NATI ONSBANC' and
"NATI ONS CREDI T" marks and its "NationsBank" and "Nati onsBanc"
trade nanes as to avoid causing a likelihood of confusion as to
origin or affiliation. |Indeed, this record shows that opposer’s
mar ks are strong, rather than weak, in the sense that there is
not hi ng whi ch indicates that the "NATIONS' formative thereof has
been comonly used by third parties as part of marks for banking

and/or related financial services.” Additionally, having grown

23

Even if the search report referred to by applicant were considered
to be properly of record, none of the third-party registrations |isted
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to be the fourth |argest banking institution in the United States
and considering its substantial annual advertising expenditures,
opposer’s marks and trade nanes have undoubtedly achi eved a
measure of strength and recognition on the part of the public
which entitles themto a correspondi ngly broader scope of
protection.

Appl i cant argues, however, that the conditions under
whi ch and buyers to whom sal es of the parties services are made
precludes any |ikelihood of confusion. |In particular, applicant
asserts that:

Al t hough both the Applicant and the

Qpposer sell to the general public, the

Applicant targets its advertising and

pronotion to the whol esal e market, a careful

sophi sticated purchaser. .... Wth respect

to retail purchasers of nortgages, the

greater the value of an article, the nore

careful the typical consuner can be expected
to be ....

therein is for marks in the banking and rel ated financial services
fields which are conposed of a "NATIONS' formative. Virtually all of
the marks in those fields involve, instead, the word " NATI ONAL".
Moreover, even if the search report disclosed third-party marks in the
banki ng and rel ated financial services arenas which contain the term
"NATI ONS" or a simlar designation, such as "NATION, " it is settled
that a nere listing of third-party registrations does not denonstrate
that the subject marks are in actual use to such an extent that the
purchasing public is famliar with them and has | earned to distinguish
the marks by their other aspects. As stated by the court in AVF Inc.
v. Anmerican Leisure Products, Inc., 474 F.2d 1403, 177 USPQ 268, 269
(CCPA 1973):

We have frequently said that little weight is to be given
such registrations in evaluating whether there is Iikelihood
of confusion. The existence of these registrations is not
evi dence of what happens in the market place or that
custoners are famliar with them nor should the existence on
the register of confusingly simlar marks aid an applicant
to register another likely to cause confusion, nistake or to
decei ve.

See also Inre Hub Distributing, Inc., 218 USPQ 284, 285 (TTAB 1983).
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However, as opposer points out in its reply brief, applicant’s
application is "not limted to any particul ar nortgage-rel ated
services or market niche"; rather, it covers all types of
"nortgage banking services,"” including both retail nortgage
| endi ng as well as whol esal e nortgage banki ng. Moreover, the
record reveals that, not only has applicant advertised its
services under its mark to the ordinary consunmer in the retai
nortgage market, but it does an appreciable volunme of retai
nortgage | ending on a nonthly basis and intends to continue such
| endi ng, notw thstandi ng that several years ago it changed its
principal focus to the whol esal e nortgage banking field.
Nevert hel ess, even assum ng that the ordinary purchaser
wi ||l exercise a great deal of care in obtaining a residentia
nortgage from applicant, opposer or other retail nortgage
| enders, it is still the case that even rel atively sophisticated
and di scrimnating purchasers are not necessarily sophisticated or
ot herwi se know edgeable in the field of trademarks nor are they inmune
fromconfusion as to origin or affiliation. See, e.g., Wncharger
Corp. v. Rinco, Inc., 297 F.2d 261, 132 USPQ 289, 292 (CCPA
1962); In re Deconbe, 9 USPQ2d 1812, 1814-15 (TTAB 1988); and In
re Pellerin MInor Corp., 221 USPQ 558, 560 (TTAB 1983). This
woul d be especially the case where, as here, substantially
simlar marks are utilized by applicant and opposer in connection
wi th identical nortgage banking services. |In addition, nothing
In this record denonstrates that consuners care about from whom
they obtain their nortgages. Menbers of the general public would

care, instead, principally about the interest rate and cl osing
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cost being charged, rather than the financial strength of the
| ender, particularly since nortgages, as the record discloses,
are frequently bundl ed together and resold as investnents in the
whol esal e nortgage banking market. Finally, even if prospective
retail nortgage custoners were to notice the slight differences
bet ween applicant’s mark and opposer’s marks and/or trade nanes,
t hey reasonably could assune, for exanple, that applicant is a
speci al i zed subsi diary of opposer which provi des non-conform ng
nortgage | oans to those considered to be greater credit risks.
None of the other du Pont factors discussed by the
parties affects our conclusion that confusion is |ikely.
Al t hough opposer seeks to clinch its case by asserting that its
marks and trade nanes are fanous,* the proof thereof is sinply
| acking on this record.” Opposer had the burden of proof with
respect to establishing its claimof fame, but the pertinent
testinmony provided by its witness relates only to the facts that
opposer has grown to be the fourth |largest bank in the country
and that its annual expenditures to advertise and pronote its

retail banking services to the public are in the range of between

* As pointed out by the court in Kenner Parker Toys Inc. v. Rose Art
Industries Inc., 963 F.2d 350, 22 USP@d 1453, 1456 (Fed. Cr. 1992),
cert. denied, 113 S.Ct. 181 (1992):

The fifth duPont factor, fame of the prior mark, plays
a domnant role in cases featuring a fanobus or strong mark.
Fanous or strong marks enjoy a wide latitude of |egal
protection. .

*® Again, while we note applicant’s poor practice of parroting inits
brief the contentions made by opposer in its initial brief, it is
clear fromapplicant’s statenent that "there is no evidence or
established fact presented in this case that the Qpposer has goodw ||
and reputation” that applicant is not conceding or stipulating that
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$65 mllion and $90 million. Although such testinony al so

I ndi cates that opposer has used its mark and trade nane

"NATI ONSBANK, " in the concatenated form "NationsBank," since
August 27, 1990; that, followi ng the change to its present nane,
opposer and its subsidiary banks and nortgage conpany have used
the concatenated format of the mark and trade name " NATI ONSBANK"
In connection with their advertising since early 1992; that
opposer’s nortgage conpany subsidiary also utilizes the trade
nanme NationsBanc; and that advertising by opposer’s finance
conpany subsidiary enploys the mark "NATIONS CREDIT," the above
facts--w thout nore--are collectively insufficient to enable us
to find that the marks and trade nanes used by opposer, including
t hose which, as noted previously, nost resenble applicant’s mark,
have becone fanobus. Not only do we | ack any neani ngf ul
information as to the extent of opposer’s services and business
under each of its marks and trade nanmes, but we have only a
nmeager sanple of advertising brochures and no exanpl es of

pronoti onal usage in other nedia. W sinply cannot infer,
therefore, that during the relatively short period of tine in

whi ch opposer has utilized its marks and trade nanes, one or nore
of such designations nust have becone fanous or exceedingly well

known to the general public.*

opposer has denonstrated the clained fane of its marks and trade
namnes.

* The testinony presented by opposer glaringly illustrates the
limtations inherent in taking a deposition upon witten questions,
whi ch provi des no opportunity to follow up or expand upon the answers
given by the witness to predeterm ned questions. See TBMP §714.15.
Here, such a deposition appears to have been an especially ill-

considered choice since, rather than having the court reporter read

the questions to the witness, as set forth in Trademark Rule 2.124(¢e)
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Finally, while applicant stresses the absence of any
known i nstances of actual confusion between its mark and
opposer’s marks and trade nanes over the course of a period of

7

approxi mately two and one half years,® we concur with opposer
that, not only is the period of contenporaneous use fairly short,
but we further note that the extent of such use, which occurred
solely in Massachusetts, does not appear to have been very

8

substantial .* Applicant’s advertising of its services under its
" NATI ONONEMORTGAGE" mar k, noreover, has been quite limted.
Since, in order for the absence of any reported incidents of
actual confusion to be a neaningful factor, the record nust

I ndi cate an appreci abl e and conti nuous use by applicant of its
mark for a significant period of tine in the sane market or

mar ket s as those served by opposer under its marks and/or trade

nanes, this factor does not favor applicant. See, e.qg., Gllette

Canada Inc. v. Ranir Corp., 23 USPQ2d 1768, 1774 (TTAB 1992).

and TBMP 8714.07, opposer's attorney attended the deposition and
conducted the direct examination of the witness. (See Kohler dep. at___
3, which indicates that the questioning was done "By Larry D. [sic]
Jones," "Counsel for Opposer".)

? Although applicant also faults opposer for its "failure to conduct

[any] research, study or survey on the issue of likelihood of

confusion," we note that such is not required as a matter of Board

practice. See, e.Q. , Hilson Research Inc. v. Society for Human
Resource Management, 27 USPQ2d 1423, 1435-36 (TTAB 1993) and Miles
Laboratories, Inc. v. Naturally Vitamin Supplements Inc., 1 USPQ2d

1445, 1462 (TTAB 1987).

* Opposer additionally contends that applicant adopted its mark in bad
faith. Specifically, opposer urges that applicant's "intent to

benefit from the existing goodwill and reputation of NationsBank may
be inferred from the fact that, although several other potential names
satisfied the requisite of connoting a 'growing national presence,’
Applicant chose the one which closely emulates NationsBank ...." Mr.
Furtado's unrebutted testimony establishes, however, that applicant
conducted a search for conflicting marks prior to adopting its mark
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Neverthel ess, to the extent that the |ack of any known incidents
of actual confusion nmay serve to raise a neasure of doubt as to
our conclusion that confusion is likely, we resolve such doubt,
as we nust, against applicant and in favor of opposer. See,
e.g., Gant Food, Inc. v. Nation’'s Foodservice, Inc., 710 F.2d
1565, 218 USPQ 390, 395 (Fed. Cir. 1983); San Fernando El ectric
Mg. Co. v. JFD El ectronics Conponents Corp., 565 F.2d 683, 196
USPQ 1, 2 (CCPA 1977); and |zod, Ltd. v. Zip Hosiery Co., Inc.,
405 F.2d 575, 160 USPQ 202, 204 (CCPA 1969).

Deci sion: The opposition is sustained and registration

to applicant is refused.

R L. Sinms

E. J. Seeher nan

G D. Hohein
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board

and there is nothing else in the record which even suggests that such
adopti on was anything other than in good faith.
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