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The Napoleon Hi1ll Foundation has filed applicaticns to
register the mark LAW OF SUCCESS for “education and
entertalinment services, namely, providing workshops end
seminars relating to personal achievement and presenting

awards relating to personal achievement:” and

- Applization Serial No 74/500,658 filed March 15, 1994,
alleging a bona fide 1ntention £c use the marl 1n commerce

o
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“newsletTrters and prirted teaching activity guides relating

achilierement, calendars, diaries; [and]

[
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Ut

memC-rxndum tooks.”

Rejyistrztion has been opposed by Success Holdings
Company, LLC c¢n the ground of liktelihoscd 5f zoanfusicn
petween appllcant’s mark and opposer’s previousl, used and
reglistered marks. Opposer pleads ownership of the following

valid and subsisting registered marks:

for “magacires pertaining to all aspects of personal,

professicnal and financial achievement;

rrd

for “general 1nterest magazines. Opposer also alleges

that 1t conducts educational workshops and seminars relating
to personal, professional and financial achievement under

and 1n asscciation with the above JUCCESS marks.

- Applicaticn Serial No. 74/5C00,660 filed March 15, 1394,

alleging a bona fide intenticon to use the mark 1n commerce.
Regrstration No 1,221,662 1ssued December 28, 1982, Sections

8 & 15 affadavit failed.

" Reygistrat_on No 1,334,275 1ssued May 1, 1985; Sections 8 & 15

affidavit filed

ra
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Appliceznt, 1n 1ts answers, denied the salient
allegations c¢cf likelihood of confusizn.

The reccrd consists of the pleadings; the files of the
involved applications; trial testimony taken by both parties
tand related exhibits); certified status and title coples of
opposer’s pleaded registrations; and applicant’s notice of
reliance on third-party applications and reglstrations of
marks which include the word “success.” Alsoc, opposer
submitted notices of reliance on, inter alia, excerpts of
newspaper articles tc show the reputation of opposer’s
magazine among the relevant public; coples of final crders
1n fourteen Board proceedings which were resolved in
opposer’s favor as against applicants seeking to regilster
marks which 1ncluded the word “success”, and certain of
applicant’s responses to opposer’s interrcgatories.

Botn parties filed briefs on the case and were
represented by counsel at the oral hearing.

At the ocutset, we note the parties’ dispute regarding
whether certain findings of the Board in a prior decisicon
involving opposer’s predecessor and a third-party are
entitled to preclusive effect. Applicant claims 1ssue
preclusion with respect to the Board’s findings in
Opposition No, 89,762 that SUCCESS 1s a weax mark 1in
ceonnection with publicaticns and that opposer’s mar< 1s not

famous. Suffice 1t to say that because such 1ssues as the
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strength wez<ness and fame 2f 2 mark must be determined on

the reccord in each <ase, the B7oari 1z not preclided fr-

m
reaching different findings ~on thess 1ssuss 1f presentel
with & diffesrent reccord herein.

The record shows that cppeoser’s principal business 1s
publishing 3UCCESS magazine. The magazine provides readers
with information relating to entrepreneurship, self-
improvement, personal achievement, business matters and
productivity. ©Opposer’s predecessor acquired the magazine
in 1984.° The circulation of SUCCESS magazine has Jrown
from 329,002 1in 1984 to 471,000 copies 1n 1995,

In 1987 opposer began selling a variety of products tc
the readers of 1ts magazine Such products, which relate to
entrepreneursship, 1nclude computer software, books, tapes
and CD-RCMS. In 13994 opposer acgulred Executive Gallery, a
direct marketing mail order company, that provides products,
services and i1nformation o business exXecutilives, businesses
and entrepreneurs. Opposer also distributes a mail order
cataleog entitled SUCCESSTCCOLS which features motivational
products such as books, audioc tapes, videotapes, and
scftware. Opposer has sponsored two conferences, one 1n

1995 and the other in 199¢, for individuals who want to

" There 1s conflicting testimony with respect to publication of
the magazine pricr to this date Eowever, the record 1s clear
that cpposer and 1ts predecessor have continucusly published the
magazine sinze at least as early as 1984, which precedes the
filing date >f applicant’s 1ntent-to-use applications

Moreover, as discussed infra, pricrity 13 not an issue.
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enhance thelr entrepreneurilal skills Lpproximately, 500
1ndividuals attended =ach conference.,

Oppeser spends approsimatel | $2 million annuall, on

5L

drertising and promctlcon.  Cpposer advertises in magacines,
by direct muail, and at trade shrws and speclial events.
Opposer also malntains a web site on the Internet.

Opposer’s approximate annual revenue 1s $20 millien of whi-k
about a little more than half 1s attributable to the
magazline. SUCCESS magazine has received favorable reviews
in other magazines and newspapers and opposer’s own market
research shows strong loyalty to the magazine among 1ts
readers.

Applicant 1s a not-feor-prefit educational corporation
which was formed 1n 1962 by Napcleon Hi11ll and his wife Mr
Hill, now deceased, 1s the authcr »f a bock sntitled Law OF
Success, first published in 1928. The book, which 1s still
published, documents Mr. Hill’s 1interviews with over 500
successful people, i1ncluding Henry Ford, Thomas Edison, and
John D. Rockefeller. Applicant’s purpose 1s to perpetuate
Mr., Hill philosophy’s of personal achievement through books,
courses and various publications Applicant arranges for
the publicatzon of Mr Hill’'s wcrks, creates new books based
on his teactings, and conducts seminars whilich incorporate

nis philosorhy. Applicant 1s a relatively small business,
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whizh durirg the two-,ear pericd >f 129% and 1996 had annual

)]

Jr2sz reverues of approximatel  3ouu, 300
Inasmich as certified coples o-f >pposer’s pleaded
reglstraticns are of record, there 1s no 1ssue with respect
to opposer’s priority. King Candy Co., Inc v Eunlice
Fing’s Kitchen, Inc , 196 F.2d 1400, 182 USPQ 108 (CCPA
1874y,
We turn then to the 1ssue of likelihood of confusion.

It 1s opposger’s pcsition that the newsletters and workshops
and seminars applicant intends to offer under the mark LAW
OF SUCCESS are related to oppcser’s SUCCESS magazine and
seminars. In additicon, copposer contends that the parties’
marks are very similar due to the shared presence of the
word SUCCESS. However, as demenstrated by the pertairent
third-party registrations furnished by applicant, the word
SUCZESS 1s hiaghl, suggestive of publications, such as
magazines and newsletters, and seminars and workshops.’
Such registrations, like dictionary definitions, may be used
to establish the meaning of a term as applied to particular
goods and services and to show, 1n view therecf, that the

inclusion of the term 1n the marks at 1ssue 1s alone an

For exampls=, among the marks which are registered for
publications are SUCCESS SYSTEMS AT WORK, SUCCESS OFPPORTUNITY
SEEKERS - THE ADVERTISER, SMALL BUSINESS SUCCESS; SUCCESS
EXPRESS, COMTINUED SUCCESS, and THE OFFICIAL GUIDE TO SUCCESS
Among the marks which are registered for worrkshops, seminars and
the like are SUCZESS3 TALK, PERFCORMANCE SUCCESS; SUCCESSAVVY;
SUCCESS D/NEMICS, and the FEEL OF SUCCESS.

3.
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insufficiert kasis on which to predizate a holding of
r1kelihcod ¢f confusion See Tektronix, Inc = TLak=Zronics,
Inz , 137 USPQ 588, 592 (TTAB 197%:, aff’d, 534 F.24 uls,
132 USPQ 693 (CCPR 1976). Here, the third-party
registraticns are competent to show thar others 1n the field
have adopted and registered marks consisting of the word
“success” and that as used therein the term projects 1ts
dicticnary meaning of “[tlhe achievement of scmething
desired, planned or attempted.”’ Consequently, and
notwithstanding the considerable strength of opposer’s
SUCCESS mark, the mere fact that applicant’s mark
incorporates the same term does not mean that applicant’s
mark 1s sufficiently similar to opposer’s mark as to be
likely to cause confusion.

Here, the presence of the words “LAW OF” 1n applicant’s
mark creates a mark which 1s readily distinguishable 1n
sound, appearance and commerclal 1mpression from opposer’s
SUCCESS mark. In the latter regard, LAW OF SUCCESS suggests
rules or principles which lead to success. Thus,
notwithstanding any similarities between the parties’ goods
and services, we find that there 1s no likelihood of

confusion.

The American Heritage Dictionary ©f The English Language,
{1976) at 1235 The Board may properly take judicial notice of
dicticnary definitions.
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Oppos=er argues that 1ts 3UCCESS mark 1s famous for
magazines Wnile 1t appears that cpposer has enjo,ed a goocd
iegree of success, we are not persuaded on this record tnat
opposer’s marks are so famous 1n the field as to preclude
the registrations sought by applicant. Cf. Kenner Parker
Toys, Inc. v. Rose Art Industries Inc., %53 £.2d 250, o0
UsSPQ2d 1453 (Fed. Cir., 1992i.

An arqument made by applicant regquires comment,
although 1t does not affect our decision herein. Applicant
argues that opposer should be estopped from bringing these
oppositions because opposer did not oppose applicant’s
application for the mark LAW OF SUCCESS for pre-recorded
audic and i1dec cassettes relating to personal achievement
and has not sought to cancel applicant’s registration for
the mark SCIENCE OF SUCCESS for educational services. In
order to 1invoke the “Morehouse” defense, both the mark and
the goods/services 1n the prior registration must be
substantially 1dentical to the mark and the goods/services
which are the subject of the present application. Morehouse
Mfg. Corp. v. J. Straickland & Co., 407 F.2d 881, 160 USPQ
715 (CCPA 1969} and TRC Corp. v. Grand Prix, Ltd., 12 USPO2d
1311 (TTAB 1989). The defense 1s i1napplicable here because
an application cannot serve as the basis for the defense,
and the mark SCIENCE OF SUCCESS 1in applicant’s registration

1s not substantially i1dentical to the mark LAW OF SUCCESS, .
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In wview 2f the highly suggestive nature of the word

“success” as used 1n connection /ath pukblicati-ns and

44}

workshops and seminars, and the diffsr=ices i1n the marh

SUCCESS and LAW CF 3SUCCESS, we conclude tnat confusion as to

the origin or affiliation of the parties’ respective goods

and services 1s not likely to occur.

Decision: The oppositicn 1s dismissed.

Seeherman

/’@/k@u
T.-J. nn

P. T. Hairston
Administrative Trademark
Judges, Trademark Trial and

Appeal Board
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