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(Deborah Cohn, Managi ng Attorney).

Bef ore Quinn, Hohein and Walters, Adm nistrative Tradenark
Judges.

Qpi ni on by Hohein, Adm nistrative Trademark Judge:

An application has been filed by RRF Industries, Inc.

to register the mark "W NDBREAKER REGATTA" and design, as
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for "men’s, wonmen’s, boys’ and girls’ jackets".1
Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U.S.C. 81052(d), on the ground that
applicant's mark, when applied to its goods, so resembles the
mark "WINDBREAKER," which is registered for, interalia _ _  "men's,
young men's, boys', women's, misses' and girls' apparel for
sportswear, dress wear, work wear, and uniforms; namely, jackets
and coats of various stylings and lengths for outdoor and/or
indoor wear, vests, trousers (slacks, pants, shorts, and
breeches), suits, shirts, blouses; said articles of apparel
include those specifically adapted for particular uses; namely,
golf and ski jackets, parkas, suburban and car overcoats and top
coats, hunting and riding wear, rainwear, and swimwear; said
articles of apparel may be comprised in whole or in part of
woven, non-woven, and knitted fabrics (uncoated, coated, and/or
impregnated) ...," 2 as to be likely to cause confusion, mistake

or deception.

1 Ser. No. 75/136,710, filed on June 19, 1996, which alleges a bona
fide intention to use the mark in commerce. The term "W NDBREAKER'
has been voluntarily disclainmed. Mreover, although applicant
initially identified its goods as "nen's, wonen's, boys’ and girls’
jackets, shirts (knit and woven)[,] pants and shorts,” in its request
for reconsideration applicant requested that, "[i]f permtted, please
anend the description of the goods by deleting therefrom’shirts (knit
and woven), pants and shorts’." Wile such request appears not to
have been considered and entered by the Examining Attorney (despite
the fact that applicant, inits initial brief, plainly states in the
first paragraph thereof that the goods identified in the application
have been "limted by anendnment to 'nmen’s, wonen s[,] boys’ and girls’
jackets’ ," we hereby deemthe application to be so anended. W al so
note, however, that regardl ess of whether or not such itens as "shirts
(knit and woven)[,] pants and shorts" formpart of the goods set forth
in the application, our decision in this case would be the sane since,
like jackets, such itenms plainly are closely related to registrant’s
articles of wearing apparel.



Ser. No. 75/136, 710

Applicant has appealed. Briefs have been filed,3 but
an oral hearing was not requested. W affirmthe refusal to
regi ster.

Applicant, notably without citation to a specific
dictionary, argues in its initial brief that:

Since 1972 the word W NDBREAKER i s not ed
in the dictionary as neaning "a short sports
jacket ... having a tight-fitting band at the
wai st and cuffs, used for outdoor wear."

([U nderlining added[.]) As such, it is

descriptive of [the] "jackets" recited in
applicant’s present description of goods”
[and has been disclained]....

In the [initial] Ofice Action ... the
trademark attorney contends:

"The domi nant el enent[s] of the marks
are identical in appearance, sound,
connot ati on and commerci al inpression, nanely
W NDBREAKER. "

There is no support of record for
hol di ng that a word, nanely W NDBREAKER
[which is] highly descriptive of "jackets"
woul d be dom nant over REGATTA, which is
totally devoid of descriptiveness of the
goods invol ved . ...

2 Reg. No. 941,015, issued on August 15, 1972, which sets forth dates
of first use of February 15, 1915; renewed. The registration also
covers "plastic filnms and foans; natural and synthetic |eather; [and]
natural and synthetic fur".

3 Applicant, with its reply brief, has subnmtted certain excerpts from
various "Dl ALOG conmputer information sources" in the formof a
"printout evidencing the generic use of W NDBREAKER [ consi sting] of 58
pages with plural citations on each page." Such evidence, however,

not only is untinely under Trademark Rul e 2.142(d) but, in any event,
constitutes a collateral attack upon the validity of the cited

regi stration which will not be considered in the context of an ex
parte appeal. Instead, if applicant believes the mark of the cited
registration to be generic for sone of registrant’s goods, its renedy
lies in the comencenent of a petition to cancel such registration as
to those goods. See, e.qg., Section 14(3) of the Trademark Act, 15
U.S.C. 81064(3), and In re Calgon Corp., 435 F.2d 596, 168 USPQ 278,

280 (CCPA 1971).
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Logic dictates that in applicant’s two-
word mark ... REGATTA not W NDBREAKER i s the
dom nant word.

To a purchaser, the connotation of
applicant’s nmark is that the product, if a
jacket, is a REGATTA-1abelled "short sports

jacket ... having a tight-fitting band at the
wist [sic] and cuff [sic], used for outdoor
wear . "

Applicant, in view thereof, contends that there is sinply no
|'i kel i hood of confusion.

The Exami ning Attorney, on the other hand, asserts in
his brief that "[w]hile the wording WNDBREAKER is found in the
dictionary, Webster’'s clearly defines it as "[a] trademark for an
outer jacket having close-fitting often elastic cuffs and
wai st band. "4 Accordingly, and in light of TMEP §1213.10, 5 the

Examining Attorney maintains that "applicant may not simply

4 Citing Webster’s Il New Riverside University Dictionary (1994) at
1320, the Exam ning Attorney "requests that the Board take judici al
notice of the definition fromWbster’s cited above."™ Inasnmuch as it
is well settled that the Board nay properly take judicial notice of
dictionary definitions, we have considered the definition of
"W ndbr eaker" furnished by the Exam ning Attorney as well as the
asserted dictionary definition thereof offered by applicant. See,
e.g., Hancock v. Anerican Steel & Wre Co. of New Jersey, 203 F. 2d
737 97 USPQ 330, 332 (CCPA 1953) and University of Notre Dame du Lac
J. C. Gourmet Food Imports Co., Inc., 213 USPQ 594, 596 (TTAB
1982), affd , 703 F.2d 1372, 217 USPQ 505 (Fed. Cr. 1983).

5 Specifically, such section, entitled "Mark of Another May Not Be
Regi stered with Disclainer," provides that:

Normal |y, a mark which includes a nmark regi stered by
anot her person nust be refused registration. D sclaimng
anot her person’s mark does not normally justify
regi stration. However, one can incorporate the entire mark
of another if there is no resulting likelihood of
confusion. A party who incorporates the entire nmark of
another with resulting |ikelihood of confusion may not
avoi d such a finding by disclainmng the mark of anot her.

Cf. In re Franklin Press, Inc. , 597 F.2d 270, 201 USPQ 662
(C.C.P.A 1979) (permtting disclainmer of informational
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di sclaimthe registered mark W NDBREAKER and escape a findi ng of
|'i kel i hood of confusion.”

The Exam ning Attorney, besides noting the general
principle that "the nere addition of a termto a registered mark
is not sufficient to overcone a |ikelihood of confusion," also
contends in support of his position that:

[ T] he typed-face [sic] of applicant’s
mar k for W NDBREAKER REGATTA is relatively
simlar in size and appearance. That is, the
word portion of the applicant’s mark appears
to enploy the sanme font size and style. As
such, neither the wordi ng W NDBREAKER, nor
t he wordi ng REGATTA[,] dom nate applicant’s
mar k. Thus, applicant’s assertion that the
wor di ng REGATTA is the dom nant word over the
wor di ng W NDBREAKER i s unf ounded.

Al t hough applicant’s ... mark al so
i ncludes a design, that design is nerely
decorative and a background enbel | i shnment and
does not obviate the simlarity of the marks.
When a mark consists of a word portion and a
design portion, as in the applicant’s nark,
the word portion is nore likely to be
i npressed upon a purchaser’s nenory and to be
used in calling for the goods or services.
In re Appetito Provisions Co. [Inc.], 3
USPQ2d 1553 (TTAB 1987); Anpbco G/ Co. v.
Anerco, Inc., 192 USPQ 729 (TTAB 1976). For
this reason, ... greater weight [nust be
given] to the literal portions of the nmarks
in determ ning whether there is a likelihood
of confusion. In this case, the wording
W NDBREAKER REGATTA is the dom nant part of
applicant’s nark.

In view thereof, and inasmuch as both applicant and regi strant
utilize their respective marks in connection with the same types
of clothing, nanely, jackets, the Exam ning Attorney concl udes

that "a |ikelihood of confusion exists between the two marks."

phrase indicating that applicant’s enpl oyees are
represented by certain | abor organizations).
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W agree with the Exam ning Attorney that confusion is
likely. 1In this case, the respective goods are identical in part
(jackets) and are otherwi se closely related articles of wearing
apparel (e.g., vests, trousers, suits, shirts and bl ouses) which
woul d be sold to the same classes of purchasers through the
i dentical channels of trade. Applicant, as the Exam ning
Attorney accurately points out, does not contend to the contrary.
Consequently, if applicant’s jackets, as well as registrant’s
j ackets, vests, trousers, suits, shirts, blouses and ot her
closely related itens of clothing, were to be sold under the sane
or substantially simlar marks, it is plain that confusion as to
t he source or sponsorship of such products would be likely to
occur.

Turning, therefore, to consideration of the respective
mar ks, we disagree with applicant that the term "REGATTA" nust be
consi dered the dom nant or primary source-signifying el enent of
applicant’s mark. |Instead, given the nautical thenme conveyed by
t he background design of a ship’s decorative or signaling flag in
applicant’s mark and the sane size and style of lettering used
for the wording, we concur with the Examining Attorney that it is
the literal elenents of applicant’s mark, nanely, the words
"W NDBREAKER REGATTA, " which formthe principal source-indicative
portion of applicant’s mark and which woul d be used in calling
for or otherw se inquiring about applicant’s goods. Thus, when
considered in their entireties, applicant’s "W NDBREAKER REGATTA"
and design mark is substantially simlar in sound, appearance,

connotation and overall comrercial inpression to registrant’s
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"W NDBREAKER' mar k, which nmust be regarded on this record as an
arbitrary or fanciful mark for registrant’s goods, particularly
in the absence (as noted earlier) of a petition by applicant for
partial cancellation of the cited registration on the ground that
such mark is generic for jackets.

In light thereof, we conclude that purchasers and
prospective customers, famliar with registrant’s "W NDBREAKER"
mark for jackets, vests, trousers, suits, shirts, blouses and
other clothing itens closely related to jackets, could reasonably
bel i eve, upon encountering applicant’s substantially simlar
"W NDBREAKER REGATTA" and design mark in connection with jackets,
that such products are a new or additional |ine of wearing
apparel produced or sponsored by registrant.

Deci sion: The refusal under Section 2(d) is affirmed.

T. J. Quinn

G D. Hohein

C. E Wilters
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board



