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U S. DEPARTMENT OF COVMERCE
PATENT AND TRADEMARK COFFI CE

Trademark Trial and Appeal Board

In re The Sel ner Conpany, |Inc.

Serial No. 74/652,795

Timot hy D. Pecsenye of Bl ank, Rone, Com sky & McCaul ey for The
Sel mer Conpany, Inc.

Janice J. McMorrow, Trademark Exam ning Attorney, Law Ofice 104
(Sidney |I. Moskow tz, Managi ng Attorney).

Before C ssel, Seehernman and Hohein, Adm nistrative Tradenark
Judges.

Qpi ni on by Hohein, Adm nistrative Trademark Judge:

The Sel mer Conpany, Inc. has filed an application to
regi ster the mark "BLACK BEAUTY" for "percussion instrunents;
nanmely, snare druns".’

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U.S.C. 81052(d), on the ground that

applicant's mark, when applied to its goods, so resembles the

' Ser. No. 74/652,795, filed on March 29, 1995, which alleges dates of
first use of 1923.
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mar k " BLACK BEAUTY COMBELL," which is registered for "nusica

n 2

I nstrunments, nanely, cowbells, as to be likely to cause
confusion, m stake or deception.

Applicant has appealed. Briefs have been filed, but an
oral hearing was not requested. W reverse the refusal to
regi ster.

Determ native of this appeal is the effect to be given
to a consent agreenent entered into between applicant and the
owner of the cited registration. As the Exam ning Attorney notes
in her brief, it is clear that, except for the generic term
"COMBELL" in registrant’s mark, the respective marks are
I dentical and create the sane commercial inpression when used in
connection wth such nusical percussion instrunents as cowbells
and snare druns. Moreover, the Exam ning Attorney has
denonstrated that cowbells and snare druns are closely rel ated
goods by furnishing not only copies of five use-based third-party
regi strations, but also copies of two use-based registrations
respectively owned by applicant and registrant.® Such
regi strations, in each instance, show that the owners thereof
have adopted and regi stered the sane mark for both cowbells, on

the one hand, and druns or drumoutfits, on the other hand.

’ Reg. No. 1,120,473, issued on June 19, 1979, which sets forth dates
of first use of January 1967.

* Specifically, the record shows that applicant is the owner of a
registration for the mark "MATADOR' and design for "percussion nusica
i nstrunents, nanmely[,] drums ... [and] cowbells," while registrant is
the owner of a registration for the mark "LUDWG' for "percussion
musi cal instrunents and accessories--nanely, drumoutfits,

cowbells ...."
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While we note that the registrations are not evidence
that the different marks shown therein are in use or that the
public is famliar with them it is nevertheless settled that
t hey have sone probative value to the extent that they serve to
suggest that the goods |listed therein are of a kind which may
emanate froma single source. See, e.g., Inre Al bert Trostel &
Sons Co., 29 USPQ@d 1783, 1785-86 (TTAB 1993) and In re Micky
Duck Mustard Co. Inc., 6 USPQ2d 1467, 1470 (TTAB 1988) at n. 6.
Mor eover, since neither the identification of goods in
applicant’s application nor that in the cited registration
contains any limtations as to the manners of distribution or
types of buyers for snare druns and cowbells, it nust be presuned
that such nusical percussion instrunents nove in all channel s of
trade which would be normal therefor and that they would be
purchased by all potential buyers of those types of products.

See, e.qg., In re Elbaum 211 USPQ 639, 640 (TTAB 1981).

In view thereof, and inasnuch as a cowbell is a conmon
accessory for a drumset, which typically would include a snare
drum it is clear that cowbells and snare druns are likely to be
sold in the sane channels of trade to the same consuners and may
frequently be purchased together. Thus, in the absence of facts
whi ch woul d be reflected, for exanple, in a sufficiently detailed
consent agreenent and which establish that marketpl ace experience
has been to the contrary, it is plain that contenporaneous use of
essentially the same marks for such closely related percussion

musi cal instrunents as snare druns and cowbel Is woul d be |ikely
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to cause confusion, m stake or deception as to the origin or
sponsorshi p of those products.

Applicant, in support of its position that confusion is
not likely, has submtted a consent agreenent, entered into as of
March 21, 1996, in which applicant and regi strant (respectively
referred to therein as "Selnmer” and "LP") have provided, inter
alia, that:

WHEREAS, LP is the owner of the mark
BLACK BEAUTY COABELL and U.S. Registration
No. 1,120,473, which registered on June 16,
1979 for "nusical instrunents - nanely,
cowbel I s" (hereinafter referred to as the "LP
Mar k") ; and

VWHEREAS, Selner is the owner of the
common | aw trademar k BLACK BEAUTY when used
in connection with snare drunms (hereinafter
referred to as the "Sel ner Mark") and has now
filed U.S. Trademark Application Serial No.
74/ 652, 795 for BLACK BEAUTY for "percussion
i nstruments; nanmely, snare druns"; and

WHEREAS, the parties have not
experienced any confusion, wish to avoid any
l'i kel i hood of confusion, save costs and
expense, yet recognize the specific uses each
party has made of its own mark and resol ve
any potential controversy.

NOW THEREFORE, in order to carry out
t he purpose and intent of this agreenent and
I n consideration of the agreenents and
undert aki ngs hereinafter set forth, the
parties agree as follows:

1. The parties agree that the above
recitals are true, correct, and are hereby
I ncorporated in this Agreenent

2. LP agrees that Sel ner shal
continue to use the Selmer Mark for snare
druns, and acknow edges that such use has not
|l ead [sic] to a single instance of actual
confusion or alleged confusion.
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3. Sel ner agrees that LP shal
continue to use the LP Mark for nusica
I nstrunments - nanely, cowbells, and
acknow edges that such use has not |ead [sic]
to a single instance of confusion or alleged
conf usi on.

4, Thi s agreenent shall not preclude
either party fromexpanding its use of the
mar Kk BLACK BEAUTY in ot her areas, provided
that LP does not use the Selnmer Mark and
Sel mer does not use the LP nark.

5. Thi s agreenent shall inure to the
benefits of and be bi nding upon the parties
and their respective |icensees and assigns
and all other acting by, through or in
privity with them

6. Thi s Agreenent shall not be
assignable by either party w thout the prior
witten consent of the other party herein.

7. Both parties agree that this
Agreenment may be submitted to the United
States Patent and Trademark O fice ("PTO"),

I f necessary. The parties further agree to
assi st each other if additional docunents or

I nstrunments are required for subm ssion to
the PTOin order to carry out the purpose and
Intent of this Agreenent.

11. This Agreenent is the conplete and

final expression of the parties regarding the

LP Mark and the Selnmer Mark. There are no

ot her agreenents, understandi ngs,

representations, or warranties, oral or

witten, between the parties regarding the

subject matter of this Agreenent

The Exam ning Attorney, relying principally upon In re
Mastic Inc., 829 F.2d 1114, 4 USPQ2d 1292 (Fed. Gr. 1987) and In
re U S. Shoe Corp., 8 USPQ2d 1938 (TTAB 1988), argues that the
agreenent "is nothing nore than a ’'naked’ consent, entitled to
little weight in the |ikelihood of confusion analysis," "because

it fails to address those considerations which should be present
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in a well-reasoned consent, i.e., arrangenents the parties have
undertaken to avoid confusion to the public and agreenents to
cooperate in the future to elimnate or mnimze future
confusion.” Specifically, while acknow edgi ng that substanti al
wei ght shoul d be given a nore detail ed agreenent of the type
involved in Inre E. |I. du Pont de Nenours & Co., 476 F.2d 1357,
177 USPQ 563 (CCPA 1973), the Exami ning Attorney maintains that
the consent agreenent in this case "is not 'detailed in the
sense envisioned in DuPont" since it "speaks to the rights of the
parties, and is silent as to the |ikelihood of confusion to the
purchasing public.” This case, the Exam ning Attorney insists,
I's thus unlike the consent agreenent presented in In re Four
Seasons Hotels Ltd., 987 F.2d 1565, 26 USPQ2d 1071 (Fed. Gr

1993), which assertedly "had substantially nore detail than the
Consent Agreenent at issue here."

In particular, the Exam ning Attorney contends in this
regard that (footnote omtted):

Wl | reasoned consent agreenents address
vari ous consideration, including the reasons
the parties believe there is no Iikelihood of
confusion, i.e., differences in
goods/ servi ces, the marks, the channels of
trade and the consumi ng public. The
exam ning attorney asserts that the
applicant’s Consent Agreenent does not refer
to these considerations because the marks at
issue are virtually identical and the goods
are highly related and travel in the sane
channel s of trade.

A true consent should include a specific
plan to avoid future confusion, such as
limtations on pronotions and manner of
di stribution, advertising and product
packagi ng, etc., as well as an agreenent
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between the parties to take further action
needed to carry out the intentions of the
origi nal consent agreenent, nanely, executing
additional agreenents in the future as
needed. See, e.g., In re Donnay

I nt ernational, Societe Anonyne[,] 31 USPQRd
1953 (TTAB 1994). Instead, applicant’s
Consent Agreenent states:

This agreenent shall not
preclude either party from
expanding its use of the mark BLACK
BEAUTY in ot her areas, provided
t hat LP does not use the Sel ner
Mar k and Sel ner does not use the LP
mar k.

(enmphasi s added)

The exam ning attorney asserts that this

| anguage | eaves the applicant free to use the
mar k BLACK BEAUTY on cowbells and the
registrant free to use the mark BLACK BEAUTY
CONBELLS [sic] on snare druns.

In the instant case, the Consent
Agreement cannot persuade because it nerely
presents the |ack of actual confusion in a
formal manner, and does nothing to obviate
the potential for future confusion. In
maki ng deci sions regarding |ikelihood of
confusion, the exam ning attorney and the ...
Board shoul d defer to the greater know edge
of actual market participants when it is
offered. In this case, the Consent Agreenent
of fers no such know edge; it provides no
informati on or advice to assist the Board in
maki ng a deci sion regarding |ikelihood of
conf usi on.

W are constrained to agree with applicant, however,
that in |ight of such background factual considerations as a
period of contenporaneous use of the respective narks for over 30
years, the differences in the goods, the fact that their retai
costs indicate that the products are not inpulse itens, and the

di scrimnation and care exercised in the purchase of nusical
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percussion instrunents,® the consent agreenent between applicant
and registrant is sufficient to support a finding that confusion
Is not |likely. As applicant persuasively points out, Mastic "is
readi |y distinguishable on its facts fromthis case" inasnuch as
(i) the application involved therein "was based solely on treaty
rights with Canada, and not on a preexisting use in United States
commerce, " and thus the applicant therein had "no way of know ng
whet her confusi on had or would occur in the American marketpl ace
if it were allowed to register its mark™; (ii) the agreenent in
such case "consented only to the registration of the mark, and
not toits use"; and (iii) the consent agreenent therein "did not
evidence a 'bilateral agreenent’ to restrict the parties[’] use
of the mark involved." Here, by contrast, applicant and

regi strant, as applicant notes, have been using their respective

mar ks for over 30 years without any reported instances of actual

“ W recogni ze that, aside fromthe differences in the goods (which are
apparent fromthe very nature of such itens), none of the above facts
is set forth either in the consent agreenment or in an affidavit from
an officer or other enpl oyee of applicant having personal know edge
thereof. Instead, such facts as there having been a 30-year period of
cont enpor aneous use of the respective marks and that one of
applicant’s snare drunms "woul d cost at a m ni num bet ween $450- 700" are
set forth in various statenents offered by applicant’s counsel in
either applicant’s request for reconsideration and/or initial brief.
However, inasnmuch as the Exami ning Attorney has rai sed no objections
to consideration of such facts and has apparently accepted them we
consequently have treated such facts as being established. As stated
inlnre National Distillers & Chemical Corp., 297 F.2d 941, 132 USPQ
271, 274-75 (CCPA 1962) (footnote omtted):

When counsel for applicant nmade allegations of fact in
signed responses to the Patent Ofice actions, he certified,
under ... the Trademark Rules of Practice, that "there is
good ground to support themi. Wile such statenents are not
"evi dence" of the facts stated, it seens to us that ..

[w] here, as here, no objection was made to the statenents of
counsel and the exam ner acted upon them ... such
statenents have in |legal effect becone the equival ent of
conpet ent evi dence.
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confusion; their consent agreenent "explicitly covers the use of
the marks by their respective holders”; and "the consent
agreenent in this case specifically envisions that the parties
wi Il not use the other’s mark for any reason whatsoever and that
they will cooperate so that ... [applicant’s] mark may be

regi stered. "’

Mor eover, unlike U S. Shoe, in which the marks invol ved
had been in contenporaneous use for no nore than a few years at
best, this case is closest to In re Pal mBeach Inc., 225 USPQ
785, 787-88 (TTAB 1985), in which the Board, in finding that
confusion was not reasonably likely to result fromuse of the
mark "ADLER' and design for pants and the mark "ADLER' for
knitted socks, reasoned that:

As noted by the Exam ning Attorney, the
|l etters of consent in the present case do not

i nclude any restrictions limting applicant

and registrant to diverse markets, nor do
they contain any recitation of steps to be

°* W hasten to note, however, that we are not pleased by applicant’s
failure to include citations to the United States Patents Quarterly,
First and Second Series, in those instances where the precedent
applicant cites also appears in the Federal Reporter, Second Series.
Citation to the former should al ways be provided. W would be reniss,
nmoreover, if we did not express our displeasure with applicant’s
counsel ' s overzeal ous advocacy in this matter. Specifically, we note
that in arguing that "the extent of potential confusion is de
mnins," counsel asserts in applicant’s initial brief that "[t]his
very issue was succinctly discussed by the Court of Custons and Patent
Appeals in the case of Inre National Distillers & Chem Corp., 297
F.2d at 949-50 (enphasis added), where the court reasoned that:"
(quotation onmtted). The quoted | anguage which i mmedi ately foll ows
(spanni ng pages 13 and 14 of applicant’s initial brief) is not,
however, fromthe opinion of "the court"” in such case; rather, it
appears in the concurring opinion of Judge Rich, 132 USPQ at 278.
Wil e apparently inadvertent, counsel’'s reference to such | anguage as
being fromthe majority opinion in National Distillers neverthel ess
gives a distorted and m sl eading inpression, particularly in view of
the fact that that case al so provoked a dissenting opinion. Counse
is advised, therefore, to exercise greater care and attention to
detail in the future
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taken by applicant and registrant to preclude
conflict. Neverthel ess, considering the

|l etters of consent and the affidavit of M.
MIlton Adl er, President and founder of
applicant’s subsidiary Adler Pants Co., in
light of the other facts and circunstances in
this case, we are convinced that there is no
reasonabl e |ikelihood of confusion. In this
regard, we note that while the respective

mar ks of applicant and registrant are
substantially simlar, and their goods are
closely related (facts which, taken al one,
serve as an indication that confusion may be
likely), still, pants and knitted socks are
specifically different itens of clothing
which are normally displayed in different
sections of the stores in which they are
sold. Added to the specific differences in

t he goods are certain other, very persuasive,
evidentiary factors, nanely, the nore than
forty-five years of contenporaneous use of
the respective marks of the parties w thout
any known instances of confusion, the belief
of applicant and two successive owners of the
cited registration that there is no

| i kel i hood of confusion by reason of the
continued use of the marks, and the

wi | Iingness of both of the successive owners
of the cited registration to consent to
applicant’s use and registration of its mark
"ADLER' and design for pants.

Havi ng considered the entire record, we
can only conclude that there is no real
l'i keli hood of confusion. The fact that the
parti es have used their nmarks
cont enpor aneously for nore than forty-five
years W t hout any known instances of
confusion is strong evidence that confusion
is not likely to occur as a result of
continued use of the marks in the future.
Cf. In re Anerican Managenent Associ ati ons,
supra. Certainly, it gives credence to the
belief of the parties thenselves that there
I's no likelihood of confusion.

Simlarly, while the consent agreenent in this case is

6

hardly a nodel of detail,” it nevertheless is plainly nore than a

® dearly, had applicant and registrant chosen to el aborate upon such
facts as the nature of the channels of trade for their respective

10
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mere "naked" consent. Although sketchy in places, the agreenent
recites each party’s ownership of their marks for their
respecti ve goods; sets forth the critical facts that the parties
have not experienced a single instance of actual confusion
resulting fromthe use of such marks, desire to avoid any

l'i kel i hood of confusion and wish to resolve any potenti al
controversy; and provides for the parties to assist each other if
any further documents or instrunments are necessary for subm ssion
to the Patent and Trademark O fice in order to carry out the

I ntent and purpose of the agreenent, which obviously enconpasses
the securing of a registration by applicant for its "BALCK
BEAUTY" mark for snare druns.’ Furthernore, the |ack of any
explicit arrangenents to avoid a likelihood of confusion in the
future i s perhaps understandabl e, given the absence to date of
any incidents of actual confusion, and the agreenent plainly
contenpl ates that each party will continue with the marketing

met hods and di stribution channels they have been using to sel

their cowbells and snare druns under their respective marks.

products, the circunstances under which their goods have and conti nue
to be sold, the reasons why they believe there have been no known

i nstances of actual confusion over a 30-year period and what specific
steps they would take if an incident of actual confusion should arise,
the agreenent itself would be nore persuasive and the prospects for
avoi ding the delay inherent in an appeal of a refusal to register
woul d have been substantially enhanced.

" Al though, as the Exami ning Attorney accurately observes, the
agreenent does pernit the parties to expand "use of the mark BLACK
BEAUTY in other areas,” we think it is highly doubtful, due to the
presence of the generic term"COANBELL" therein, that registrant woul d
apply its "BLACK BEAUTY CONBELL" mark to snare drums, nor woul d
appl i cant be notivated to expand the use of its "BLACK BEAUTY" mark to
cowbell's, given the inherent |ikelihood of confusion which would
result therefrom W sinply do not read the consent agreenent as
sanctioni ng use of marks which the parties know or should know woul d
result in a |likelihood of confusion, given the provisions that each

11
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Finally, it is clear that the parties are aware of the
under|ying factual circunstances under which applicant’s "BLACK
BEAUTY" snare drunms and regi strant’s "BLACK BEAUTY COABELL"
cowbel | s have been sold for over 30 years. These circunstances,
as applicant points out in its brief, include a specialized
retailing environment (nusical instrunent stores rather than
departnent stores or other mass nerchandi sers) in which
I ndi vidualized attention is paid by store clerks to careful and
di scrimnating consuners seeking to buy relatively expensive
musi cal percussion instrunents. The consent agreenent, when read
in light of this factual background, is sufficiently detailed to
be decisive. As set forth in du Pont, supra at 568:

The weight to be given nore detail ed

agreenents of the type presented here should

be substantial. It can be safely taken as

fundament al that reputabl e businessnen-users

of val uabl e trademarks have no interest in

causi ng public confusion.

Thus when those nost famliar with use

i n the marketpl ace and nost interested in

precl udi ng confusion enter agreenents

designed to avoid it, the scales of evidence

are clearly tilted. It is at least difficult

to maintain a subjective view that confusion

wi Il occur when those directly concerned say

It won't. A nere assunption that confusion

is likely will rarely prevail against

uncontroverted evidence fromthose on the

firing line that it is not.

Accordingly, in light of the fact that applicant and
regi strant have not encountered any incidents of actual confusion
in over 30 years of conjoint use of essentially identical marks

for closely related nusical percussion instrunments, their

party is pernmitted to continue its existing use, but is prohibited

12
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mar ket pl ace experience mnimzes any doubt and is conpelling
evi dence that confusion as to source or sponsorship is not likely

to occur.

Deci sion: The refusal under Section 2(d) is reversed.

R F. G ssel

E. J. Seeher man

G D. Hohein
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board

fromusing the other’s mark.
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