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Qpi ni on by Hohein, Adm nistrative Trademark Judge:

JB Oxford Holdings, Inc. has filed an application to
regi ster the mark "JB OXFORD HOLDI NGS* for "securities brokerage
services, nanely, brokerage services at reduced prices featuring
| ow conmi ssions, flat rate comm ssions, and conmm ssion-free
trading"."®

Regi stration has been finally refused under Section

2(d) of the Trademark Act, 15 U.S.C. 81052(d), on the ground that

' Ser. No. 74/599, 446, filed on Novenber 16, 1994, which alleges a bona
fide intention to use the mark in comrerce. The term "HOLDI NGS" is
di scl ai ned.
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applicant’s mark, when applied to its goods, so resenbles the

mar k "OXFORD' and design, which registered, as reproduced bel ow,

for "investnent managenent services; nanely, investing the funds
of others by purchasing stock in order to gain nmanagi ng contr ol
of the acquired conpanies,"? as to be likely to cause confusion,
m st ake or decepti on.

Applicant has appealed. Briefs have been filed, but an
oral hearing was not requested. W reverse the refusal to
regi ster.

Turning first to consideration of the respective marks,
we note that the principal source-distinguishing elenment in
applicant’s "JB OXFORD HOLDI NGS" mark is the term "OXFORD, " which
Is identical to the dom nant aspect of registrant’s "OXFORD' and
design mark, nanely, the term"OXFORD'. However, as shown by the
listings made of record by the Exam ning Attorney from both

Webster’'s New Geographical Dictionary (1988) at 908 and the 1994

edition of the "PHONEDI SC U. S. A." data base, such term commonly
has significance as, inter alia, a geographical place and as a
surnane. Mreover, the presence of the initials "JB" and the

di scl ai med descriptive word "HOLDI NGS" in applicant’s nmark are

di stingui shing el ements which notably are not found in

’ Reg. No. 1,652,572, issued on July 30, 1991, which sets forth dates
of first use of June 1, 1985; combined affidavit 888 and 15.
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registrant’s mark. Thus, while the respective marks are simlar
I n comrercial inpression, they neverthel ess are not "highly
simlar,"” as the Exam ning Attorney naintains.

Turning, next, to consideration of the respective
services, the Exam ning Attorney, relying solely upon the
di ctionary definitions nmentioned bel ow, argues that (italics in
original):

Here regi strant has sinply indicated
that it "invests the funds of others by
purchasi ng stock™ in conpanies. Wile there
may be an ultimte goal to acquire nmanagi ng
control of conpanies, the essence of the
service is a type of brokerage service,
nanely, that registrant acts for the benefit
of others in purchasing stock. The
definition of a "broker" in the financial and
securities context, is "a person who acts as
an internediary between a buyer and seller,
usual |y charging a commi ssion. A broker who
speci alizes in stocks, bonds, comodities, or
options acts as agent and nust be registered
In the exchange where the securities are
traded." Dictionary of Finance and
I nvestnent Terns, 49 (3d Ed. 1991) .... A
"security" is defined as an "instrument that
signifies an ownership position in a
corporation (a stock), a creditor
relationship wth a corporation or
governnental body (a bond), or rights to
owner shi p such as those represented by
option, subscription right and subscription
warrant." [d. at 403.

Applicant has identified itself as a
"securities broker." By the comonly
recogni zed definitions of the terns,
applicant necessarily is a person or agent
who acts as an internedi ary between a buyer
and a seller of "stocks, bonds or
comodi ti es" which represent ownership
interests in conpanies. The fact that
applicant perforns these services for little
or no comm ssion does not mean that it is not
a broker or would likely be viewed by the
potential user of its services as a broker.
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I n consequence thereof, the Exam ning Attorney
mai ntains that "[t]he |ikely consuners of registrant’s and
applicant’s services will both be people who have noney to invest
I n stocks, which could be either highly sophisticated investors
or the average person with no financial background at all." The
Exam ning Attorney, in light of the asserted conmonality of
purchasers, insists that registrant’s services are closely
related to those offered by applicant since, |ike applicant,
registrant "acts as an internmediary or agent on behalf of others
who wi sh to purchase stocks"” and that "[s]uch an internediary is
essentially a broker." Thus, notw thstandi ng applicant’s
contentions that, unlike its services, registrant’s services nust
necessarily include, anong other things, providing professional
advi ce regardi ng conpani es appropriate for take-overs, organi zing
syndi cates of purchasers to achieve significant purchasing power
t hrough the conbi ning of funds and advi si ng such syndi cates on
the manner in which to invest their funds in order to gain
managi ng control of the selected target conpanies, the Exam ning
Attorney urges, in essence, that:

What is relevant is that both parties accept

the funds of others and purchase

"securities,"” such as stocks, in conpanies.

Even if one assunes registrant gives detail ed

advi ce, an assunption not warranted by any

evidence in the record, while applicant does

not, this difference in the degree of advice

of fered to custoners does not necessarily

mean that the services are not rel ated.

Appl i cant has also argued that the
addi ti onal |anguage "for the purpose of
acquiring control in conpanies"” is a key

di stingui shing factor. However, anyone who
pur chases enough stock in a corporation can
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acqui re managi ng control of the corporation.
Such a person could do that by using
applicant’s | ow or no comm ssi ons brokerage
service. Therefore, ... this distinction
does not mandate approving this application
for publication.

W are constrai ned, nevertheless, to agree with
applicant that its reduced price security brokerage services
featuring | ow comm ssions, flat rate conmm ssions and commi ssi on-
free trading are sufficiently different fromregistrant’s
i nvest ment nmanagenent services of investing the funds of others
by purchasing stocks in order to gain managi ng control of the
acqui red conpani es that, even though respectively offered under
the simlar marks "JB OXFORD HOLDI NGS' and " OXFORD' and desi gn
confusion as to origin or affiliation is not, as a practi cal
matter, likely to take place. Specifically, as persuasively
argued by applicant inits brief (italics in original):

Applicant is in the brokerage business and
provi des brokerage services at reduced prices
featuring | ow commi ssions, flat rate
comm ssi ons, and conm ssions-free trading.
Applicant’s custoners are typically

I ndi vi dual s who buy and sell securities

wi t hout seeki ng professional advice.
Applicant’s custoners utilize Applicant’s
servi ces because they seek to pay |ess for

br oker age f ees.

In contrast, the [registrant’s] services

are "investnent managenent services;
nanely investing the funds of others by
pur chasi ng stock in order to gain managi ng
control of the acquired conpanies.” Such
servi ces shoul d be expected to be directed
towards custonmers with significant purchasing
power and, |ikely, with significant consuner
sophi stication. Such custoners are not
likely to be confused or msled by
Applicant’s services under the proposed mark.
The regi stered i nvest nent managenent services
necessarily include providing professional
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advi ce concerni ng conpani es appropriate for
t ake- overs, organi zi ng syndi cat es of
purchasers to achi eve significant purchasing
power through conbining funds, and advi sing
t he syndi cates on how and when their funds
shoul d be invested to gain nmanagi ng contr ol
of the targeted conpanies. The scope of

t hese services is conpletely outside the
services of Applicant’s anended description.

Undoubt edl y, any person seeking to
i nvest noni es--whet her a highly sophisticated
prof essi onal investor or an average person
with a nodest income--will exercise care in
purchasing rel ated services. Based on the
factors of record, this weighs heavily
against a likelihood of confusion. The prior
regi strant specifically touts its services as
i nvesting funds of others to gain nmanagi ng
control of the acquired conpani es. As noted
above, any person seeking such services or
capable of utilizing these services wll
presumably require considerabl e advice whol |y
unrelated to the services offered by

Appl i cant.

These services do not in any way rel ate
to the reduced-price brokerage services
described by Applicant and, in fact, are
i napposite. Applicant caters to custoners
want i ng di scount brokerage services where
they can buy and sell securities wthout
seeki ng or paying for professional advice.
Applicant’s services are advertised to retai
custoners through such nedia as tel evision
and newspapers. On the other hand, it seens
highly unlikely that the prior registrant’s
speci al i zed services would be marketed to the
retail masses or that people interested in
the prior registrant’s services would |l ook to
such advertisenents. Thus, the dissimlarity
of the services described in the application

and in the registration is such that the
services would not normally be expected to
emanate fromthe sane providers, would not
normal |y be sold through the sane [trade]
channel s, and woul d not normally be provided
to the sanme purchasers. A review of the
factors of record | eads to the concl usion
that the differences in the services are such
as would not be likely to generate consuner
conf usi on.
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Furthernore, anyone who knows they want
to take advantage of |owrate conm ssions in
purchasing securities, will presumably use at
| east normal care in selecting a conpany to
use. In so doing, it is unlikely that anyone
woul d be m sled or confused by a conpany t hat
mar kets | owrate conm ssion charges on
br okerage services, |ike JB Oxford Hol di ngs,
and a conpany that invests funds in order to
gai n managi ng control of conpanies. These
limtations in services are specifically
described in the application and the
registration. Despite the Exam ner’s
assertions, the prior registrant does not
claimthat its services broadly consist of
i nvesting funds of others by sinply
purchasi ng stock. Rather, the registration
specifically limts its services to investing
funds of others to acquire managi ng control
of conpani es.

Thus, as applicant further points out, the respective
services sinply are not likely to be encountered in the
mar ket pl ace by the sane rel evant purchasers. Applicant’s
di scount brokerage services, in particular, are typically used by
ordi nary purchasers who desire to buy and sell relatively
i nsubstantial amounts of shares or other securities and do not
require detailed financial advice about their contenpl ated
transactions. Applicant’s services, which are characterized
principally by their |ow or nonexistent conm ssions, are
therefore not likely to be used by the kinds of exceedingly
sophi sticated and di scri m nating purchasers whose weal th provides
themw th funds sufficient to pursue the rather extraordinary
i nvest ment obj ective of buying a substantial anount of shares so
as to acquire nmanagi ng control of a conpany and who woul d t hus be

clients for registrant’s highly specialized i nvest nent services.
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The Exam ning Attorney, relying solely upon dictionary
definitions, neverthel ess argues that the respective services are

closely rel ated because, in relevant part, both applicant and

3

regi strant act as "securities brokers".® The nere fact, however,

3 Applicant, in connection with an argunent that the narks herein are
dissimlar, has relied upon excerpts which it nmade of record fromthe
1994 Manual of the National Association of Securities Dealers, Inc.
Applicant insists that such organi zation (hereinafter "NASD') is
"specifically charged with the responsibility of protecting custoners

of its nmenber securities dealers," including those of applicant, and
t hat:
As part of that responsibility, [NASDl ... approves the name
selection by its nmenber deal ers, specifically disallow ng
any person or firmmenbership ... if that ... [person or]

firmhas "a nanme so sinmlar to any such nanme as to tend to
confuse or mslead." (enphasis added[.]) See NASD Manual ,
1 1132, § 2(a), titled "Similarity of Membership Names."

... Thus, prior to admitting a person or firm to

membership in the NASD, the organization evaluates whether

the name of the person or firm applying for membership is

likely to be confused with the name of another member.

The NASD is an organization that is expert in the
standards of care exercised by purchasers of services
provided by the securities industry. In applying
substantially the same standard for confusion as that used
by the Trademark Office--i.e., not registering any name that
is so similar as to tend to confuse or mislead--the NASD has
granted membership to four firms using "Oxford" in their
names. These companies include:

J.B. Oxford & Company (Applicant),
Oxford Discount Brokerage,

Oxford Financial Services, Inc., and
Oxford Securities Corporation.

See NASD Manual, at 548.

To us, the true significance of the NASD manual excerpts lies in the
fact that registrant's name is not included. Specifically, while
there is nothing that indicates that a securities broker or dealer

must be a member of NASD, it is fair to assume that the vast majority
of those that render securities brokerage services are members of such
organization and hence would be so listed in the organization's
manual. Significantly, however, we observe that registrant, Oxford
Investment Group, Inc., is not listed as a member of NASD. The
absence of such a listing strongly suggests that, unlike applicant

(who assertedly is listed, despite the unexplained discrepancy in its
name), registrant is not rendering securities brokerage services of

any kind. Instead, as set forth in the cited registration, registrant

is offering the specifically different and unrelated investment
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that a term may be found whi ch enconpasses the respective
services does not nean that custoners therefor wll view such
services as related in the sense that they will assune that the
services emanate fromor are associated with a comon source.’
See, e.qg., Ceneral Electric Co. v. Gaham Magnetic’'s Inc., 197
USPQ 690, 694 (TTAB 1977) and Harvey Hubbell Inc. v. Tokyo
Seimtsu Co., Ltd., 188 USPQ 517, 520 (TTAB 1975). Furthernore,
there is no evidence in the record that discount brokerage firns
l'i ke applicant also typically offer investnent services of the
type provided by registrant.

Finally, while not raised by the Exam ning Attorney, we
realize that it is possible that the typical purchaser of
applicant’s di scount brokerage services m ght assune, upon

hearing or seeing registrant’s mark nentioned in the financial

managenent services of investing the funds of others (presunably
through the services of one or nore full-service securities brokers)
by directing the purchase of stock in order to gain managi ng contro

of the acquired conpani es.

“1t is settled that the Board may properly take judicial notice of
dictionary definitions. See, e.g., Hancock v. Anerican Steel & Wre
Co. of New Jersey, 203 F.2d 737, 97 USPQ 330, 332 (CCPA 1953) and
University of Notre Danme du Lac v. J. C. Gournmet Food |nports Co.,
Inc., 213 USPQ 594, 596 (TTAB) 1982), aff’d, 703 F.2d 1372, 217 USPQ
505 (Fed. Cir. 1983). In light thereof, we judicially notice that the
very dictionary cited by the Exam ning Attorney, nanely, the
Dictionary of Finance & Investnment Terns (3d ed. 1991), defines

"di scount broker," which is essentially what applicant’s services
anount to, at 110 as "a brokerage house that executes orders to buy
and sell services at comm ssion rates sharply | ower than those charged
by a FULL SERVICE BROKER " By contrast, even if registrant’s services
are deened to include those provided by a "full-service broker," we
note that such termis defined by the sane dictionary at 166 as a
"broker who provides a wide range of services to clients. Unlike a

DI SCOUNT BROKER, who just executes trades, a full-service broker

of fers advice on which stocks ... to buy or sell" and thus "[a] full-
service broker’s commi ssions will be higher than those of a discount
broker." Cearly, a client seeking investnent managenent services for

t he purpose of purchasing nanagi ng control of a conpany would not be
likely to utilize the services of a discount broker |ike applicant.
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news in connection with a corporate take-over attenpt by a
syndi cate of investors, that there is sonme sort of association or
connection between regi strant and applicant. Such a scenari o,
however, strikes us as renote at best, particularly since there
IS nothing which indicates that registrant’s mark is well known
or fanmobus. Moreover, aside fromthe fact that applicant’s
average custonmer would not usually be a client for registrant’s
services and thus, as noted previously, a commonality of
purchasers is |acking, our principal review ng court has
general ly cautioned that:

W are not concerned wth nere theoretical

confusi on, deception or mstake or with de

mnims situations but with the

practicalities of the commercial world, with

whi ch the trademark | aws deal
El ectronic Design & Sales Inc. v. Electronic Data Systens Corp.
954 F.2d 713, 21 USPQd 1388, 1391 (Fed. Gr. 1992), citing Wtco
Chemcal Co. v. Wiitfield Chemcal Co., Inc., 418 F.2d 1403, 164
USPQ 43, 44-45 (CCPA 1969), aff’g, 153 USPQ 412 (TTAB 1967).

We accordingly conclude, on this record, that clients
famliar wth registrant’s "OXFORD' and design mark for
"invest ment managenent services; nanely, investing the funds of
ot hers by purchasing stock in order to gain managi ng control of
the acqui red conpani es” would not be likely to believe, upon
encountering applicant’s simlar "JB OXFORD HOLDI NGS" mark for
"securities brokerage services, nanely, brokerage services at

reduced prices featuring | ow conm ssions, flat rate comm ssions,

and conm ssion-free trading,"” that such specifically different

10
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and di sparate services emanate fromor are sponsored by or
affiliated with the sane source.
Deci sion: The refusal under Section 2(d) is reversed.
E. J Seeherman

E. W Hanak

G D. Hohein
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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