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John M Rannells and Steven L. Baker of Baker & Friedman for
D anond Tours, Inc.

Bef ore Qui nn, Hohein and Hairston, Admnistrative Trademark
Judges.

Qpi ni on by Hohein, Adm nistrative Trademark Judge:

The Anerican Autonobile Association, Inc. has petitioned
to cancel the registration owned by D anond Tours, Inc. for the
service mark "DIAMOND TOURS, INC." for "arranging travel tours and

providing transportation therefor".1 As grounds for cancellation,

1 Reg. No. 1,611,579, issued on August 28, 1990 from an application
filed on October 23, 1989, which sets forth a date of first use
anywhere of Decenber 9, 1987 and a date of first use in comrerce of
January 7, 1988; affidavit 88 filed. The language "TOURS, INC." is

disclaimed.
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petitioner (hereinafter sonetinmes referred to as "AAA") all eges
that it is the owner of registrations for the foll owi ng marks:
(i) the certification mark "FI VE DI AMOND
AWARD, " which is registered for "hotel [s],
notels, resorts and restaurants”;?
(ii) the certification mark "FI VE

DI AMOND AWARD' and design, which is
regi stered, as reproduced bel ow,

oo
Sy

R AV AN AT AV

for "hotels, notels, resorts and
restaurants";3

bel OW,(i ii) the certification mark illustrated
AVAYAYA AYAYAYA ATAYEA AVAYAYE AYAYAY,
W W WY

which is registered for "hotels, notels, resorts, and
restaurants”;4 and

2 Reg. No. 1,577,121, issued on January 9, 1990 from an application
filed on Decenber 20, 1988, which sets forth dates of first use of
1977; combined affidavit 888 and 15. The word "AWARD" is disclaimed.

3 Reg. No. 1,579,622, issued on January 23, 1990 from an application
filed on December 20, 1988, which sets forth dates of first use of
1977; combined affidavit 888 and 15. The word "AWARD" is disclaimed.

4 Reg. No. 1,769,025, issued on May 4, 1993 from an application filed
on August 19, 1992, which sets forth dates of first use of December
1986.
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(iv) the service mark depicted bel ow,

which is registered for "hotels, notels,
resorts, and restaurants”;5

that, for many years, petitioner has published an informational
gui de which contains listings of properties in geographically
limted areas which are rated by dianond synbols; that petitioner
"pronotes its dianond ratings through its travel agencies to its
menbers”; that "many properties advertise their dianond rating
fromPetitioner to the general public to such an extent that the
di anond ratings are synonynous with Petitioner”; that "[t] he

di anond marks used by Petitioner have acquired substanti al
goodwi | I, distinctiveness, and secondary neaning in the travel and
hot el accommodations field"; that the dianond ratings, which were
first used by petitioner in 1977, "serve to identify Petitioner as
the source of origin for travel related services, including
arranging tours and transportation”; that the travel tour and
transportation services provided by respondent are related to the
certification and rating services with which petitioner uses its
di anond marks; that the respective services of the parties are
commonly used by the sane class of purchasers; and that "use ..

of Registrant’s mark for its travel tour and transportation

services is likely to confuse and deceive the trade and purchasing

5 Reg. No. 1,772,066, issued on May 18, 1993 from an application filed
on August 19, 1992, which sets forth dates of first use of February
1977.
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public into believing that Registrant’s services originate with or
are otherw se authorized, licensed, or sponsored by Petitioner."
Respondent, in its answer, has denied the salient
al l egations of the petition to cancel.
The record includes the pleadings and the file of the
i nvol ved registration. Petitioner, as its case-in-chief, has
submtted the testinony, with exhibits, of its nanaging director
and corporate counsel, Janes G Brehm and has filed a notice of
reliance covering various official records of the Patent and
Trademark O fice ("PTO') and respondent’s answers to certain of

petitioner’s interrogatories.® Respondent, as its case-in-chief,

6 Respondent, in its brief, has noved to strike portions of
petitioner’s evidence. |n particular, respondent requests that we
"strike/disregard" those of petitioner’s registrations and/or
applications for its marks for which petitioner assertedly |acks
priority, claimng that such evidence | acks any rel evance to this
proceeding. (Incredibly, we further note, the evidence which
respondent seeks to strike includes sone of the sane evidence which it
subsequently introduced, by a notice of reliance, as an adni ssion
agai nst interest by petitioner.) While, of course, petitioner cannot
fully succeed on its claimof priority and |ikelihood of confusion
absent proof of priority for each of the marks for which it asserts

t hat cont enporaneous use of respondent’s nark is likely to cause
confusion, we will not strike or disregard evidence which, as here,
has been properly introduced and is relevant to one or nore issues in
this case, such as, whether petitioner has priority for its narks and
their natural zone of expansion.

Respondent al so noves, on the basis of the hearsay objection it
interposed at trial, that we "strike and/or disregard ... M. Brehnis
testinony regarding [petitioner’s] alleged use of the dianond rating
systemprior to 1992," the year in which M. Brehmjoined petitioner
and assunmed his present duties. Wile respondent is indeed correct
that M. Brehmtestified, on cross-exam nation, that the sole basis
for his knowl edge of petitioner’s continuous use of its dianond rating
system since 1977 was "conversations |'ve had with persons in our
mar keti ng and i nspections departnments who have been enpl oyed by AAA
since 1977 or prior thereto" (Brehmdep. at 56), it is plain fromthe
transcript that his know edge was al so based upon information
contained in published articles (in particular, petitioner’s exhibits
3, 4 and 10) which were extracted frompetitioner’s archived business
records. Inasnmuch as such information is considered to fall within
the hearsay exception provided by Fed. R Evid. 803(6) of records kept
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has furni shed the testinony, with exhibits, of its president and
sol e sharehol der, Thomas Ferraro, and has submitted severa
notices of reliance relating to a variety of PTO official records
and petitioner’s responses to certain of respondent’s discovery
requests.’ However, after conpletion (except for the subn ssion
of a supplenental notice of reliance) of respondent’s testinony
period, petitioner withdrew as an exhibit the copy of its pleaded

registration for its five dianond design service mark, choosing

in the course of regularly conducted business activities, we decline
to strike the testinony of M. Brehm based thereon

Accordingly, respondent’s notion to strike portions of
petitioner’s evidence is denied.
7 Petitioner, inits nmain brief, has reiterated the objection it nade
at trial that respondent is estopped fromintroducing the docunents
whi ch constitute exhibits 1 through 37 to M. Ferraro’s deposition due
to their late production. Specifically, petitioner asserts that
respondent is precluded fromintroduci ng such evidence i nasnuch as it
falls within the subject matter covered by certain of petitioner’s
docunent production requests but was "not produced until the night
before and the day of the Ferraro deposition, despite the attenpts of
Petitioner’s counsel to work out an agreenent regarding ...
production". However, as petitioner acknow edges in its main brief
and as respondent points out in its brief, respondent not only raised
timely objections to certain of the docurment production requests on
the grounds that they were overly broad and unduly burdensone, but
al so asserted a bl anket objection to all of such requests on the basis
that they required respondent to produce docunents at the offices of
petitioner’s counsel. Respondent, w thout waiver of its objections,
further indicated in response, however, that representative docunents
responsive to petitioner’s docunent production requests woul d be
produced and that since, "[f]or the npbst part, those docunents are
kept at the offices of Registrant,” they would be avail able for
i nspection and copyi ng "where kept upon proper notice at a nutually
conveni ent date and tine." W find that respondent’s objections are
well taken and note, in particular, that respondent’s sole obligation
under Trademark Rule 2.120(d)(2) was to produce the requested
docunents "at the place where the docunents ... are usually kept,"
unl ess the parties had agreed ot herwi se or the Board, upon notion, had
ordered. Although petitioner’'s attorney, in a subsequent letter to
respondent’s counsel, suggested that if the requested docunents were
not vol uni nous, copies thereof should sinply be provided by the latter
to the former, there is no indication that respondent’s counsel agreed
thereto and the Board has not ordered such production pursuant to a
nmotion to conpel. Consequently, petitioner’s objection to the
adm ssibility of the exhibits to M. Ferraro's deposition is overrul ed
and we have given consideration to such exhibits.
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torely solely upon its common law rights in the mark.8 Briefs
were filed® and an oral hearing, attended by counsel for the
parties, was held.

Priority is not in issue as to petitioner’s pleaded
"FI VE DI AMOND AWARD' and "FI VE DI AMOND AWARD' and desi gn
certification marks since, in addition to petitioner’s
establishing by the testinony of its witness that its
regi strations therefor are subsisting and owned by petitioner,
the record shows that the filing dates of the applications which
matured into such registrations are earlier than the filing date
of the application which resulted in respondent’s invol ved
registration for its "DIAMOND TOURS, INC." mark. Petitioner, as
respondent concedes in its brief, therefore has priority vis-a-
vis such marks. See,e.g. __, Hilson Research Inc. v. Society for
Human Resource Management, 27 USPQ2d 1423, 1428-29 (TTAB 1993) at
n. 13; and American Standard Inc. v. AQM Corp., 208 USPQ 840,
841-42 (TTAB 1980). Priority is in issue, however, with respect
to some of the other marks upon which petitioner relies and, as
to those marks for which petitioner has demonstrated priority,
there is the issue of whether respondent's "DIAMOND TOURS, INC."

mark, when used in connection with its services of arranging

8 Petitioner, in order not to delay this proceeding, elected to take
such action after it discovered that the PTO had m stakenly issued
Reg. No. 1,772,066 as a service mark registration when, in fact,
petitioner had applied to register the subject five dianond design as
a certification mark.

9 I nasnmuch as good cause therefor has been shown, the uncontested
request filed by respondent for a third extension of time to file its
brief is approved. Tradenark Rule 2.127(a).
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travel tours and providing transportation therefor, is likely to
cause confusion with one or nore of such marks of petitioner.

According to the record, petitioner is a Connecti cut
not-for-profit corporation and, as such, has no stockhol ders.

I nstead, petitioner is conposed of its nenber autonobile clubs,

of which there are approximtely 115 covering the United States
and Canada. All but three of the affiliated autonobile clubs are
i ndependent|y owned corporations; the remaining three clubs are
whol |y owned by petitioner and are referred to by it as its
“divisions". The clubs and divisions have their own individual
menbers. Collectively, nenbership therein totals approxi nmately
35 million in the United States.

Petitioner’s certificate of incorporation and byl aws
provide that its affiliated clubs and divisions nmay use vari ous
mar ks which it owns in accordance with the rules and regul ati ons
governing their use which have been pronul gated by petitioner’s
board of directors. Anobng other things, such provisions direct
menber clubs to report any unaut horized use of petitioner’s marks
to the office of its general counsel, which is headed by M.
Brehm and is responsible for policing petitioner’s nmarks and
taki ng appropriate action to stop unauthorized use thereof.

In early 1977, petitioner adopted and has continuously
used a rating system consisting of fromone to five di anond
synbols, for certifying that hotels, notels, resorts and
restaurants which serve the traveling public neet certain
standards of cleanliness, staff professionalism pronptness,

courtesy, food quality and reservation capabilities. M. Brehm
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testifying fromhis know edge of petitioner’s business activities
and archived records, stated in particular that:

The dianond rating systemis a system
AAA uses to evaluate hotels, notels, and
ot her accommodati ons, as well as restaurants.
AAA enpl oys several dozen field inspectors
who go throughout the country each year
I nspect acconmodati ons and restaurants,
determ ne whether they neet AAA's mini mum
criteria to be approved by AAA and if so,
establish a rating for that acconmodati on or
restaurant.

Since 1977, the rating systemwe have
used is a systemof one to five dianonds.
One di anond being the | owest rating, five
di anonds being the highest. W’ ve used that
five-dianond rating system continuously since
1977.

(Brehm dep. at 14-15.)

Previ ously, petitioner had enpl oyed a sinple "good,
fine, excellent type of rating system"” (ld. at 16.) Di anonds
were selected as the synbols for its revised rating system since,
not only was 1977 the 75th or dianond anni versary of petitioner’s
founding in 1902, but petitioner wanted "the notion of quality
that is associated with dianonds"” to attach to the facilities
whi ch passed its certification inspections. (ld. at 15.) As to
t he actual generation of the dianond ratings assigned to specific
properties, M. Brehmnoted that:

It is a cooperative effort between [ AAA]
headquarters and the clubs, that is, in nost

states the inspections are done by field

I nspectors enpl oyed by headquarters, the

nati onal organization. There are a few

states, notably California, in which field

i nspectors enployed by the local club do the

I nspections. But regardl ess of whether the

i nspector is enployed by the national
organi zation or by the club, they use the
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same guidelines and criteria in establishing

t he ratings.
(1d. at 16.)

The inplenmentation of its dianond rating system was
first publicized by petitioner in the March 1977 issue of it’s

AAA News Review, a publication which petitioner distributed to

its menber clubs, and in the first quarter 1977 edition of

Host Mar k, anot her of petitioner’s publications which was
distributed to its nenber clubs and approved properties (i.e.,

t hose accommopdati ons and restaurants which have been rated). The
di anond ratings assigned to various approved properties and an
expl anati on of the dianond synbols used in petitioner’s rating
system have been set forth in petitioner’s TourBook publications
since 1977. Such publications, which [ist by state or states al
properties that have been approved by petitioner, are provided
free of charge to all AAA nenbers nationwi de. Petitioner’s

di anond rating system and associ ated ratings for various
properties al so appear in its Travel Book publications, which
cover properties in regions outside of the United States and
Canada and are available for free to all AAA nenbers at any club
office, and in its PetBook publications, which describe
accommodati ons which permt pets and is available for a fee to
menbers of petitioner nationwi de. Qher publications issued by

petitioner, such as the Four D anond Days newsletter, which it

sends to menber clubs to encourage themto conduct pronotional
events in recognition of those properties which have been awarded

a four dianond rating, and the AAA | nterchange nagazi ne, which it
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distributes to its enpl oyees and nenber clubs, also publicize
petitioner’s dianond rating systemand, in particular, the two

hi ghest categories thereof.

Petitioner advertises the properties which have
received its four and five dianond ratings through the issuance
of brochures and press rel eases, such as those pertaining to its
annual awards dinners for properties which have achieved a five
di anond status. Such events are in turn publicized to its
menbers and the general public by their frequent coverage in
nati onal newspapers. In 1994, which is the only year for which
expenditures were given, petitioner spent $394,062 to pronote its
four and five dianond rating awards program In addition, the
properties which petitioner refers to as "official appointnents,"”
in that they are licensed by petitioner to use its certification
mar ks, are authorized to display and otherw se advertise their
di anond rating, such as in their yell ow pages ads.

A June 1991 survey of petitioner’s nmenbers regarding
t heir awareness and use of its dianond rating system concl uded
that "nearly all" of those questioned indicated that they utilize
petitioner’s TourBook publications "in planning trips and that
they use the dianond rating systemto select hotels and notels."
(Id. at 33.) Also, as a result of the survey, petitioner has
used the mark " DI AMOND DESTI NATI ONS" si nce about Novenber 1991 to
refer to certain travel packages offered by petitioner and its
clubs and divisions. According to M. Brehm petitioner "decided

to capitalize on the fame of the dianond rating system by

10
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structuring tour packages to various destinations which are
popul ar anong AAA nenbers and calling those tour packages Di anond
Destinations". (ld. at 34.) Such packages, which include only
t hose properties which have received one of petitioner’s dianond
ratings, also feature tickets to |ocal attractions as well as, in
sonme cases, discounts on restaurants and/or other types of
entertainment. Currently, tour package offerings include the
cities of Boston, Ol ando, Phoenix, San Diego and WIIiansburg.
Al'l of petitioner’s clubs have their own travel
agenci es which serve nenbers of the general public as well as
club menbers. However, in the case of petitioner’s "Dl AMOND
DESTI NATI ONS" tour packages, it is optional with each club’s
travel agency as to whether such packages are restricted to club
menbers or whet her nmenbers of the general public are al so
eligible. Pronotion of petitioner’s "D AMOND DESTI NATI ONS" t our
packages i s done through brochures distributed to potenti al
custoners by its club travel agencies; by articles appearing in

its Travel News publication, which petitioner sends to the

personnel at such agencies; and in bulletins, which petitioner
i ssues to such personnel in order to update information on its
t our packages.

Al t hough petitioner has filed an application to
register its "DI AMOND DESTI NATI ONS" mark for services identified
as "arrangi ng travel tour packages, "1 the application has been

refused registration in light of respondent’s nmark and currently

10 Ser. No. 74/233,491, filed on Decenber 26, 1991, which alleges dates
of first use of Septenber 5, 1991.

11
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i s suspended pending the outcome of this proceeding. Petitioner,
in fact, conmenced this case after submtting the foll ow ng
argunment, based upon a list of third-party registrations and its
prior registrations for its "FIVE DI AMOND AWARD' and "Fl VE

DI AMOND AWARD' and design certification marks, which failed to
convince the Exam ning Attorney that confusion was not |ikely:

[ T] here are a nunber of prior marks
containing the termdi anond, [and thus] the
field is rather crowded. Bearing in mnd
that marks are to be viewed in their
entireties, it becones clear that no prior
marks ... should bar registration.

The trademark attorney contends that
DIAMOND is the salient feature of the marks
In issue. Yet such a view ignores the other
portions of the respective marks, nanely

TOURS, INC. ... and DESTI NATIONS. To focus
on the common word of the marks is not the
proper analysis. It is well settled that

mar ks are to be considered in their
entireties and not broken up into their
conponent parts. .... Furthernore, a

di scl ai rer does not renpve the disclai ned
matter fromthe nark so that the mark nust
still be regarded as a whole, including the
disclaimed matter, in evaluating simlarity
to ot her marks.

When regarding the marks as a whole, it

is apparent that they differ in sound,

appear ance, and neaning. This, taken

together with the nunber of other "di anond"

mar ks on the regi ster, establishes that there

is no likelihood of confusion.

Petitioner, "[i]n the |last two or three years,"
additionally "has begun to pronote the service provided by its
enpl oyees to AAA nenbers as five dianond quality service." (lLd.

at 41.) Petitioner selected the mark "FIVE-DI AMOND' for use in

12
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connection therew thll because it wished "to relate the | evel of
service provided by AAA enpl oyees to that provided by five

di anond hotels or restaurants.” (1d.) Petitioner, furthernore,
plans to begin using the mark "D AMOND CLASS' to refer to the

"of ficial appointnments” properties which license the use of its
di anond rating systemin their pronotional efforts.12 Petitioner
deci ded upon such action so as "to take advantage of the fanme and
recognition that the dianond synbol has acquired anong AAA
menbers and the public in general."” (l1d. at 42.)

Pl ain copies of petitioner’s pleaded registrations for
its certification marks are of record and, as noted previously,
M. Brehmis testinony establishes that such registrations are
subsi sting and owned by petitioner. Petitioner also has
i ntroduced plain copies of its registrations for (i) the
certification mark "AAA FI VE DI AMOND AWARD' and design, which is

regi stered, as shown bel ow,

11 Wil e petitioner, by a notice of reliance, also submtted a plain
copy of Reg. No. 1,908,907, which issued to it on August 1, 1995 from
an application filed on June 2, 1994, for the mark "FI VE- DI AMOND' for
"training services, nanely, providing instructions in custoner

rel ati ons and custoner services by means of courses and seminars," no
testi nony was presented concerning the current status of and title to
such registration, although M. Brehmdid state that the April 27,
1988 dates of first use set forth therein for the mark are correct.

12 petitioner, in addition, has pending an intent-to-use application,
Ser. No. 74/565,576, filed on August 25, 1994, for the mark " DI AMOND
CLASS" for "pronoting |l odging | ocations and restaurant services by
preparing and placing distinctive advertising signhage and listings in
travel guides for others," which was published on August 25, 1995 and
recei ved a notice of allowance on Novenber 21, 1995.

13
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for "hotels, notels, resorts, and restaurants,"13 and (ii) the

13 Reg. No. 1,709,022, issued on August 18, 1992 from an application
filed on March 22, 1991, which sets forth dates of first use of
Novenber 9, 1990. The word "AWARD' is discl ai ned.

14
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certification mark "AAA FOUR DI AMOND AWARD' and design, which is

| i kewi se registered, as reproduced bel ow,

for "hotels, notels, resorts, and restaurants”.14 Wile M.
Brehmtestified that such nmarks, like its pleaded certification
marks, are in use and that the registrations thereof are

subsi sting and owned by petitioner, the record shows that the
filing dates of the applications which natured into such

regi strations are subsequent to the filing date of the
application which resulted in respondent’s involved registration
for its "DIAMOND TOURS, INC. " nmark. NMbreover, there is nothing
whi ch indicates that the certification marks "AAA Fl VE DI AMOND
AWARD' and desi gn and "AAA FOUR DI AMOND AWARD' and design were in
use, in the registered fornmat, by petitioner prior to the use, as
di scussed later in this opinion, by respondent of its mark.

QO her than respondent’s use of its mark for its
services, petitioner concedes that it is not aware of any use of
the term"DI AMOND' either as a mark or a rating systemfor travel
services. Petitioner, in fact, insists that it had never even

heard of respondent until respondent’s involved registration was

14 Reg. No. 1,714,558, issued on Septenber 8, 1992 from an application
filed on March 22, 1991, which sets forth dates of first use of
Novenber 9, 1990. The word "AWARD' is discl ai ned.

15
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cited as a bar to petitioner’s application to register its
"Dl AMOND DESTI NATI ONS" mark. Petitioner admts, noreover, that
It is unaware of any incidents of actual confusion; specifically,
petitioner knows of no instances in which a AAA nenber or nenber
of the general public has m stakenly thought that the services
respondent provides under its "D AMOND TOURS, INC. " mark were
I nstead provided by petitioner. Furthernore, petitioner concedes
that it does not own any hotels, notels, resorts or restaurants,
nor does it provide any hotel, notel, resort or restaurant
servi ces.

Respondent "is a tour operator” which, in particular
"is in the business of arranging travel package tours." (Ferraro
dep. at 6.) Respondent, through tel emarketing, began offering
its services in |late 1987 and, in June 1988, arranged and
provided transportation for its first packaged travel tour, which
It conducted under the mark "DI AMOND TOURS, INC." Such tour,
like the vast majority (at |east 90 percent) of those which it
has conti nuously conducted under its mark, consisted principally
of a group tour of Atlantic Cty, New Jersey casinos with
overni ght hotel acconmodations at the nearby Hanpton Inn.15
According to M. Ferraro, it is his understanding that, while
such hotel has received a dianond rating frompetitioner, he does

not know what that rating is but, in any event, he does know t hat

15 M. Ferraro is a shareholder in the corporation which ows such
hot el

16
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the hotel’s rating is not used in the pronotion of respondent’s
t our packages.

Respondent’s tours, which are primarily directed to
church, veterans, fraternal order, social club and senior
citizens groups and usually last fromtw to three days,
typically involve notor coach transportation to and from
destinations in New Jersey, New York and Pennsylvania. However,
since about late 1994 or early 1995, respondent in conjunction
with Celebrity Cruises has arranged and provi ded Cari bbean cruise
trips, which depart fromFlorida, as well as cruise trips to
Bermuda. Since about 1989, respondent has booked and conducted
approximately 300 to 400 tours annually.1 NMany of its tours,

I ncl udi ng an expandi ng nunber of destinations in recent years,
are the result of repeat business fromcustoners who have taken
its Atlantic Cty, New Jersey tours. Thus, while respondent
deals primarily with a custoner base drawn fromthe m ddl e

Atl antic and Northeastern states (i.e., Virginia, Myl and,

Del awar e, Pennsyl vani a, New Jersey, Connecticut and New York), it
I ntends to expand the geographic reach of its services.

Respondent primarily markets its services by tel ephone,
starting with a call to the | eader of a group or organizati on.
Such tel emarketing is done in-house by respondent’s sole
sal esperson who, after telling a group | eader who respondent is

and what it does, inquires about whether the group travels

16 Al t hough, as noted previously, respondent conducted its first tour
in June, 1988, M. Ferraro testified that he did not recall how nany
tours were arranged and provided by respondent in 1988.

17
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together and, if so, what types of trips the group takes.1” In
addi tion, respondent solicits business through the mailing of
advertising flyers and brochures, which feature its "D AMOND
TOURS, INC." mark.18 Respondent also utilizes its mark on its
tour itineraries, stationery, and pronotional materials, such as
fanny packs and basebal|l caps, which it gives to group | eaders.

Respondent, |ike petitioner, is unaware of any
I nstances of actual confusion between the use of petitioner’s
mar ks, including its dianond rating system for the certification
of hotels, notels, resorts and restaurants and respondent’s use
of its "DIAMOND TOURS, INC." mark for the services of arranging
travel tours and providing transportation therefor. Respondent
I's al so unaware of any incidents of actual confusion between its
mark for its services and petitioner’s "D AMOND DESTI NATI ONS"
mark for the services of arranging travel tour packages.

Finally, while respondent has not submtted any
evidence of third-party uses of "Dl AMOND' terns or di anond
synbol s as marks or conponents thereof, respondent has introduced
PTO records showi ng that such terns and/or synbols have been the
subj ects of nunerous registrations for a wide variety of goods
and services, including a nunber of certification marks.

Al t hough nost of such registrations involve dianond designs used

as background el enments or vehicles for display of word features

17 Respondent identifies potential clients by, anobng other things,
contacting municipalities for the tel ephone nunbers of senior citizen
centers and through referrals fromits existing custoners.

18 As of the February 12, 1996 date of his testinobny deposition, M.
Ferraro stated that respondent has a mailing list of approximtely 600

18
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and pertain to unrel ated goods or services, the registrations
neverthel ess serve like dictionary definitions to denonstrate the
| audatory significance of a dianond synbol or the word " DI AMOND
as indicative of high quality or prestige. Moreover, the
follow ng marks are particularly pertinent since they cover
services or certifications thereof which are the sane or closely
related to those of the parties in this proceeding: (i) the mark

"VACATI ON BONUS" and desi gn, shown bel ow,

which is registered for arranging travel tours and vacation

plans; (ii) the mark "THE GRAY LI NE" and design, displayed bel ow,

which is registered for sightseeing services conducted by bus,
boat and airplane; (iii) the mark "THE SAFE LI NE FLEET" and

design, illustrated bel ow,

group-| eader custoners, which list it generates as the result of
previ ous custoner contacts and referrals.

19
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which is registered for providing transportation services
consi sting of buses for students and others; (iv) the mark "K'

and design, illustrated bel ow,

which is registered for the certification of restaurant, catering
and hotel services; and (v) the mark "D AMOND CLUB and desi gn,

repr oduced bel ow,

which is registered for hotel, restaurant and bar services.

As noted previously, respondent concedes that
petitioner has priority with respect to its pleaded "Fl VE DI AMOND
AWARD" and "FI VE DI AMOND AWARD' and design certification marks.
Respondent also admts in its brief, and the record confirnmns,
that petitioner has priority as to its use, beginning in early
1977, of its dianond rating systemof certification marks. Such
mar ks, consisting of fromone to five solid or block dianond
shapes, have been continuously used by petitioner since |ong
prior to respondent’s first actual use, in June 1988, of its
"DI AMOND TOURS, INC." mark in connection with providing its
packaged travel tour services. Moreover, a five dianond synbol
mark with faceted dianonds, identical to the one shown in
petitioner’s pleaded registration for such a certification mark

(see footnote 4), appears in petitioner’s HostMark publicati ons,
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the distribution of which includes petitioner’s approved
properties, for the years 1985, 1986 and 1988 as part of the

conposite certification marks respectively shown bel ow

Especially when so used in articles which describe hotels and
resorts which have won petitioner’s certification as "FlVE
DI AMOND AWARD' properties, it is clear that the faceted five
di anond synbol makes a separate conmercial inpression and, in any
event, such a synbol would be regarded by the consum ng public
and the approved properties alike as the | egal equival ent of
petitioner’s five solid or block dianonds certification mark
since the fornmer creates the sanme conti nui ng conmerci al
I npression as the latter. See Jinmar Corp. v. Arny & Air Force
Exchange Service, 24 USPQd 1216, 1221-22 (TTAB 1992), citing Van
Dyne-Crotty Inc. v. War-CGuard Corp., 926 F.2d 1156, 17 USPQ2d
1866, 1868 (Fed. Cir. 1991). Petitioner, therefore, also has
priority as to its pleaded five faceted di anonds certification
mar k. 19

We agree with respondent, however, that petitioner has
not established priority with respect to its two additionally

regi stered certification marks, nanely, the mark "AAA FI VE

19 Respondent, we observe, essential concedes such fact in its brief by
stating that, with respect to the issue of |ikelihood of confusion,
the use by petitioner of its "Five Stylized D anond Synbols as a
certification mark certifying the award of AAA's highest rating to a

| odgi ng or restaurant” is one of "[t]he real narks in issue in this
proceedi ng".
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DI AMOND AWARD' and design and the mark "AAA FOUR DI AMOND AWARD'
and design. Not only are the filing dates of the underlying
applications for such registrations subsequent to the filing date
of the application which resulted in respondent’s registration,
but it cannot be said that petitioner’s "AAA FI VE DI AMOND AWARD"
and design mark, due to the presence of the arbitrary term"AAA"
therein, is the |l egal equivalent of either of petitioner’s

regi stered "FlI VE DI AMOND AWARD" marks. Furthernore, as nentioned
previously, there sinply is no testinony or other evidence that
petitioner’s "AAA FI VE DI AMOND AWARD' and design mark or its "AAA
FOUR DI AMOND AWARD' and design mark, in the particular format in
whi ch each is registered, has been in use by petitioner prior to
the actual first use by respondent of its "DI AMOND TOURS, |NC. "
mark in June 1988.

Li kewi se, there is no satisfactory proof that
petitioner’s "FIVE-DI AMOND' mark has been in use since the
clainmed dates of first use of April 27, 1988 and, in fact, what
testinmony there is indicates that, as of the Decenber 13, 1995
date of M. Brehmi s deposition, it was only in the past two or
three years that petitioner even began to pronote the services
provided by its enployees to its nenbers as "Fl VE- DI AMOND"
services. The record additionally reveals that, as to its
"Dl AMOND DESTI NATI ONS" mark, petitioner did not commence act ual

use thereof until Novenber 199120 and, with respect to its

20 Petitioner, while admtting inits initial brief that it first "used
its DI AMOND DESTI NATI OM5 mark for arranging travel tour packages in
1991, " further asserts that, for priority purposes, it is nevertheless
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"Dl AMOND CLASS" mark, for which petitioner has pending an intent-
to-use application filed on August 25, 1994, it has yet to nake
actual use thereof. Plainly, therefore, petitioner |acks
priority as to such marks. Petitioner, in fact, so concedes in
its reply brief2l and, as respondent points out in its brief, the
record fails to denonstrate that such marks are nerely latter
additions to a previously existing famly of "Dl AMOND'-based
mar ks. 22

Turni ng, next, to consideration of the pertinent
factors set forth inlnre E 1. du Pont de Nenmours & Co., 476
F.2d 1357, 177 USPQ 563, 567 (CCPA 1973), for determ ning whet her
a |1 kelihood of confusion exists, we find that, on this record,
petitioner has failed to satisfy its burden of denonstrating that
confusion as to source or sponsorship is likely to occur.

Petitioner, in this regard, argues anong other things that its

entitled to "tack onto [such use] its prior use of DI AMOND in
connection with its certification services to defeat any intervening
ri ghts" possessed by respondent inasnmuch as "arranging for travel and
tour services are sufficiently related to certification of hotel,
notel, resort and restaurant services". However, irrespective of the
guestion of rel atedness, none of petitioner’s prior marks is the |egal
equi val ent of or indistinguishable fromits "Dl AMOND DESTI NATI ONS"
mark and neither the traveling public nor the travel industry would
consider any of the former to be the sane mark as the latter inasnuch
as the sane, continuing comercial inpression necessary for tacking
has not been created. See Van Dyne-Crotty Inc. v. War-@iard Corp.,
supra at 1868. In particular, due to the differences in overal

sound, appearance and connotation created by the presence of the word
"DESTI NATIONS" in petitioner’s "Dl AMOND DESTI NATI ONS' mark, such mark
materially differs fromeach of the prior marks which it seeks to

t ack.

21 gpecifically, petitioner states therein that the "rel evance" of its
"FI VE- DI AMOND, " " DI AMOND DESTI NATI ONS" and " DI AMOND CLASS" nmarks "is
not for the priority issue" but, instead, "is to show the Petitioner’s
expansion of its 'dianond theme’' certification service."

22 petitioner, we further note, has not nmade such contentions in either
of its briefs nor did it so argue at the oral hearing.
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certification of hotels, notels, resorts and restaurants as
nmeeting certain standards established by petitioner and
respondent’ s services of arranging travel tours and providing
transportation therefor are "species of the same genus, nanely,
the travel industry.” This is especially so, petitioner insists,
because "[m ost tour groups require overni ght accommodati ons, and
nost accommodations are rated by AAA." In addition, petitioner
mai ntains that the fact that it has expanded its activities into
t he packagi ng of travel tours "is further evidence of the close
rel ati onship between [its]... accommopdations certification
services and Registrant’s tour services."

We concur with respondent that just because
petitioner’s certification marks, including its dianond synbol
ratings, are marketed to its individual nmenbers through such

publications as its Tour Book, Travel Book and Pet Book gui des and

are pronoted to the general public by travel agencies and through
si gnage and other advertising by its approved properties does

not mean that the general public, to which respondent also
pronotes its packaged tour services through tel emarketing, direct
mai |l flyers and other brochures, would be likely to believe that
the sane entity is the source or sponsor of public accommodati ons
featuring various dianond ratings or awards and travel packages
rendered under the mark "DI AMOND TOURS, INC." The record, in
fact, confirns that while various public facilities, including
restaurants and hotels, are indeed included as part of

respondent’s travel tour packages, petitioner does not own or
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operate any hotels, notels, resorts, restaurants or other public
accomodati ons and, instead, sinply certifies such establishnents
iIf they nmeet its standards of quality.?23

Mor eover, even if the certifications of pubic
accommodati ons provi ded by petitioner and the travel tours and
transportation therefor arranged by respondent may broadly be
considered as part of the "travel industry” which is directed to
the general public, the nere fact that a term my be found which
enconpasses the parties’ activities does not nean that consuners
will view such activities as related in the sense that they wl|l
assunme that they emanate fromor are associated with a common
source. See, e.g., General Electric Co. v. G aham Magnetics
Inc., 197 USPQ 690, 694 (TTAB 1977) and Harvey Hubbell Inc. v.
Tokyo Seimitsu Co., Ltd., 188 USPQ 517, 520 (TTAB 1975). Here,
respondent’s services basically consist of arranging and
providing travel tour packages, a service which petitioner does
not rate and has shown no intention to do so, while petitioner
furni shes ratings which certify that a particular level of its
quality standards for hotels, notels, resorts and restaurants has
been net. Merely because the parties’ activities are subsuned

under the broad rubric of "travel industry" services does not

23 The nere fact that petitioner, in connection with the prosecution of
its application to register its "D AMOND DESTI NATI ONS" mark, brought a
cancel l ation proceeding against a third-party’'s registration of the
mark "Dl AMOND' for hotel services which was settled by the defendant’s
voluntarily surrendering the registration for cancellation and
agreeing not to use such nark in the United States does not establish
that the traveling public would regard the provision of travel tours
under a "DIAMOND' mark as related to public accommodati ons whi ch have
received a di anond synbol rating and/or won certification as a "FIVE
DI AMOND AWARD' property.
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mean, in the absence of supporting evidence, that such diverse
activities as providi ng packaged travel tours, on the one hand,
and certifying levels of quality for hotels, notels, resorts and
restaurants, on the other, would be regarded by nenbers of the
general public or those in the tourism business as comng from or
bei ng sponsored by the sane source.

Wth respect to petitioner’s contention that
respondent’ s services of arranging travel tours and providing
transportation therefor are related to petitioner’s certification
program because respondent’s services fall wthin the natural
area of expansion for petitioner’s activities as evidenced by its
subsequent entry into the travel tour field under its " DI AMOND

DESTI NATI ONS" mark, 24 the nere fact that such an expansi on took

24 As the Board explained in Sheller-dobe Corp. v. Scott Paper Co.
204 USPQ 329, 333-34 (TTAB 1979):

The theory of natural expansion is, in a sense, a
legal fiction. It treats the use of a trademark by an
opposer [or petitioner] on particular goods [or services],
commencing after an applicant [or respondent] has entered
the field with a mark on its own goods [or services], as
t hough opposer’s [or petitioner’s] use had begun prior to
the use by applicant [or respondent]. As indicated above,
the rationale of the theory is that the purchasing public,

t hrough educati on or experience, would have thought at the
time of applicant’s [or respondent’s] initial appearance on
the scene that applicant’s [or respondent’s] mark signified
a connection of its goods [or services] with opposer [or
petitioner] notw thstanding that the goods [or services]
sold at the tine by opposer [or petitioner] and applicant
[or respondent] were not so related as to support an
opposition [or cancellation proceeding] on traditional
grounds of likelihood of confusion. Wen the doctrine of
the natural expansion of use of a mark is applicable, it is
not even necessary that opposer [or petitioner] actually be
inits extended business; the possibility that opposer [or
petitioner] may wish to enlarge the use of its nmark into the
trade served by applicant [or respondent] nay be enough.

26



Cancel l ation No. 22,491

pl ace and was even driven by a June 1991 survey showi ng a very
hi gh | evel of awareness and utilization of petitioner’s dianond
rating systemby its nenbers does not suffice to establish that
t he expansion was within the natural scope of petitioner’s
previous activities. Nothing herein is persuasive that
respondent’s travel tour and transportation services constitute
any type of extension, as opposed to an entirely new |line of
activity, of petitioner’s business as it existed prior to the
est abli shnment, over three years earlier, of respondent’s
business. In particular, nmerely because petitioner’s nenber

cl ubs operate their own travel agencies does not denonstrate that
petitioner or its clubs’ travel agencies woul d package travel

tours, as opposed to selling existing packages offered by tour

Before the doctrine of natural expansion may be
i nvoked by opposer [or petitioner], it nust be shown that
the new goods [or services], i.e., the extension of the line
of business fromthat which pre-existed applicant’s [or
respondent’s] arrival, evolved fromthe manufacturing and
mar keting activities of opposer [or petitioner] and did not
result fromthe acquisition of a new business by a
diversifying conpany. .... The burden is on opposer [or
petitioner] to present evidence that is persuasive of the
fact that the new business represents an expansi on of, and
not nmerely an unrelated addition to, the business that
opposer [or petitioner] conducted prior to the first use of
applicant’s [or respondent’s] mark on the goods [or
services] for which applicant [or respondent] is seeking [or
has] a registration. Wthout such evidence of a natural
expansi on, opposer [or petitioner] would be asserting the
dreaded right in gross to a mark, a right to prevent the
registration of any simlar mark regardl ess of the
dissimlarities of the parties’ goods [or services] .... A
right in gross cannot be granted because it would violate
not only established principles of conmon |aw but also the
intent of 82(d) of the Trademark Act, which makes a
determination of likelihood of confusion, mistake or
deception dependent upon the goods [or services] of
applicant [or respondent] and, by necessary inference, upon
a comparison of those goods [or services] with the goods [or
services] of opposer [or petitioner], each set of goods [or
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operators |ike respondent. |In addition, there is no show ng that
petitioner ever previously conducted any business in the sale of
its own tour packages, nor is there any proof that, for instance,
a conpetitor of petitioner has sold such packages. Petitioner’s
| ater entry into the sane kind of services as those provided by
respondent nust, on this record, be regarded as a diversification
of --rather than a natural addition to--petitioner’s business,
including its certification programfor public accomodations, as
t hat business existed at the tinme respondent entered the

mar ket pl ace with its services. Nothing, in short, even renotely
suggests that the purchasing public, prior to the comencenent of
respondent’ s services, has an awareness of even a single entity
which certified public accommpdations as to certain standards of
quality and al so conducted travel tours under the sane or simlar
marks. Petitioner, therefore, has not nmet its burden of
denonstrating that a business which certifies various public
facilities would normally or reasonably be expected to expand
such business to include the provision of its own travel tours
and related transportation therefor.

Nevert hel ess, even if we were to find that petitioner’s
certification program and respondent’s travel tour and associ ated
transportati on services would be regarded by the general public
as closely related activities, we agree with respondent that, due
to the highly suggestive nature of the respective marks and the

overall differences therein, confusion as to origin or

servi ces] being considered in conjunction with the mark used
t her eon.
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affiliation is not likely to occur. As petitioner concedes, it
adopted a systemof fromone to five dianond synbols as
certification marks for its revised rating programin 1977
because of the notion of quality and prestige that is associ ated
W th dianonds. The sane inmage or inpression is |ikew se conveyed
not only by its five faceted dianonds certification mark, but
also by its "FIVE DI AMOND AWARD' mark and its "FlI VE DI AMOND
AWARD' and design mark, since in the context in which such marks
are used a dianond synbol and the word "DI AMOND' possess
essentially identical significance. Respondent’s "Dl AMOND TOURS,
INC." mark, which it frequently uses with a di anond desi gn as

di spl ayed bel ow,

simlarly engenders the notion of a prestigious or quality travel
t our operator.

Petitioner maintains, therefore, that the respective
marks are likely to cause confusion. In particular, petitioner
contends that, due to the descriptiveness of the words "AWARD'
and "TOURS, INC." in some of the marks (as evidenced by the
di sclainmers thereof in their respective registrations), "[t]he
common and characterizing feature of all of Petitioner’s [prior]
marks is the term DIAMOND, " while "[t]he characterizing feature
of Registrant’s mark is also the term"DI AMOND." W concur with
respondent, however, that petitioner’s assertions fail to give

adequat e consideration to the respective marks in their
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entireties. As respondent correctly points out, "even words
whi ch are discl ai ned nust be considered, as the consuner is
unawar e of the existence of such disclainers.” See, e.qg.
I ndustria Espanola De Perlas Imtacion, S.A v. National Silver
Co., 459 F.2d 1049, 173 USPQ 796, 798 (CCPA 1972) ["It is well
settled that the question of Iikelihood of confusion is to be
resol ved upon a consideration of the marks in their entireties.
Di sclained material formng part of a trademark cannot be ignored
In determ ni ng whether the marks are confusingly simlar"].

Pl ainly, even though the words "AWARD' and " TOURS
INC." are in turn descriptive of petitioner’s certification
program and respondent’s travel tour services, when respectively
used as part of petitioner’s "FIVE DI AMOND AWARD' nar ks and
respondent’s "DI AMOND TOURS, INC. " mark such words create marks
whi ch, notw thstandi ng the shared presence of the word " DI AMOND, "
are on the whol e appreciably different in sound, appearance,
connotation and conmercial inpression. Simlarly, none of
petitioner’s dianond rating synbols, including its five faceted
di anond mark, |ook at all |ike respondent’s mark, nor do they
create substantially the sanme overall connotation or commercia
I npression. @G ven the high degree of suggestiveness inherent in
the laudatory word "DI AMOND' and in di anond synbols, respondent’s
mark is readily distinguishable, and not likely to cause
confusion, with any of petitioner’s prior marks.

Qur conclusion in this regard finds further support in
petitioner’s prior inconsistent position with respect to its

application to register its "Dl AMOND DESTI NATI ONS' mark for the
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sanme type of packaged travel tours as offered by respondent under
its mark. Although not a binding evidentiary adm ssion,
petitioner’s argunents, in an ex parte context, that confusion is
not |ikely when such marks are used in connection wth identical
travel tour services are relevant "as nerely illumnative of
shade and tone in the total picture confronting the decision
maker." Interstate Brands Corp. v. Celestial Seasonings, Inc.,
576 F.2d 926, 198 USPQ 151, 154 (CCPA 1978). |If, as petitioner
formerly urged, such highly simlar but suggestive marks are not
i kely to cause confusion when used in connection with the sane
kind of travel tour services, then clearly, as applied to marks
as disparate overall as those at issue herein for use in
connection with different activities, confusion is also unlikely
bet ween respondent’s "DI AMOND TOURS, INC." mark for its travel
tour services and any of petitioner’s "FlIVE DI AMOND AWARD' mar ks
or its various dianond synbol marks for its certification of
hotels, notel, resorts and restaurants as to quality standards.
Petitioner nevertheless insists that its certification
marks are fanous. Wile M. Brehmdid i ndeed express his opinion
as to the fame of such marks, petitioner has offered very little
in ternms of the extent of the pronotion of its marks, basically
i ndi cating only an advertising expenditure of $394,062 in 1994
Wi th respect to pronoting the awards given to the very snal
nunber of properties which were recipients of its four and five
di anond ratings. As respondent points out, "[t]here was no
testinony as to what the pronotional expenses [actually] rel ated

to, how they were used and whether or not they were used to
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pronote the sanme in any manner to the general public or even to
AAA Auto Club nmenbers.” At best, it appears that such
expenditures went to sponsoring award dinners for the recipients
and that those events received a degree of coverage in the nedia.
Still, even if we were to find, as petitioner argues,
that "the DI AMOND ratings synbol as applied to accombdati ons and
restaurants has becone synonynous with AAA/" it remains the case
that the respective marks herein are highly suggestive due to the
| audatory i npression of quality or prestige projected by di anond
synbols and the word "DI AMOND'. Prospective custoners,
accordingly, would look to the appreciable differences in the
respective marks of the parties and, especially in view of the
context in such marks are used, would distinguish the ratings of
quality signified by petitioner’s certification marks fromthe
I mage of a quality tour operator projected by respondent’s nark.
Finally, our conclusion that confusion is not likely is
bol stered by the | ack of any instances of actual confusion during
a period of approxi mtely eight years of contenporaneous use in
whi ch respondent has conducted a significant anount of business.
Pl ainly, providing between 300 to 400 group tours a year since
1988 is not insubstantial. Mreover, while respondent chiefly
pronotes its services through telemarketing and Iimted direct
mai | advertising to custoners primarily located in the m d-
Atlantic and northeastern states, conditions have nevert hel ess
been such that, if confusion were likely to happen, it would be

expected to have occurred.
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The record in this regard shows that the vast majority
of respondent’s travel tours have been notor coach trips to
Atlantic City, New Jersey with overnight accommpdati ons at the
near by Hanpton Inn. Although there is nothing in the record
whi ch specifically indicates that such hotel is one which has
recei ved one of petitioner’s two highest ratings, M. Ferraro’'s
testinony is uncontradicted that the Hanpton Inn has received a
di anond rating of some kind frompetitioner, even though that
rating is not used in respondent’s adverting of its tour
packages. Undoubtedly, with a nenbership base of 35 mllion
people in the United States, sonme of petitioner’s nmenbers woul d
al so be potential customers of respondent and, prior to booking
one of respondent’s Atlantic Cty tours, would check petitioner’s
Tour Book publication to see if the Hanpton Inn listed on the tour
itinerary has been approved by petitioner and, if so, what its
dianond rating is. The absence of any known incidents of actual
confusion is thus a factor which favors respondent and which
strengt hens our conclusion that respondent’s use of its " DI AMOND
TOURS, INC." mark for arranging travel tours and providing
transportation therefor is not likely to cause confusion wth
petitioner’s previously used "FIVE DI AMOND AWARD" mark, its "FIVE
DI AMOND AWARD' and design mark, its five faceted di anond synbol s
mark, or any of its other dianond synbol (s) marks for the
certification of quality standards for hotels, notels, resorts
and restaurants.

Deci sion: The petition to cancel is denied.
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T. J. Qinn

G D. Hohein

P. T. Hairston
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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