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Thi s case now conmes up on applicant’s Cctober 15, 1997
notion for summary judgnent. QOpposer has filed a brief in
opposition to applicant’s notion as a well as an alternative
request for discovery under Fed. R Cv. P. 56(f).

Applicant has filed a reply brief in support of his summary
judgnment notion which the Board, in its discretion, has

considered. The Board has carefully considered all of the
parties’ argunents and subm ssions, and deci des as fol |l ows.

Applicant has applied to register the mark NOSFERATU
for goods identified in the application as "nen’s, wonen’s,
and children’s wearing apparel, nanely, shirts, T-shirts,

sweatshirts, jackets, coats, vests, dresses, skirts, pants,
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shorts, jeans, underwear, scarves, bandannas, ties, caps,
hats, belts, caps®, footwear and headwear." The application
was filed on Cctober 3, 1996, and is based on the intent-to-
use provisions of Trademark Act Section 1(b), 15 U S.C
81051(b).
Opposer filed a timely notice of opposition to
registration of applicant's mark. As grounds therefor,
opposer alleges that it is the owner of the mark NO FEAR,;
that it has used that mark since at least as early as August
1990 on a variety of goods, including clothing items
essentially identical to those identified in applicant's
application; that it owns numerous registrations 2 of the
mark NO FEAR, depicted both in typed form and in various
stylized forms, covering a variety of goods including the
types of clothing items identified in applicant's
application; that its NO FEAR mark is well-known; and that
applicant's mark, NOSFERATU, as applied to applicant's

goods, is confusingly similar to opposer's previously-used

! The word "caps" appears twice in the application s
identification of goods.

2 Opposer has attached to its notice of opposition copies of
fifteen registrations, cunulatively covering goods including
Class 25 clothing, Class 16 decals, Cass 14 jewlry, Cass 28
sporting goods, toys and video ganes, O ass 3 fragrance products,
Cl ass 5 bandages, O ass 10 conpressi on bandages and wraps for
nmedi cal use, O ass 12 bicycles, dass 9 sunglasses and

eyegl asses, and Class 42 retail store services. The copies are
not status and title copies, but applicant, for purposes of his
summary judgnent notion, has conceded opposer’s ownership of the
regi strations.
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NO FEAR mark, and thus is barred fromregistration under
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Trademark Act Section 2(d), 15 U.S.C. §1052(d).

Applicant filed a timely answer, by which he has denied
the allegations of the notice of opposition which are
essential to opposer's Section 2(d) claim. Applicant
subsequently filed a timely motion for summary judgment,
which is supported by applicant's declaration and attached
exhibits.

For purposes of his motion for summary judgment,
applicant has conceded that priority rests with opposer in
this case, and that various of the du Pont 3 likelihood of
confusion evidentiary factors would weigh in favor of a
finding of likelihood of confusion. Thus, for purposes of
applicant's motion for summary judgment, it is undisputed
that applicant's goods, as identified in the application,
are, in part, identical to the goods covered by some of the
registrations pleaded by opposer; that these goods would
travel through the same trade channels and be marketed to
the same classes of purchasers; that opposer has
continuously used its NO FEAR marks throughout the United
States since at least as early as August 1990 in connection
with clothing products; that opposer's NO FEAR clothing
products are well-known and recognized among the purchasing

public and that opposer's NO FEAR mark has come to be known

®Inre EI. du Pont de Nenmours & Co., 476 F.2d 1356, 177 USPQ

563 (CCPA 1973).
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to the trade and to the consum ng public to refer to
products originating with opposer; and that there are no
third-party marks which are identical to or simlar to those
of opposer in the clothing products field such that any
"weak mark" defense coul d be raised by applicant.

Appl i cant argues, however, that it also cannot be
reasonably disputed in this case that the parties’
respective marks, i.e., NOSFERATU and NO FEAR, are
completely dissimlar in ternms of appearance, sound,
connotati on and commerci al inpression, under the first du
Pont 1ikelihood of confusion evidentiary factor. NOSFERATU
and NO FEAR do not | ook alike or sound alike, argues
applicant, nor are their respective connotations simlar.

Regardi ng the connotation of his mark, applicant has
presented evidence establishing that "nosferatu"” is a
synonym for "vanpire" and is a well-known termin vanpire
literature and nmythol ogy, not |least as a result of the 1922
classic silent film "Nosferatu, Ei ne Synphoni e des Garuens”
(" Nosferatu, a Synphony of Horror"), and the 1979 renake of
that film "Nosferatu the Vanpyre." Applicant, in his
declaration in support of his nmotion for sunmary judgnent,
asserts that he is interested in vanpire |lore and nythol ogy
and that he selected and adopted the mark NOSFERATU because

of the ternmis "vanpire" connotation. Applicant al so argues
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that to purchasers who are not aware of the "vanpire"
connotation of the term NOSFERATU, the term would have no
particul ar nmeani ng but would be viewed sinply as an unknown
foreign word. By contrast, applicant argues, opposer’s mark
NO FEAR does not connote vanpires, nor would it be viewed as
an unfamliar foreign term Rather, opposer’s mark is a
phrase conprised of two commonly recogni zed English words,
connoting an absence of apprehension, anxiety or dread.

Applicant argues that this indisputable dissimlarity
bet ween the parties’ respective marks, under the first du
Pont evidentiary factor, is dispositive of the likelihood of
confusion analysis in this case, outweighing all of the
ot her undi sputed facts of record which would ot herw se
support a finding of likelihood of confusion. That is,
appl i cant argues, the parties’ marks are so dissimlar that
no confusion is likely, notw thstanding the undi sputed
Identity of the parties’ respective goods, trade channel s,
and cl asses of custoners, and notw t hstandi ng the undi sput ed
fame of opposer’s mark and the absence of simlar third-
party marks.

Qpposer has not submitted any affidavits or other
evidence in opposition to applicant’s notion for summary
judgnment. However, opposer has filed a twenty-page brief,
the first sixteen pages of which are devoted to opposer’s

argunents on the substantive nerits of applicant’s notion,
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and the | ast four pages of which conprise opposer’s
argunments in support of its alternative request for

di scovery under Fed. R Cv. P. 56(f). Opposer also has
submtted the Rule 56(f) affidavit of its counsel, Darren S
Ri nmer.

On the nerits, opposer argues that, as applicant has
conceded for purposes of its notion, many of the du Pont
evidentiary factors, i.e., the simlarity of goods,
simlarity of trade channels and cl asses of purchasers, the
strength of opposer’s mark, and the absence of simlar
third-party marks, all favor a finding of |ikelihood of
confusion in this case and accordingly are sufficient to
defeat applicant’s notion for summary judgnment. Qpposer
further argues that its NO FEAR mark is a strong and fanous
mark, entitled to a wide scope of protection, and al so that
there is a genuine issue of material fact as to applicant’s
intent in adopting his mark, issues of intent generally
bei ng unsuitable for determ nation on sunmary judgnent.

Qpposer al so argues that there are genui ne issues of
material fact in this case as to the simlarity or
dissimlarity of the parties’ respective marks, under the
first du Pont evidentiary factor. Specifically, opposer
argues that applicant’s analysis of the simlarity of the
marks is based on an inproper and overly sinplistic side-by-

si de conparison of the marks, and that there is no evidence
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that the rel evant purchasing public for applicant’s goods is
aware of the "vanpire" connotation of NOSFERATU asserted by
applicant. According to opposer, opposer’s NO FEAR mark and
applicant’s NOSFERATU mark actually are simlar in terns of
appear ance and potential connotation, in that:
[t]he first two letters of Applicant’s mark are the
letters "NO' followed by the letters "FER" in close
proximty thereto. Thus, the mark NOSFERATU coul d be
associ ated wth Qpposer and Opposer’s famly of NO
FEAR trademar ks, dependi ng upon the actual usage of
the mark and the commercial inpression created
t hereby, which are issues of fact.
Qpposer’s brief, at pp. 12-13. Opposer argues that the
commerci al inpression of applicant’s mark depends on the
totality of circunstances surrounding how the mark i s used
by applicant and perceived by the purchasing public,
I ncl udi ng whet her applicant uses a type style or font which
I's substantially simlar to one used by Opposer, and that
there is no evidence of record with respect to those
ci rcunst ances.

Opposer argues, alternatively, that in the event that
the Board finds that opposer has failed, by the argunents
made in its brief, to denonstrate the existence of a genuine
I ssue of material fact sufficient to defeat applicant’s
summary judgnent notion, then sunmary judgnment nonet hel ess

shoul d not be granted to applicant because opposer is

entitled to discovery under Fed. R Civ. P. 56(f). Opposer
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asserts, in this regard, that it has not received
applicant’s responses to opposer’s previously-served

di scovery requests, and that additional discovery wll be
needed as well, including interrogatories, requests for
producti on of docunents, requests for adm ssions, discovery
deposi tions, and, possibly, consumer surveys.

Opposer’s Rule 56(f) affidavit includes a recitation of
the thirteen du Pont factors and an assertion that opposer
seeks discovery as to those factors. Mre specifically,
opposer’s counsel (at paragraph 10 of his affidavit) asserts
as foll ows:

Addi ti onal issues of fact which nay be di scovered
will relate to visual and phonetic simlarities

bet ween the marks, the nature and extent of use of
NOSFERATU by Applicant and whether such use is in any
particul ar channels of trade, as well as discovery
regardi ng other issues relevant to a finding of a

| i kel i hood of confusion between marks. Wth respect
to the latter, such discovery would involve the
strength of Applicant’s [sic] marks, in |ight of
alleged third party usages, as well as the intent of
Applicant in selecting and adopting its tradenark.

Turning first to opposer’s alternative request for Rule
56(f) discovery, we find that opposer has failed to show
that it is entitled to such relief. Initially, we doubt the
procedural propriety of opposer’s attenpt to use Rule 56(f)
as a "fallback position"” in case its (sixteen pages of)

argunents on the nerits of applicant’s summary judgnent

notion fail. Cf. Dyneer Corp. v. Autonotive Products plc,
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37 USPQ2d 1251 (TTAB 1995). More fundanentally, however, we
find that opposer has failed to establish its entitlenment to
Rul e 56(f) discovery in any event.

Opposer’s Rule 56(f) affidavit essentially consists of
a recitation of certain of the du Pont evidentiary factors,
a statenment of the proposition that those factors generally
"are relevant to a finding of a likelihood of confusion
bet ween marks," and a conclusory assertion that opposer
therefore is entitled to discovery pertaining to those
factors prior to responding to applicant’s summary judgnent
notion. This nere recitation of du Pont factors, w thout an
identification of any specific facts that opposer believes
it wll be able to prove if it is permtted to take the
requested discovery, is not a sufficient Rule 56(f) show ng.
See Keebler Co. v. Mirray Bakery Products, 866 F.2d 1386, 9
UsP2d 1736, 1738 (Fed. Cir. 1989)("We do not inply that a
mere nmention of intent and actual confusion in Keebler’s
affidavits woul d have rendered them adequate under Rule
56(f)"); Strang Corp. v. The Stouffer Corp., 16 USP@d 1309
(TTAB 1990). Distinguish oryland USA, Inc. v. The G eat
Aneri can Misic Show Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed.
Cir. 1992). See also Fennell v. First Step Designs, Ltd.,
83 F.3d 526, 531 (1st G r. 1996)(party seeking Rule 56(f)

di scovery nust articulate a plausible basis for its belief

10
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that di scoverable materials pertaining to trialworthy facts
actual ly exist).

In addition to the fatal lack of specificity in
opposer’s Rule 56(f) affidavit, the Board notes that the
particul ar evidentiary factors identified in opposer’s Rule
56(f) affidavit appear to consist, for the nost part, of
I ssues upon whi ch opposer woul d not need to have discovery
in order to respond to applicant’s notion for sunmmary
judgnment. QOpposer has not explained why it needs di scovery
to present evidence as to the "visual and phonetic
simlarities between the marks." Such simlarities, vel
non, are apparent fromthe face of the marks. Likew se,
because applicant’s application is based on intent-to-use,

It is not clear what sort of discovery opposer is seeking
regarding the "nature and extent"” of applicant’s use of his
mark. Finally, applicant already has conceded, for purposes
of summary judgnment, that the parties’ goods nove in

I dentical trade channels and that opposer’s mark is a strong
mar k, not weakened by third party usage of simlar marks on
simlar goods. Qpposer therefore has no need for Rule 56(f)
di scovery on those issues.

The only other issue specifically identified by opposer
inits Rule 56(f) affidavit is the issue of applicant’s
intent in adopting his mark. Qpposer, citing Dunkin’ Donuts

of Anerica Inc. v. Metallurgical Exoproducts Corp., 840 F.2d

11
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917, 6 USPQ2d 1026 (Fed. Cir. 1988), argues that intent is
rel evant to Section 2(d) clains, and that opposer
accordingly is entitled to discovery on that issue before it
can be required to respond to applicant’s summary judgnent
motion.* However, we do not read Dunkin’ Donuts to stand
for the blanket proposition that a defendant’s intent is
al ways a material issue in every Section 2(d) case, or that
a Section 2(d) plaintiff is always entitled to Rule 56(f)
di scovery on the issue of intent.

Qpposer’s nere nmention of applicant’s intent in its
Rul e 56(f) affidavit does not establish opposer’s
entitlement to discovery on that issue. See Keebler Co.,
supra, 9 USPQ2d at 1738. It is not enough that the issue of
intent is potentially relevant in Section 2(d) cases, in
general. Rather, the determi nation to be nmade under Rule
56(f) is whether applicant’s intent in adopting his mark is
a material issue in this particular case. Opposer has not
asserted that it believes, or has any reasonable basis for
bel i eving, that applicant adopted his NOSFERATU mark in bad
faith and that discovery woul d uncover evidence of such bad

faith. Nor is there anything else in the record which

4 (pposer al so cites Copel ands’ Enterprises, Inc. v. C\W, Inc.,
945 F. 2d 1563, 20 USP@d 1295 (Fed. Cir. 1991) for the
proposition that "the factual question of intent is particularly
unsuited to disposition on sunmary judgnent where the issue is
whet her m suse of the registration synmbol was caused by an honest
m stake or by an intent to deceive." Qpposer’'s brief, page 7.

12
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suggests that evidence of bad faith adoption m ght be found
t hrough di scovery. Distinguish the Dunkin’ Donuts case,
wherein the nature of the defendant’s mark itself, DUNKI NG
DONUT, when conpared to the plaintiff’s DUNKIN DONUTS nmark,
provi ded a plausi ble basis for believing that the intent

I ssue was material to that particular case and that

di scoverable materials relating to possible bad faith
adoption m ght exist.

Qpposer’s Rul e 56(f) notion anounts to nothing nore
than a request for discovery for discovery s sake, by which
opposer seeks to satisfy its specul ative hope of finding
sonme evidence that mght tend to support its conplaint. See
Keebl er Co. v. Mirray Bakery Products, supra; Pure ol d,
Inc. v. Syntex (U S. A), Inc., 739 F.2d 624, 222 USPQ 741
(Fed. Gr. 1984). The Court’s characterization of the Rule
56(f) affidavit involved in Keebler Co., supra, is equally
applicable to this case: "Indeed, it is difficult to
interpret Keebler’s affidavit support for its discovery
notions as saying anything nore than, W have no factual
basis for opposing summary judgnent, but, if you stay
proceedi ngs, we mght find sonething ." 9 USPQR2d at 1738
(enmphasis in original). Opposer’s Rule 56(f) notion is

deni ed.

However, whether applicant has m sused the registration synbol is
not an issue in this case.

13
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We turn next to the nerits of applicant’s notion for
summary judgnent. Sunmary judgnment i s appropriate in cases
where the noving party establishes that there are no genuine
I ssues of material fact which require resolution at trial
and that it is entitled to judgnent as a matter of |aw.

Fed. R Cv. P. 56(c). An issue is material when its

resol ution would affect the outcone of the proceedi ng under
governing |aw. Anderson v. Liberty Lobby, Inc., 477 U.S.
242, 248 (1986). A fact is genuinely in dispute if the

evi dence of record is such that a reasonable factfinder
could return a verdict in favor of the nonnoving party. /d.
The nonnovi ng party nust be given the benefit of al
reasonabl e doubt as to whet her genuine issues of materi al
fact exist, and the evidentiary record on summary judgnent,
and all inferences to be drawn fromthe undi sputed facts,
must be viewed in the Iight nost favorable to the nonnoving
party. See pryland USA, Inc. v. Geat Anmerican Misic Show,
Inc., supra, Ode Tynme Foods Inc. v. Roundy’s Inc., 961 F.2d
200, 22 USPQd 1542 (Fed. Cr. 1992).

Applicant has conceded, for purposes of its summary
judgnment notion, that opposer has priority in this case,
| eaving only the issue of |ikelihood of confusion for
determ nation on summary judgnment. The question of whether
a likelihood of confusion exists in a particular case is a

| egal one, the resolution of which is based on underlying

14
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factual determ nations with respect to each of the du Pont
evidentiary factors for which evidence has been nade of
record. See Qoryland USA, Inc., supra, 23 USPQR2d at 1473.

In this case, we find that there is no genuine issue of
material fact that opposer’s NO FEAR marks and applicant’s
NOSFERATU mark are conpletely dissimlar in terns of
appear ance, sound, connotation and comrercial inpression,
under the first du Pont evidentiary factor. Contrary to
opposer’s argunent, no reasonabl e factfinder could concl ude
t hat, because the word NOSFERATU contains the letters NO and
FER, NOSFERATU and NO FEAR are simlar in ternms of
appearance or sound. Furthernore, applicant has presented
per suasi ve evi dence establishing that, just as applicant
I ntended in adopting the mark, the purchasing public is
likely to percei ve NOSFERATU as connoting "vanpire."
Opposer has presented absol utely no evidence upon which a
reasonabl e factfinder m ght base any other concl usion
regardi ng the connotation of applicant’s mark, nor any
evidence fromwhich it mght reasonably be inferred that
NOSFERATU and NO FEAR have sim | ar connotati ons.

Qpposer argues that there is a genuine issue of
material fact as to the simlarity of the commercia
I npressi ons of the respective marks, inasmuch as applicant
m ght display his mark in a typestyle simlar to the

typestyl e used by opposer. W disagree. Regardless of the

15
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manner in which applicant’s mark is displayed, and even if
applicant’s mark were to be displayed in a typestyle simlar
to the typestyle in which opposer’s marks appear, the
comercial inpression of applicant’s mark woul d be dom nat ed
by the word NOSFERATU itself, a word which is highly

di stinctive, unusual, and evocative. The word NOSFERATU i s
so dissimlar to the words NO FEAR in terns of appearance,
sound and connotation that, even if they were to appear in
the same typestyle, the comercial inpressions of the two
mar ks, when viewed in their entireties, would be dissimlar
as a matter of |aw.

In short, we find that there is no genuine issue of
material fact as to the dissimlarity of the marks under the
first du Pont evidentiary factor.

Furthernore, in view of applicant’s evidentiary
concessi ons (made for purposes of his summary judgnent
notion), we find that there is no genuine dispute that
applicant’s goods are identical to opposer’s goods, that the
parties’ goods nove through the sane trade channels and are
mar keted to the sane classes of purchasers, that opposer’s
mark is fanous, and that there are no third-party marks
which are identical to or simlar to those of opposer in the
clothing products field which mght dilute the strength of

opposer’s mark.

16



Qpposition No. 106, 990

Because there are no genuine issues of material fact as
to opposer’s priority or as to any of the du Pont
evidentiary factors for which there is evidence in the
record, the issue to be determned is whether, on the basis
of those undisputed facts, applicant is entitled to judgnent
as a matter of lawin its favor on opposer’s Section 2(d)
claim See Fed. R Cv. P. 56(c). W find that it is.

It is settled that, in a particular case, a single du
Pont evidentiary factor nay be dispositive of the |ikelihood
of confusion determnation. See Kellogg v. Pack’ em
Enterprises, Inc., 951 F.2d 330, 21 USPQ2d 1142 (Fed. Cir.
1991); Pure &old v. Syntex (U S. A ), Inc., supra. This is
such a case. The utter dissimlarity between the parties’
respective marks, under the first du Pont evidentiary
factor, is a sufficient basis, initself, to warrant summary
di sm ssal of opposer’s |ikelihood of confusion claim

In reaching this conclusion, we are mndful that when,
as we presune to be the case here, the parties’ respective
goods are identical in kind and are marketed in the sane
trade channels to the sane cl asses of purchasers, the degree
of simlarity required between the marks to sustain a claim
of likelihood of confusion is | ess than that otherw se
needed in situations involving dissimlar, non-conpeting
products. See Jul es Berman & Associ ates, Inc., v.

Consol i dated Distilled Products, Inc., 202 USPQ 67 (TTAB

17
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1979). W al so have taken into account that opposer’s NO
FEAR mark is entitled to a relatively broad scope of
protection in view of its presuned strength and fame. See
Kenner Parker Toys Inc. v. Rose Art Industries Inc., 963
F.2d 350, 22 USPQd 1453 (Fed. Cir. 1992).

However, as a matter of law, the scope of protection to
whi ch opposer’s mark is entitled, even though expanded due
to the fame of the mark and the identity of the parties’
goods, does not extend so far as to warrant a finding that
applicant’s use of the totally dissimlar mark NOSFERATU is
likely to cause confusion. Applicant’s NOSFERATU mark is so
dissimlar to opposer’s NO FEAR mark that purchasers who
encounter clothing itens bearing the NOSFERATU mark, and who
are aware that opposer uses its various NO FEAR marks on
simlar sorts of clothing itens, are not likely to be
confused, m staken or deceived into thinking that there is
any source, sponsorship, approval, or other connection
bet ween opposer and applicant’s goods bearing the mark
NOSFERATU.

No genui ne issues of material fact exist for trial, and
applicant is entitled to judgnent as a matter of |aw.

Accordingly, applicant’s notion for summary judgnent is

18
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granted. See Fed. R Cv. P. 56(c). The opposition is

di sm ssed with prejudice.

R F. G ssel
P. T. Hairston
C. E Wilters

Adm ni strative Trademark Judges
Trademark Trial and Appeal Board
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